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OPINION SURVEYS IN CIVIL LITIGATION 
By Lester E. Waterbury 

Mr. Waterbury tells us that for several years he had hoped to write ‘‘a 
proper law review article’’ on this subject but that the necessary time seemed 
never to be available. This paper was rather hastily put together to be read 
before the Seventh Annual Conference of the American Association of Public 
Opinion Research, at Poughkeepsie, N. Y., in June 1952. It was subsequently 
published in the Spring 1953 issue of The Public Opinion Quarterly and is 
reproduced here with the kind permission of Princeton University Press, which 
publishes the Quarterly. Since publication of the paper there, the author has 
had the benefit of critical comments from lawyers specializing in the trade-mark 
field, notably on the question whether the phrases ‘‘consumer opinion survey’’, 
‘*consumer opinion poll’’, ‘‘surveys of consumer opinion’’, and the like, while 
conventional, are strictly accurate. The opinion has been expressed that the 
employment of those terms has contributed to misunderstanding by the courts 
and to their failure to give appropriate weight to this kind of evidence. 
Quaere, whether the surveys, if properly designed and conducted are not more 
accurately described as samplings of consumer reactions than as surveys of 
opinion. 

Mr. Waterbury is vice-president and general counsel of General Foods 
Corporation. 


Legal problems involving public opinion questions arise in 
many different situations, and the questions are for the most part 
questions of opinion among various consumer groups. A few years 
ago, for example, the Pilot Radio Corporation sought to interest 
the Metropolitan Opera Association in having its orchestra record 
some albums for distribution by Pilot. The Metropolitan was 
interested for a time, but finally called the deal off. The next thing 
they knew, advertisements were appearing in the New York Times 
for recordings by a group called the METROPOLITAN SYMPHONY 
orcHEsTRA. Naturally the Metropolitan was troubled, and it sued 
to restrain Pilot from using the word METROPOLITAN, either alone 
or with the word orcHESTRA, Or SYMPHONY, or opERA. The Metro- 
politan’s theory was that the word METROPOLITAN used in any way 
in connection with music, at least in New York City, was deceptive, 
confusing, and injurious, and therefore infringed its rights. The 
Met’s problem was to prove what the word METROPOLITAN means 
to record buyers in New York City and they used a sort of survey 
to do it. Incidentally, they won.’ 





1. Metropolitan Opera Association, Inc. v. Pilot Radio Corporation (1947) 189 
Mise. 505 (N.Y. Supreme Court, N.Y. County). 
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Consider another case in an entirely different field. The fed- 
eral food-and-drug law’ carries a provision, the general effect of 
which is that a food is adulterated if anything has been added to 
it to make it appear better than it is.°. During. the war, poppy seeds 
were hard to get. They come normally from Turkey and the Kast 
Indies, and the seeds from those countries are a dark blue, almost 
black. An enterprising Brooklyn merchant imported white poppy 
seeds from British India and darkened them by adding charcoal. 
Acting under the food-and-drug law, the United States seized and 
condemned certain quantities of the poppy seeds which he had 
shipped out to Cleveland. The issue in the condemnation proceed- 
ing was whether, because of the artificial coloring, the seized 
poppy seeds appeared better to consumers than they really were.‘ 
Again, this was a question of consumer opinion. 

But perhaps the best case in point was the situation which 
faced the Elgin National Watch Company about 25 years ago.° 
This company is a leading and long-established manufacturer of 
high-grade watches. Its plant is in Elgin, Ill., from which it took 
the word ELGIN, used by it as a trade-mark. Another concern, the 
Illinois Watch Case Company, decided to go into the business of 
manufacturing clocks for automobiles, automobile vanity cases, 
ashtrays, and so on. It organized a Delaware subsidiary, named 
it the ELGIN CLOCK company, and put this name on its products. 
The pioneers were faced with the problem of stopping the inter- 
loper if they could, and they were entitled to stop him if consumers 
would be misled by the interloper’s use of the word EL«ern into 
believing that his products were manufactured by the original 
Elgin company. Thus, the Elgin people had a problem of proof 
of consumer opinion. 


“Proving” Consumer Opinion 
That was in 1928, which of course was when the public opinion 
poll as we know it today was little more than a gleam in somebody’s 


eye. Counsel for the Elgin people was the late Edward S. Rogers, 
probably the most brilliant trade-mark lawyer this country has so 


2. 21 U.S.C. §§ 301 et seq. 

3. 21 U.S.C. § 342 (b) (4). 

4, U.S. v. 2 Bags [Poppy Seeds] (1944) 54 F.Supp. 706 (D.C. Ohio), reversed 
(1945) 147 F. (2d) 123 (C.C.A. 6). 

5. El 


5. gin National Watch Company v. Elgin Clock Company (1928), 26 F. (2d) 
376 (D.C. Del.). 
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far produced. What were the methods available to him for proving 
to the court that the word ELGIn meant to consumers the products 
of his client and not those of the Elgin Clock Company? 


Judicial Notice 


One conceivable method would have been to ask the court to 
take judicial notice of the fact. What is judicial notice? In effect, 
it is the assumption that there are some things which a judge 
knows and which need not, in consequence, be proven to him. While 
this official knowledge should perhaps properly extend only to 


things like statute law, the state capitals, the officers and rules of 


the court, and the like, in practice it extends much further; indeed, 
one of the difficulties with the principle is that one can never 
anticipate precisely how far it will be extended. In the Metropoli- 
tan Opera case, for instance, although the Metropolitan did not ask 
the judge to take judicial notice of anything, he volunteered this 
statement in his opinion: 
So well known is the plaintiff that 1 have no hesitation in 
taking judicial notice of the fact that the Metropolitan Opera 
or the Metropolitan Orchestra or the Met Orchestra are all 
normal ways of referring to the plaintiff and that the use of 
the words METROPOLITAN ORCHESTRA, whether coupled with the 
words SYMPHONY Or OPERA, is misleading when used by any 
group in New York not connected with the plaintiff.° 
But judicial notice is a weak reed on which to lean; something 
stouter is needed to establish consumer facts. 


Expert Witnesses 


Another possibility is the use of expert witnesses, and there 
are many points in common between the proper handling of con- 
sumer opinion surveys and the proper handling of expert wit- 
nesses. Indeed, in the Elgin Watch case, although a sort of survey 
was offered to the court and rejected, the reasoning the court 
applied was taken straight from the rules on expert witnesses. 
From the language the judge used it would almost seem that he 
considered he had before him the testimony of an expert witness, 
although what he had was actually something quite different.’ 


6. Metropolitan Opera Association, Inc. v. Pilot Radio Corporation (1947), 189 
Mise. 505 (N.Y. Supreme Court, N.Y. County), at page 508. 

7. Elgin National Watch Company v. Elgin Clock Company (1928), 26 F. (2d) 
376 (D.C. Del.), at pages 377-378. 
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The expert witness, properly speaking, is a learned person 
who brings to the courtroom a body of scientific or other knowledge 
for the purpose of expressing an expert opinion. He does not, in 
his expert capacity, testify as to the facts in the case. His infor- 
mation with respect to the facts of a case may be gained by obser- 
ration outside the courtroom, by observation in the courtroom, or 
they may be assumed by him when he is called upon to answer a 
hypothetical question—that is a question which asks the expert’s 
opinion on certain of the facts in dispute which are assumed to 
be true.® 


But there are two difficulties with viewing the witness who has 
directed the taking of a consumer opinion survey as an expert 
witness when he takes the stand to tell what the survey has re- 
vealed. In the first place, he is not delivering an expert opinion— 
or, indeed, any opinon of any kind. He is merely stating facts: 
Certain consumers were asked certain questions and gave certain 


answers. In the second place, as happened in the Elgin Watch 
case, if he is viewed as merely relating facts which he has learned 
outside the courtroom, the judge may shut him off under the 
hearsay rule.* The expert witness approach, therefore, is not 
promising. 
Public Witnesses 

The conventional way of proving consumer opinion was (and 
unfortunately perhaps still is) through the use of creatures called 
public witnesses. The public witness device is deplorable and 
often shocking, but until the development of the consumer opinion 
poll it was probably the best device available; at least it was the 
only one that the courts tolerated. 


The judge in the Elgin Watch case in effect advised the com- 
plainants that the way to establish their point was precisely by the 
use of public witnesses. The court even told Elgin just how to 
do it: 


‘‘Of course, to call one such witness would be insufficient, as 
no court would place much, if any, reliance upon the evidence 
of one such witness. But then how many such witnesses ought 
the plaintiff to call? It may be stated that he ought to be 
prepared with from 20 to 30 of such witnesses. .. . In selecting 


8. (3d Ed. 1940). 
9. See below, p. 77. 
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his 20 to 30 witnesses, the plaintiff must not take them all 
from one locality, but from different parts of the country, and 
in particular he ought to have some from the locality where 
the defendant’s trade is carried on.’’’° 


The public witness formula is technically acceptable, although 
it is obviously cumbersome and can be expensive. If the witnesses 
are selected scientifically and impartially, if there are enough of 
them, and if the basis of their selection is not that they will testify 
in a certain way, their testimony undoubtedly will have substantial 
probative value. Even at its best, however, it could not conceiv- 
ably be as reliable and close to the truth as evidence that can be 
obtained by a properly conducted survey. 

The poisonous feature of the public witness method is, of 
course, that all too frequently they are selected not impartially 
but because they will testify the way the party selecting them 
wants them to testify. Two depressing instances, both of them 
from proceedings instituted by the Federal Trade Commission, 
are in point here. 


The first was a proceeding against a concern called Stanley 
Laboratories, producer of an item labelled Mp MEDICATED DOUCHE 
PowDER. The Commission charged that the use of mp in the 
name constituted false advertising because it amounted to a repre- 
sentation that the product was either prescribed or compounded 
by physicians. The manufacturer denied all this, the case went 
to hearing, and on the hearing the Commission had to submit some 
kind of evidence that consumers were likely to be misled by the 
use of the letters mp. 

The Commission, as it ordinarily does, relied on so-called pub- 
lic witnesses. Several of them took the stand, and on cross-exam- 
ination something was learned of the method used for selecting 
them. They consisted of a shoe repairer from a small town in 
Maryland, a hardware dealer, a service station attendant, a drug- 
gist, a Coca-Cola salesman, and an automobile salesman living 
and working in Washington, D.C. None of them had ever bought 
the product or any similar item. Apparently, each of them had 
been interrogated by a Commission field investigator some months 


before the hearing. The manner of interrogation was not only 





10. Elgin National Watch Co. v. Elgin Clock Co. (1928), 26 F. (2d) 376 (D.C. 
Del.), at page 377. 
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| 
| 
| 
| 


interesting but revealing. The prospective witnesses had been 
shown a package of toilet paper with the letters mp thereon; 
they were then questioned by the Commission’s representative 
as to what this meant to them. What obviously happened was 
that Commission investigators went around showing people the 
toilet paper with the letters mp on it, and when they found : 
| persons who said they believed the mp meant that doctors had 4 
| either recommended or prescribed that kind of paper, they tagged 
those persons as witnesses for the hearing. Of course, there was 
no way of telling either how many of the persons queried were 





not called to the stand, or what they said.” 


Another interesting example of this sort of thing has been 
revealed somewhat adventitiously in the recently decided Book-of- 
the-Month Club case. This was a proceeding brought by the Com- 
mission against the Book-of-the-Month Club, charging that the 
club’s use of the word ‘‘free’’ in its sales promotion material 

was deceptive and misleading. In a series of hearings before a 
trial examiner, the Commission so proved to its own satisfaction 
and on May 8, 1952, duly issued a cease-and-desist order.” The 
Commission had only four members at the time the order was 
issued, and their decision was not unanimous. Commissioner 
Mason wrote one of his characteristic dissenting opinions in which 
he disclosed the method used by the Commission to locate its pub- 
lic witnesses. The Commission, of course, wanted to find people 
who would testify that the word ‘‘free’’ would mislead con- 
sumers, and this is how Commissioner Mason says they did it: 

Out of the millions of satisfied customers, there must be 
some who would testify that the word ‘‘free’’ misled them. 

A recess was taken by the prosecution for four months. Dur- 

ing this breathing spell the Government got hold of all the 

deadbeats who owed the Book Club money—that choice 98/100 

of one per cent of defendants’ customers who would be the 

last called if the Government ever wanted any one to make 
| a dispassionate and just analysis of its own operation. Out 
| of this cull, the Government was able to distill thirteen de- 

i, faulters whose virtuous regard for truth and veracity was 

undoubtedly only exceeded by their financial integrity. With- 


11. Stanley Laboratories, Inc. vy. Federal Trade Commission (1943), 138 F. (2d) 
388 (C.C.A. 9). Statement in text based on examination of record and briefs on appeal. 

12. On February 10, 1953 the order was sustained on appeal. Book-of-the-Month 
Club, Inc. v. Federal Trade Commission (1953), 202 F. (2d) 486 (C.A. 2), CCH Trade 
Regulation Service 967,425. Petition for certiorari filed (1953) 22 Law Week 3045. 
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out reading their testimony, you can assume they agreed with 

the Commission’s definition of the word ‘‘free’’ 110 per cent, 

whether they understood it or not.” 

One thing that might lend powerful support to the use of con- 
sumer polls in civil litigation would be a really thorough study of 
the history, use, and abuses of the public witness device. 


Surveys 


The other alternative is, of course, the consumer poll or sur- 
vey. A growing body of lawyers is convinced that the survey, 
properly conducted, used, and understood, is far and away the best 
device so far worked out for marshaling and presenting evidence 
on consumer opinion questions. 


PRESENT LEGAL STATUS OF CONSUMER SURVEYS: 
THE QUESTION OF ADMISSIBILITY 


Putting the conclusion first, one must say immediately that 
when one wants to present a survey in court today one is bound to 
be uncertain as to how to proceed. The court’s reception is highly 
unpredictable, and as often as not the result is distinctly un- 
satisfactory.* 

The Question of Admissibility 


The basic problem, of course, is to get the courts to admit 
survey evidence of consumer or other public opinion. If it consti- 
tutes what is called hearsay evidence, it must be excluded, unless 
the courts are prepared to establish another exception to what is 
known as the hearsay rule. 


What is hearsay evidence? The basic fact to be taken into 


account in approaching this subject is the Anglo-Saxon’s unshak- 








13. In the Matter of Book-of-the-Month Club, Inc. (1952), ——F.T.C. —— 
(Docket No. 5572), CCH Trade Regulation Service 414,925.89. 

14, All of this appears from what might be called the standard literature on the 
subject which, while not extensive, covers the ground very well. Professor Frank R. Ken- 
nedy’s paper, Law and the Courts reprinted in THE PoLLS AND PuBLIC OPINION, edited 
by Norman C. Meier and Harold W. Saunders (New York: Henry Holt & Co., 1949, pp. 
92-108), discussed most, if not all, of the cases that had been decided up to that time. 
In 1951 he published another paper (Sampling by the Food and Drug Administration, 
6 Foop Drue Cosmetic Law JOURNAL 759 (1951). But the most important papers to 
be published since Professor Kennedy’s 1949 paper are Eugene P. Sylvester’s Consumer 
Polls As Evidenced in Unfair Trade Cases 20, GEorRGE WASHINGTON LAW ReEviEw, 211 
(1951), and the excellent notes, author undisclosed, which appeared in 66 HARvARD 
Law Review, 498 (1953), under the rather inept title Public Opinion Surveys As Evi- 
dence: The Pollsters Go to Court. These papers cover the decided cases in very good 
shape. The authors disagree on some points of interpretation, but the articles do cite 
the court opinions which are the raw material one has to work with in forming a judg- 
ment on the present status of opinion surveys in civil litigation. 
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able belief that the only reliable way to get oral testimony of the 
truth before a court is to get it from the lips of living witnesses 
testifying in person in the courtroom after having been sworn on 
their oath to tell the truth, the whole truth, and nothing but the 
truth. The soundness of this basic belief is well-established. There 
are, of course, situations where this kind of testimony is not avail- 
able, but, by and large, where it is available the lawyer has to 
produce it. Where the living witness is produced in the courtroom, 
he has to confront those against whom he is testifying. He can be 
subjected to cross-examination to test the accuracy and inherent 
probability of what he says. A system demanding evidence of this 
kind must perforce exclude evidence of other kinds, and one of 
these exclusionary rules is the rule against hearsay evidence. 

An example of hearsay evidence might be constructed in the 
terms of the Elgin Watch case. If a survey organization were 
engaged to make a survey of consumer opinion to determine 
whether consumers generally, seeing the word ELGIN on a clock on 
the dashboard of an automobile, would think it was made by the 
Elgin Watch Company, one of the things that might conceivably 
be done would be to have the interviewers carry around with them 
an Elgin watch and also an automobile clock that said on it ELGIN 
CLOCK COMPANY. One of the questions the interviewers might ask 
might be: ‘‘Do you think both the watch and the clock were manu- 
factured by the same company?’’ The interviewers would probably 
receive a high proportion of affirmative answers. 

Now suppose a piece of litigation arose where the point at 
issue was who actually made the automobile clocks that bear the 
name ELGIN CLOCK coMPANY. This kind of case is unlikely, but 
conceivably it might arise. For instance, it might be that John 
Smith had bought one of the automobile clocks from a local dealer 
who had told him that the Elgin Company had guaranteed it for 
a year. He had paid $75.00 for the clock, and it went bad after a 
short time, so Mr. Smith asked the dealer to replace it. For one 
reason or another the dealer didn’t—maybe he had moved away— 
so Mr. Smith decided to sue the manufacturer, and brought his suit 
against the original Elgin National Watch Company, of Elgin, Il. 
They answered the suit by saying that they did not make his clock, 
and that he had sued the wrong company. Here, then, is an issue 
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of fact as to who made the clock. Now, could the interviewers who 
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took the consumer opinion poll take the stand in this case and tes- 
tify that various and sundry consumers had told them that they 
thought the Elgin National Watch Company made the automobile 
clock? The answer is no. The issue is who made the clock, and our 
legal system will not accept as evidence on that issue the inter- 
viewer’s statement that someone told him who made the clock. In 
this situation, the source of the knowledge is not the interviewer; 
it is the consumer with whom he talked. The interviewer is merely 
acting as a conduit to pass on to the court something that someone 
else told him. That something under our system is hearsay evi- 
dence, and it is excluded. Our system would require the consumer 
himself to take the stand and tell his story, confronting the adverse 
party and witnesses, and subjecting himself to cross-examination. 

This is the situation where what the consumer told the inter- 
viewer is sought to be introduced on the issue of who, in fact, made 
the automobile clock. This, of course, was not the issue in the 
litigation between the original Elgin company and the interloping 
Elgin Clock Company. The issue there was whether the new- 
comer’s use of the name ELGIN CLOCK COMPANY on its automobile 
clocks and other articles would deceive consumers into believing 
that they were made by the original company. The fact to be 
proved was the consumers’ state of mind. 

The major premise of opinion-samplers is that if people are 
asked the proper kinds of questions on a given subject, their an- 
swers will truly reveal their state of mind. Once that premise is 
accepted as sound, it follows that what the consumers have told 
the interviewer is evidence; i.e., it has some probative value on the 
issue of what is the consumer’s state of mind. When this is the 
issue, the fact to be proved is merely what the consumers said, not 
who made the clock. The interviewer was present and heard what 
was said, and can therefore testify about it. True, the consumers 
could also testify, for what is in issue is merely the content of a 
conversation, and either party, or both parties, to it may testify 
about it without violating the hearsay rule. The interviewer him- 
self heard what the consumer said, so when he repeats the conver- 
sation in court his evidence is not hearsay; it is original evidence.”® 





15. This, at least, is the writer’s view. 
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Some courts have held one way and some another on this 
point. Professor Kennedy appears to believe that the evidence is 
hearsay, but that, because of its essential validity, the courts 
should carve out an exception to the hearsay rule (as many other 
exceptions are already recognized) and admit it.*° Sylvester, on 
the other hand, taking his opinion at least in part from that of the 
late Edward 8S. Rogers, thinks that in the kind of case we are con- 
sidering consumer survey evidence is not hearsay evidence. Asa 
practical matter, of course, it makes little difference which theory 
is adopted so long as the desired result is obtained and the courts 
admit the survey evidence. 


DECISIONAL LAW ON ADMISSIBILITY 
The Bireley’s Case 


In three recent cases three different results have been ob- 
tained. The first case is the Bireley’s Orange Drink" case, in 
which the writer participated. It arose under the same section of 
the federal food-and-drug act as the Poppy Seeds case.** United 
States Certified Colors were used in the beverage base from which 
this non-carbonated soft drink was made, and the presence of the 
artificial color was declared on the label. The Food and Drug 
Administration nevertheless took the position that consumers were 
likely to be deceived by the presence of the color into thinking 
that the product contained more actual orange juice than it did.*® 

Some of the product was seized, and the bottler®® appeared 
and contested the seizure. At the trial, the government had the 
problem of proving that the color made the product appear better 
than it was, and thereby deceived consumers. Over strenuous ob- 
jection, the government introduced considerable testimony and 
some 3500 questionnaires which, it was said, constituted surveys 
of consumer opinion. 


What was it the Food and Drug Administration offered to the 
trial court as surveys? There were eight of these and they liter- 











16. See Wigmore on Evidence (3d ed.), §§ 1420-1427. 

17. U.S. v. 88 Cases [| Bireley’s Orange Beverage| (1951), 187 F. (2d) 967 (C.A. 3). 

18. U.S. v. 2 Bags [Poppy Seeds| (1944), 54 F.Supp. 706 (D.C. Ohio); reversed 
(1945) 147 F. (2d) 123 (C.C.A. 6). 

19. It has always been hard for the writer to believe that anybody who had ever 
bought oranges would think one could buy a 6% ounce bottle of orange juice for five 
cents. 

20. The bottler was Bireley’s, Inc., a Delaware corporation and a wholly-owned 
subsidiary of General Foods Corporation. 
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ally beggar description. On an issue of consumer deception it is 
necessary to take as the universe the people who are the pur- 
chasers and consumers of the product, and then by some proper 
method to select a fair sample of that universe for examination. 
The Bireley’s product was and is sold primarily in grocery stores, 
soda fountains, filling stations, and places of amusement such as 
ball parks, skating rinks, and the like. It is drunk largely by 
youngsters whose families disapprove of carbonated drinks. From 
this it is perfectly clear where the government should have looked 
for its consumers. The test should have been in terms of the 
appearance of the product under ordinary conditions of purchase 
and use, this being language which is used in both the food-and- 
drug act itself and in the regulations which the Food and Drug 
Administration has promulgated thereunder. 


The alleged surveys made by the Food and Drug Administra- 
tion were made exclusively in hospitals and baby clinics! They 
were made, furthermore, in 1946 and 1947, which was long after 
the product had been seized and the suit started. They were di- 
rected solely to young mothers and prospective mothers, and under 
circumstances where the interviewees were particularly likely to 
have in mind orange juice as a desirable food for their babies. 
Each of the young women interviewed was shown a bottle of 
orange beverage. Some of it had been bottled in the same plant 
as that in which the seized bottles were produced, but some of it 
was the product of other bottlers. Upwards of 3500 question- 
naires were filled out by the interviewers, who were generally hos- 


pital or clinic personnel, acting under instructions of the Food and 
Drug Administration. Two different forms of questionnaires were 
used, but the answers were combined in the tabulations admitted 
in evidence. 


Whoever it was in the Food and Drug Administration who 
dreamed up these surveys never took the stand. But Stanley L. 
Payne, then research director for Opinion Research Corporation, 
had analyzed the surveys, and he more than made up for the 
deficiency. Mr. Payne pointed out in detail the defects in the inter- 
view instructions, instances of failures by the interviewers to 
follow the instructions, the fact that the interviewers knew the 
purpose of the survey and that there was litigation pending in 
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which the surveys would be offered, and many other indications of 
unreliability. 

The trial judge was urged to pass specifically on the trust- 
worthiness and validity of the surveys before admitting them in 
evidence, but this he declined to do. He not only admitted all of 

the testimony, but he sent to the jury all of the 3539 questionnaires. 
In due course, the jury brought in a verdict for the government, 
and a decree of condemnation was entered. On appeal, the United 
States Court of Appeals for the Third Circuit set aside the decree ‘ 
and ordered the case back for another trial. Since then the gov- : 
ernment has abandoned the new trial idea and an order has been 


21 





| entered dismissing the libel. 

The major basis for the reversal was that the trial judge had 
instructed the jury, over strenuous objection, that the product 
should be condemned if ‘‘any part’’ of the public, including ‘‘the 
ignorant, the unthinking, and the credulous,’’ has been deceived. 
As a matter of law, his charge should have been in terms of the 
ordinary consumer under such circumstances as usually attended 
the retail distribution of the product. So far, the appellate court 
agreed with the appellants, but it then went on and approved 
virtually everything the trial judge had done with respect to the 
so-called surveys. It noted that many objections had been made 
to the admission of the surveys and to the manner in which they 
had been taken. ‘‘The principal contention, however,’’ the court 
said, ‘‘was that the surveys were hearsay and therefore inadmis- 
sible.’’?? It is not clear that this was so. Counsel for Bireley’s 
pointed out that courts had ruled both ways on the admissibility 
| of surveys when a hearsay-rule objection had been interposed. 
But the main objection was that, whatever these surveys were, 
they were not consumer opinion surveys. At one point, counsel 
suggested that they might perhaps be called ‘‘infant feeding sur- 
veys.’’ The court, however, ruled only on the hearsay objection, 
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and in these words: 


The hearsay objection is unfounded. For the statements of 
the persons interviewed were not offered for the truthfulness 
of their assertions as to the composition of the beverage. They 





21. Order dismissing the libel was entered June 30, 1952. 
22. U.S. v. 88 Cases [Bireley’s Orange Beverage] (1951) 187 F. (2d) 967 (C.A. e 
3), at page 974. : 
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were not offered to prove that Bireley’s Orange Beverage is 
or is not orange juice. They were offered solely to show as a 
fact the reaction of ordinary householders and others of the 
public generally when shown a bottle of Bireley’s Orange Bev- 
erage. Only the credibility of those who took the statements 
was involved, and they were before the court. The technical 
adequacy of the surveys was a matter of the weight to be 
attached to them. And claimant was properly permitted to 
introduce elaborate testimony on this point.*° 

This express ruling by a high court that survey evidence lies 
outside the hearsay evidence rule will probably be useful, although 
apparently some distance must be travelled before the courts will 
be able to distinguish between a good survey and a bad one. 


The Franklin National Bank Case 

This case** involves a controversy between the State of New 
York and the Franklin National Bank over the question of whether 
the bank could properly use the word ‘‘savings’’ in its advertising. 
The New York Banking Law has a provision which in terms pre- 
vents any bank (including a national bank), other than an actual 
savings bank, from using the word ‘‘savings’’ in its advertising 
or otherwise in its banking business. An ordinary bank, notwith- 
standing the statute, may, of course, have what are in fact savings 
accounts, but they have to be called ‘‘thrift accounts, 


”? “<snecial 


interest accounts,’’ or the like. 

The Franklin National Bank thought that the act was uncon- 
stitutional as applied to it because it was a national bank, and the 
State of New York, to test the law, brought an injunction suit 
against the bank to prevent it from using the offending word. As 
part of its case, the defendant introduced in evidence the results of 
a sampling survey, conducted by the Psychological Workshop of 
Hofstra College, Hempstead, N. Y., which showed the public’s 
understanding of the terms ‘‘savings,’’ ‘‘thrift,’’ ‘‘compound 
interest,’’ and ‘‘special interest.’”° 





23. ibid., at page 974. 

24. People v. Franklin National Bank of Franklin Square (1951) 105 N.Y.S. (2d) 
81 (N.Y. Supreme Court, Nassau County). 

25. Although the bank paid for having the survey made, the job was actually 
ordered by the Nassau Clearing House Association, and that association has distributed 
& pamphlet showing how the survey was made and containing tabulations of the results 
of the survey. 
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Before admitting the evidence, the trial judge had to rule on 
the ‘‘hearsay’’ objection, and he held that the proffered evidence 
was not hearsay. He then admitted the survey and proceeded to 
make a uniquely valuable statement describing how survey evi- 
dence should be presented to a court: 


A party endeavoring to establish the public state of mind on 
a subject, which state of mind cannot be proved except by 
calling as witnesses so many of the public as to render the 
task impracticable, should be allowed to offer evidence con- 
cerning a poll which the party maintains reveals that state 
of mind. The evidence offered should include calling the plan- 
ners, supervisors and workers (or some of them) as wit- 
nesses so that the Court may see and hear them; they should 
be ready to give a complete exposition of the poll and even 
its results; the work sheets, reports, surveys and all docu- 
ments used in or prepared during the poll taking and those 
showing its results should be offered in evidence, although 
the Court may desire to draw its own conclusions. In this 
trial the learned counsel for defendant adduced proof of the 
kind to which I have just referred. I think that the proof 
as to the poll should be received in evidence. I also am satis- 
fied that the conclusions drawn therefrom are worthy of some 
consideration. Plaintiff’s objections to the admission of this 
proof are overruled.” 

Notwithstanding all he said about survey evidence, however, 

Justice Cuff also said: 


I am also satisfied, based upon all the proof herein and judi- 
cial notice, that the word ‘‘savings,’’ when used with the word 
‘‘account’’ in relation to a bank, provokes a much stronger 
appeal to the eye and understanding of the public than do the 
substitutes, when placed before persons disposed to open an 
interest bearing bank account.” 


He does not indicate to what extent he relied on judicial no- 
tice, but his mention of it raises the question whether he might not 
have decided the whole case on this basis. 


26. People v. Franklin National Bank of Franklin Square (1951) 105 N.Y.S. (2d) 
81 (N.Y. Supreme Court, Nassau County), at pages 90-91. While Mr. Justice Cuff’s 
decision was reversed on appeal, the Appellate Division did not overrule anything he 
said about surveys. See (1953) 281 App. Div. (N.Y.) 757 (2d Dept.). Neither did 
the Court of Appeals when it affirmed the Appellate Division. See (1953) 305 N.Y. 
453. Counsel for the bank have advised (November 1953) that the case has been 
appealed to the United States Supreme Court. For order permitting bank to use 
certain printed forms pending appeal to Court of Appeals, see (1953) 121 N.Y.S. (2d) 
106 (N.Y. Supreme Court, Nassau County). 

27. People v. Franklin National Bank of Franklin Square (1951) 105 N.Y.S. (2d) 
81 (N.Y. Supreme Court, Nassau County), at page 90. 








= VT COR a i 
L) Shears gaa 








PAD ae 


Stee, 





Vol. 44 T. M. R. 







OPINION SURVEYS IN CIVIL LITIGATION 





The Glass Wax Case 
The most recent case is the Glass Wax case, which was a 
proceeding wholly in the United States Patent Office.** This is 
not a court; it is an administrative tribunal, and its decisions are 
not of wide application. The courts, furthermore, not infre- 
quently set aside its opinions. In this case, it appeared that a 
concern called the Gold Seal Company had applied to register as 
a trade-mark the words Guass wax. The product contained 
no wax, and S. C. Johnson & Sons, Inc., manufacturers of many 
well-known wax products filed an opposition on the ground, among 
others, that it had built up a valuable good will toward wax 
products generally, and that this good will would be damaged 
if refistration were awarded to the Gold Seal Company for prod- 
ucts not containing wax. There were extended hearings, and 
Johnson offered as part of its case a printed survey made by 
Elmo Roper on the attitude of some 5,000 housewives toward 
polishing agents. As in all of these cases, the first hearing was 
before a functionary called the Examiner of Interferences. He 
decided the case against Gold Seal on May 4, 1950, and the latter 
took an appeal to the next higher administrative level, the Com- 
missioner of Patents. While the Examiner in his opinion talked 
about the Roper survey, his decision was really based on his view 
that the Gold Seal people were not entitled to the registration 
of GLASS WAX as a technical trade-mark because they had pro- 
ceeded under the wrong section of the trade-mark act. In a de- 
cision handed down September 14, 1951, the Commissioner of 
Patents affirmed the Examiner’s decision. 

There are now several appeals pending in the federal courts, 
and it cannot at this time be stated how this litigation will finally 
turn out. Gold Seal urged before the Commissioner that the Ex- 
aminer had erred in admitting and considering the Roper survey. 
The Commissioner pointed out, however, that the Examiner had 
not based his decision at all on the survey. He additionally went 
out of his way to pay his respects to Roper’s survey in particular, 
and to surveys in general. What he said was very discouraging. 


His conelusion was this: 





Office, Examiner of Interferences), affirmed (1951) 90 USPQ 373 (Patent Office, Com- 
missioner of Patents). 
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Before admitting the evidence, the trial judge had to rule on 
the ‘‘hearsay’’ objection, and he held that the proffered evidence 
was not hearsay. He then admitted the survey and proceeded to 
make a uniquely valuable statement describing how survey evi- 
dence should be presented to a court: 


A party endeavoring to establish the public state of mind on 
a subject, which state of mind cannot be proved except by 
calling as witnesses so many of the public as to render the 
task impracticable, should be allowed to offer evidence con- 
cerning a poll which the party maintains reveals that state 
of mind. The evidence offered should include calling the plan- 
ners, supervisors and workers (or some of them) as wit- 
nesses so that the Court may see and hear them; they should 
be ready to give a complete exposition of the poll and even 
its results; the work sheets, reports, surveys and all docu- 
ments used in or prepared during the poll taking and those 
showing its results should be offered in evidence, although 
the Court may desire to draw its own conclusions. In this 
trial the learned counsel for defendant adduced proof of the 
kind to which I have just referred. I think that the proof 
as to the poll should be received in evidence. I also am satis- 
fied that the conclusions drawn therefrom are worthy of some 
consideration. Plaintiff’s objections to the admission of this 
proof are overruled.” 

Notwithstanding all he said about survey evidence, however, 

Justice Cuff also said: 


I am also satisfied, based upon all the proof herein and judi- 
cial notice, that the word ‘‘savings,’’ when used with the word 
‘‘account’’ in relation to a bank, provokes a much stronger 
appeal to the eye and understanding of the public than do the 
substitutes, when placed before persons disposed to open an 
interest bearing bank account.” 


He does not indicate to what extent he relied on judicial no- 
tice, but his mention of it raises the question whether he might not 
have decided the whole case on this basis. 


26. People v. Franklin National Bank of Franklin Square (1951) 105 N.Y.S. (2a) 
81 (N.Y. Supreme Court, Nassau County), at pages 90-91. While Mr. Justice Cuff’s 
decision was reversed on appeal, the Appellate Division did not overrule anything he 
said about surveys. See (1953) 281 App. Div. (N.Y.) 757 (2d Dept.). Neither did 
the Court of Appeals when it affirmed the Appellate Division. See (1953) 305 N.Y. 
453. Counsel for the bank have advised (November 1953) that the case has been 
appealed to the United States Supreme Court. For order permitting bank to use 
certain printed forms pending appeal to Court of Appeals, see (1953) 121 N.Y.S. (2d) 
106 (N.Y. Supreme Court, Nassau County). 

27. People v. Franklin National Bank of Franklin Square (1951) 105 N.Y.S. (2d) 
81 (N.Y. Supreme Court, Nassau County), at page 90. 
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The Glass Wax Case 

The most recent case is the Glass Wax case, which was a 
proceeding wholly in the United States Patent Office.* This is 
not a court; it is an administrative tribunal, and its decisions are 
not of wide application. The courts, furthermore, not infre- 
quently set aside its opinions. In this ease, it appeared that a 
concern called the Gold Seal Company had applied to register as 
a trade-mark the words Gutass wax. The product contained 
no wax, and S. C. Johnson & Sons, Ine., manufacturers of many 
well-known wax products filed an opposition on the ground, among 
others, that it had built up a valuable good will toward wax 
products generally, and that this good will would be damaged 
if refistration were awarded to the Gold Seal Company for prod- 
ucts not containing wax. There were extended hearings, and 
Johnson offered as part of its case a printed survey made by 
Elmo Roper on the attitude of some 5,000 housewives toward 
polishing agents. As in all of these cases, the first hearing was 
before a functionary called the Examiner of Interferences. He 
decided the case against Gold Seal on May 4, 1950, and the latter 
took an appeal to the next higher administrative level, the Com- 
missioner of Patents. While the Examiner in his opinion talked 
about the Roper survey, his decision was really based on his view 
that the Gold Seal people were not entitled to the registration 
of GLASS WAX as a technical trade-mark because they had pro- 
ceeded under the wrong section of the trade-mark act. In a de- 
cision handed down September 14, 1951, the Commissioner of 
Patents affirmed the Examiner’s decision. 

There are now several appeals pending in the federal courts, 
and it cannot at this time be stated how this litigation will finally 
turn out. Gold Seal urged before the Commissioner that the Ex- 
aminer had erred in admitting and considering the Roper survey. 
The Commissioner pointed out, however, that the Examiner had 
not based his decision at all on the survey. He additionally went 
out of his way to pay his respects to Roper’s survey in particular, 


and to surveys in general. What he said was very discouraging. 


His conclusion was this: 
~ 28. S.C. Johnson & Son, Inc. v. Gold Seal Company (1950) 40 TMR 347 (Patent 
Office, Examiner of Interferences), affirmed (1951) 90 USPQ 373 (Patent Office, Com- 
missioner of Patents). 
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The poll in this case is held to be entitled to no weight 
whatsoever and its evidentiary effect has been completely 
disregarded.” 

The Commissioner thought the questionnaire and the ques- 
tions used were clearly and completely biased. Nor was he any 
more encouraging in what he said about the admissibility of sur- 
veys generally. His conclusion on this point was as follows: 

In regard to the admissibility of the poll or survey as 
evidence, most of the cases found which have mentioned polls 
or surveys have either refused to receive such testimony or if 
admitted, have given it little weight or have disregarded it.*° 
So there we are. Trial courts in two out of the three most 

recent cases have admitted the proffered surveys and held they 
were not hearsay, but in only one of these (the Franklin National 
Bank case) did the court give any indication of appreciating what 
was being done. The Patent Office in the third case clearly wasn’t 
having any, and at the moment the prospects of using surveys in 
Patent Office litigation do not appear to be bright. 


THE FUTURE OF SURVEYS IN CIVIL LITIGATION 

At the risk of being proved wrong by the event, the writer 
would hazard the guess that, in time, the consumer opinion survey 
will supersede the unsavory public witness and will become the 
standard method of presenting opinion evidence. Various things 
may occur to hasten or postpone this result. It should be recalled 
that it took the courts a long time to get to the point where they 
would receive photographs in evidence, and it is taking an even 
longer time to establish the admissibility of blood test evidence in 
paternity cases. But so it goes. The law of evidence develops 
slowly, but on the whole it must be said that it develops surely. 

From the lawyer’s point of view, and that really means from 
the client’s point of view, it is important that the survey technique 
(or some better one) be established in this field. In a sense, 
lawyers were really reaching for something of the kind a con- 
siderable time before Dr. George Gallup and the other pioneers 
had evolved their sampling procedures. ‘‘The Pulse of Democ- 
racy,’’ by Gallup and Rae, was not published until 1940, but it was 


29. ibid., p. 379. 
30. ibid. 
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in 1928 that Edward S. Rogers, in the Elgin National Watch ease, 
offered the United States District Court in Delaware an affidavit 
which amounted to a survey of the opinions of the retail jewelrs 
of the country. The affidavit was made by Arthur L. Lynn, a 
member of the advertising firm of Lennen & Mitchell, and most of 
his procedures would probably still be accepted as valid. 

The fact, however, that lawyers and their clients need this tool 
does not guarantee that opinion research is always going to be able 
to furnish it to them. In the first place, it does not seem likely that 
either civil or criminal litigation is going to create a sufficient 
demand for consumer surveys to keep any great number of people 
at work making them. Meeting the demand in the litigation field 
will be but a very minor and perhaps irritating part of the con- 
sumer research organization’s work. In the second place, there is 
an aspect of standard research technique which could cause rather 
serious trouble. In exploring the possibility of having a consumer 
poll made in one of his cases, the writer was asked by counsel for 
the research organization to guarantee that under no circumstances 
would any of the interviewees be subpoenaed to testify. No such 
guarantee was possible, for under the present federal rules of pro- 
cedure, the parties have almost complete access to information in 
the possession of their opponents, including the names and 1ad- 
dresses of possible witnesses, if known. For other reasons, the 
survey idea was abandoned in this particular case, and the issue 
did not have to be met. Yet it remains one which is likely to recur. 


THINGS THAT WOULD HELP 
Law Review Articles 


It is almost a matter of compulsion these days for a law school 
to publish a law review. The better ones are very highly regarded 


not only by lawyers but, perhaps more important, by judges. Un- 
fortunately, the leading reviews have printed almost nothing on 
the nature and admissibility of survey evidence. 


This relative neglect of the problem is plainly suggested in an 
opinion by one of our very ablest United States Circuit Judges, 
Hon. Morris A. Soper of the Court of Appeals for the Fourth 
Circuit. In the Bristol-Myers case, Judge Soper had before him 
the Federal Trade Commission record supporting its cease-and- 
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desist order against the makers of Ipana tooth paste.*’ The order 
was issued to stop them from claiming in their advertising that, 
among other things, Ipana was used by twice as many dentists in 
the United States as any other dentifrice. The manufacturers 
attempted to justify their advertising by putting in evidence the 
results of a survey which they had made before the advertisements 
were run. It may well be that the advertising went considerably 
beyond anything the survey justified, but Judge Soper had nothing 
either in the record or, apparently, in his general knowledge to 
enable him to appraise the survey evidence. He wanted someone 
to tell him about this survey business, and neither the record nor 
readily available legal literature could supply the deficiency : 

It may well be that an accurate estimate of public opinion or 
practice can be obtained by a sampling process or survey, but 
the record is devoid of information on this subject and in the 
absence of the proof of the scientific principles, if any, which 
underlie the practice, we must rely upon the impression which 
the advertisements would be likely to make upon the mind of 
a man of ordinary intelligence. This is not to express the 
opinion that all advertisements based upon surveys must be 
barred, but merely that the information in the possession of 
the manufacturer in this case was insufficient to support its 
advertisements, and hence that the action taken by the Com- 
mission in this respect was within its authority.” 

From the standpoint of hastening the acceptance of survey 
evidence by the courts, it is unfortunate that Professor Kennedy’s 
article was not published in one of the leading law reviews. Pub- 
lication in a book along with the other papers read at the Iowa 
City conference may have provided a completely satisfactory re- 
pository for the opinion researcher, but relatively few lawyers 
and judges will ever find the article there. 

The Sylvester article and the note in the January, 1953 
Harvard Law Review are the only relevant law review publications 
of which the writer is aware.** They are good jobs, and the more 
like them that can be published in law reviews, the better it will 
be from the point of view of both judges and practicing attorneys. 


31. Bristol-Myers Co. v. Federal Trade Commission (1950) 185 Fed. (2d) 58 
(C.A. 4). 

32. ibid., at pages 60 and 61. 
33. See note 14, above. 
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Surveys by Agreement 


It is obvious that where contending parties who are in dispute 
over consumer opinion facts can agree on the making of a survey 
(which may or may not mean agreeing to be bound by the results 
of the survey), many if not most of the really controversial prob- 
lems about survey-making will be eliminated. 

A near-miss in the writer’s own experience may at least sug- 
gest the possibilities. The litigation was a food-and-drug case 
involving a product called JELL-O VANILLA PUDDING POWDER. It 
comes in a little carton, and inside the carton there is a little bag 
which contains the powder itself. The bag, which is shaped like 
a satchel, is used because the powder contains rather evanescent 
flavoring materials which would escape if the powder were merely 
packed loose in the carton. The little bags are made of wax paper 
and are virtually airtight. 

Now, it is obvious that there is quite a lot of air space around 
the little bag in the box, and there is in the federal food-and-drug 
law a provision which says that a food shall be deemed to be mis- 
branded if its container is so made, formed, or filled as to be mis- 


leading.** 


The Food and Drug Administration took the position 
that this container was what they call ‘‘slack filled’? and was 
therefore misleading. They seized a shipment of the product, and 
the maker (General Foods) was faced with the problem of con- 
vincing a court that the package was not misleading. 

While there was a lot of air space in the package, did this 
necessarily mislead the housewife? The basic question was what 
the housewife expects to receive when she buys a package of Jell-O 
Vanilla Pudding Powder or anybody else’s pudding powder, there 
being several brands on the market all packed in the same way 
and in the same size package. The key to the situation is this: 
The powder in the package, when a pint of milk is added to it, 
makes a certain quantity (a pint) of dessert. The package says 
on it ‘‘ Just add milk. Makes one pint.’’ The housewife doesn’t 


‘are whether the package has in it 314 ounces or 314 ounces or 


4 ounces of powder. As a matter of fact the weight of the powder 
in the package depends on the flavor. Some flavors—chocolate, 


for example—require more powder than others. But in every case 
34. 21 U.S.C. § 343 (d). . 
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what the housewife gets when she adds her pint of milk is a pint 
of dessert. 

In all events, General Foods was convinced that a proper 
survey would conclusively demonstrate that the housewife expects 
to get a pint of finished product, and neither knows nor cares 
about the relative proportions of air and powder in the box. 
Counsel for General Foods had several meetings with the As- 
sistant United States Attorney who was handling the case, and 
she agreed that a survey would be a good idea. When she put 
the matter to her superiors, however, they turned it down, and 
later they abandoned the case. 

As a matter of fact, there is no reason why such agreements 
should not be worked out before the parties get into court; this 
might even save litigation. In the Jell-O Vanilla Pudding case, 
for example, the company would have been willing to agree to be 
bound by the results of the survey if the survey itself had been 
taken by agreement, and this would probably be true in many 
other legal situations. 


Presenting Survey Evidence to the Court 


The desirability and even the necessity for arriving at a gen- 


eral agreement as to the proper way to introduce survey evidence 
is so obvious as to require only a summary re-statement of what 
Mr. Justice Cuff said in the Franklin National Bank case. First, 
and this is most important—the attorney should call to the stand 
the person who planned the survey and under whose direction it 
was executed. At this point the procedure should be virtually 
the same as the procedure followed in the case of ‘the introduction 
of expert testimony. In fact, it may very well turn out to be that 
when the admissibility of survey evidence is finally established 
beyond doubt, the rationale will be taken from the field of expert 
testimony. The customary procedure here is simply to put the 
expert on the stand and ask him some questions which are designed 
to establish his qualifications to speak as an expert. The court 
may ask him some questions along the same line, and the initial 
examination is limited to this area. The expert is then turned 
over to the other side for cross-examination on his qualifications. 
At the end of the cross-examination the opponent either agrees 
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that the witness is an expert and accepts him as such, or he chal- 
lenges him. If he challenges, then the court has to rule on the 
expert’s qualifications. If the ruling is adverse, the expert steps 
down. If the ruling is favorable, the expert then goes on to give 
the testimony for which he was called. 

The survey situation might be handled in much the same way. 
The director of the survey should be asked by the party offering 
it just what plan was followed in making the survey, what the 
survey was designed to determine, exactly how it was conducted, 
and so on. The questionnaires and instructions to interviewers 
should be examined and the court should ask whatever questions 
it wants to ask to test the validity and honesty of the survey. The 
survey director should then be turned over to the other side for 
cross-examination, and the judge should rule at the end of it 
whether the procedure that had been followed appeared sufficiently 
rational to justify offering the results of the survey in evidence. 
If at that point the ruling were favorable, then, as Mr. Justice 
Cuff suggests, some or all of the interviewers should be put on the 
stand, and all of the papers and documents should be available for 
examination. 

There are many reservations, however, as to how much of the 
work material should be allowed to go to the jury, if there is a 
jury in the case. The individual questionnaires, the sheets of 
tabulations, and all of the other work papers may quite properly 
be assayed by the court in determining whether the survey has 
been properly taken, and in that process they may very properly 
be the subject of cross-examination: But to allow that material 
to go to the jury is, in effect, to ask the jury, too, to pass on the 
admissibility of the survey evidence—and this can only confuse 
the issue. This point may very well give trouble, for all too many 
courts today are inclined to see, in questions on the evidence, the 
single question of the weight of the evidence. Since this is always 
a question for the jury, the result is that juries see more and 
more of what they understand less and less. This, however, is a 
subject which lies well beyond the scope of this paper. It is, in 
any case, a peripheral difficulty which does not diminish the 
present values of survey data and techniques in civil proceedings. 
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So much interest has been expressed in three new laws just 
enacted in New York State that it seems desirable to publish their 
full text here. They are respectively a trade-mark act (Barrett 
A. 174), a companion act for the protection of marks of ownership 
used on bottles and other containers (Barrett A. 175), and a 
‘*dilution’’ act (Mitchell S. Int. 1970) making likelihood of injury 
a ground for relief in cases of trade-mark infringement or unfair 





competition, even in the absence of competition or confusion. 

The trade-mark act and the companion container act will take 
effect on September 1, 1954. They will completely replace the 
present provisions of Article 24 of the General Business Law, 
in which these two subjects have been intermingled and generally 
> act 
which has been under intensive study in the United States Trade- 
Mark Association and elsewhete for several years. Its adoption 
in New York has long been awaited and desired. Both it and 
the container act are considered important improvements in 


confused. The trade-mark act is essentially the ‘‘model’ 


clarifying the law, simplifying registration procedure, and other- 
wise facilitating the protection of rights established through 
usage. 

| The dilution act will take effect on July 1, 1954. It has had 
no counterpart in New York’s statutory law, and is patterned on 
the law enacted in Massachusetts in 1947. There has been little 
judicial reference to the Massachusetts law, and the results of 

its enactment here will be followed with great attention. 
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Lenore B. Stovcuton, Chairman, 
State Trade-Mark Committee, USTMA. 





Ep. NoTE: One of the most comprehensive reports ever prepared on state trade-mark 
law was made by Professor Milton Handler of Columbia University on behalf of the 
Law Revision Commission of New York State. It sets forth some of the deficiencies of 
the old law and many respects in which new legislation would be desirable. The report 
is an extremely interesting one from the standpoint of comparison between the old 
statutes and the recently enacted trade-mark and container laws. We had originally 
planned to publish a major portion of Professor Handler’s report but in view of the 
fact that the new legislation has since been enacted, we deem it appropriate at this time 
to call attention to the study for the benefit of those who may desire to review the his- 
torical background of the new legislation. A copy of the Law Revision Commission’s 
report is available in the USTMA library. 
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THE TRADE-MARK BILL 
An Act 
To AMEND THE GENERAL Bustness Law, In RELATION TO TRADE- 


Marks 

The People of the State of New York, represented in Senate 
and Assembly, do enact as follows: 

Section 1. The general business law is hereby amended by 
inserting therein a new article, to be article twenty-four, to read 
as follows: 

ARTICLE 24 
TrapvE-Marks 
Section 360. Definitions. 

361. Registrability. 

362. Application for registration. 

363. Certificate of registration. 

364. Duration and renewal. 

365. Assignment. 

366. Records. 

367. Cancellation. 

368. Classification. 

368-a. Fraudulent registration. 

368-b. Infringement. 

368-c. Remedies. 

368-d. Common law rights. 

§ 360. Definitions. As used in this article: 


’°9 


(a) The term ‘‘trade-mark’’ means any word, name, symbol 
or device or any combination thereof, adopted and used by a 
person to identify goods made or sold by him and to distinguish 
them from goods made or sold by others. 

(b) The term ‘‘person’’ means any individual, firm, partner- 
ship, corporation, association, union or other organization. 


(c) The term ‘‘applicant’’ embraces the person filing an 


application for registration of a trade-mark under this article, 


his legal representatives, successors or assigns. 

(d) The term ‘‘registrant’’ embraces the person to whom the 
registration of a trade-mark under this article is issued, his legal 
representatives, successors or assigns. 





THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


(e) For the purposes of this article, a trade-mark shall be 
deemed to be ‘‘used’’ in this state when it is placed in any manner 
on the goods or their containers or on the tags or labels affixed 
thereto and such goods are sold or otherwise distributed in this 
state. 


§ 361. Registrability. A trade-mark by which the goods of 
any applicant for registration may be distinguished from the goods 
of others shall not be registered if it 

(a) consists of or comprises immoral, deceptive or scandalous 
matter; or 


(b) consists of or comprises matter which may disparage or 


falsely suggest a connection with persons, living or dead, institu- 
tions, beliefs or national symbols, or bring them into contempt, or 
disrepute; or 

(ec) consists of or comprises the flag or coat of arms or other 
insignia of the United States, or of any state or municipality, or 
of the United Nations, or of any foreign nation, or any simulation 
thereof; or 


(d) consists of or comprises the name, signature or portrait 
of any living individual, except with his written consent; or 


(e) consists of a mark which, (1) when applied to the goods 
of the applicant, is merely descriptive or deceptively misdescrip- 
tive of them, or (2) when applied to the goods of the applicant is 
primarily geographically descriptive or deceptively misdescriptive 
of them, or (3) is primarily merely a surname, provided, how- 
ever, that nothing in this section (e) shall prevent the registra- 
tion of a mark used in this state by the applicant which has 
become distinctive of the applicant’s goods. The secretary of 
state may accept as evidence that the mark has become distinctive, 
as applied to the applicant’s goods, proof of continuous use thereof 
as a mark by the applicant in this state or elsewhere for the five 
years next preceding the date of the filing of the application for 
registration; or 


(f) consists of or comprises a trade-mark which so resembles 
a trade-mark registered in this state or a trade-mark previously 
used in this state by another and not abandoned, as to be likely, 
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when applied to goods of the applicant, to cause confusion or 
mistake or to deceive. 

§ 362. Application for registration. Subject to the limita- 
tions set forth in this article, any person who adopts and uses a 
trade-mark in this state may file in the office of the secretary 
of state, on a form to be furnished by the secretary of state, an 
application for registration of that trade-mark setting forth, but 
not limited to, the following information: 

(a) The name and business address of the person applying for 
such registration; and, if a corporation, the state of incorporation ; 

(b) The goods in connection with which the mark is used and 
the mode or manner in which the mark is used in connection with 


such goods and the class in which such goods fall; 


(c) The date when the trade-mark was first used in the 
United States and the date of its first use in this state by the 
applicant or his predecessor in business; and 

(d) A statement that the applicant is the owner of the trade- 
mark and that no other person has the right to use such 
trade-mark in this state either in the identical form thereof or in 
such near resemblance thereto as might be calculated to deceive 
or to be mistaken therefor. 

The application shall be signed and verified by the applicant 
or by a member of the firm or an officer of the corporation or 
association applying. 

The application shall be accompanied by a copy, specimen, 
facsimile or counterpart of such trade-mark in quadruplicate. 

The application for registration shall be accompanied by a 
filing fee of ten dollars payable to the secretary of state. 

§ 363. Certificate of registration. Upon compliance by the 
applicant with the requirements of this article, the secretary of 
state shall cause a certificate of registration to be issued and deliv- 
ered to the applicant. The certificate of registration shall be 
issued under the signature of the secretary of state and the seal of 
the department of state, and it shall show the name and business 
address of the person claiming ownership of the trade-mark, the 
date claimed for the first use of the trade-mark in the United 
States and this state, the class of goods and a description of the 
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goods on which the trade-mark is used, a copy, specimen, facsimile 
or counterpart of such trade-mark as accepted and filed in the 
secretary of state’s office or a reproduction thereof, the filing 
date, the date of registration and the term of the registration. 

Any certificate of registration issued by the secretary of state 
under the provisions hereof or a copy thereof duly certified by 
the secretary of state shall be admissible in evidence as competent 
and sufficient proof of the registration of such trade-mark in any 
action or judicial proceedings in any court of this state. 

§ 364. Duration and renewal. Registration of a trade-mark 
hereunder shall be effective for a term of ten years from the date 
of registration and, upon application filed within six months 
prior to the expiration of such term, on a form to be furnished 
by the secretary of state, the registration may be renewed for 
a like term. A renewal fee of ten dollars, payable to the secre- 
tary of state, shall accompany the application for renewal of the 
registration. 

A trade-mark registration may be renewed for successive 
periods of ten years in like manner. 

Any registration in force on the date on which this article shall 
become effective shall expire ten years from the date of the regis- 
tration or of the last renewal thereof or one year after the effective 
date of this article, whichever is later, and may be renewed by 
filing an application with the secretary of state on a form fur- 
nished by him and paying the aforementioned renewal fee therefor 
within six months prior to the expiration of the registration. 


The secretary of state shall within six months after the effec- 
tive date of this article notify all registrants of trade-marks under 
previous acts of the date of expiration of such registrations unless 
renewed in accordance with the provisions of this article by writ- 
ing to the last known address of the registrants. 

§ 365. Assignment. Any trade-mark and its registration 
hereunder shall be assignable with the good will of the business in 
which the trade-mark is used, or with that part of the good will 
of the business connected with the use of and symbolized by. the 


trade-mark. Assignment shall be by instrument in writing duly 


executed and may be recorded with the secretary of state upon 
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the payment of a fee of ten dollars payable to the secretary of 
state who, upon recording of the assignment, shall issue in the 
name of the assignee a new certificate for the remainder of the 
term of the registration or of the last renewal thereof. An 
assignment of any registration under this article shall be void as 
against any subsequent purchaser for valuable consideration 
without notice unless it is recorded with the secretary of state. 

§ 366. Records. The secretary of state shall keep for public 
examination a record of all trade-marks registered or renewed 
under this article. 

§ 367. Cancellation. The secretary of state shall cancel from 
the register: 

(1) After one year from the effective date of this article, all 
registrations under prior acts which are more than ten years old 
and not renewed in accordance with this article; 

(2) Any registration concerning which the secretary of state 
shall receive a voluntary request for cancellation thereof from the 
registrant or the assignee of record; 

(3) All registrations under this article and not renewed in 
accordance with the provisions hereof ; 

(4) Any registration concerning which a court of competent 
jurisdiction shall find 

(a) that the registered trade-mark has been abandoned, 

(b) that the registrant is not the owner of the trade-mark, 

(c) that the registration was granted improperly, 

(d) that the registration was obtained fraudulently, 

(5) When a court of competent jurisdiction shall order can- 
cellation of a registration on any ground. 

§ 368. Classification. The following general classes of goods 
are established for convenience of administration of this article, 
but not to limit or extend the applicant’s or registrant’s rights, and 
a single application for registration of a trade-mark may include 


any or all goods upon which the trade-mark is actually being used 


comprised in a single class, but in no event shall a single applica- 
tion include goods upon which the trade-mark is being used which 
fall within different classes of goods. 








| 
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The said classes are as follows: 


_ 
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Raw or partly prepared materials 

Receptacles 

Baggage, animal equipments, portfolio and pocketbooks 
Abrasives and polishing materials 

Adhesives 

Chemicals and chemical compositions 

Cordage 

Smokers’ articles, not including tobacco products 
Explosives, firearms, equipments and projectiles 
Fertilizers 

Inks and inking materials 

Construction materials 

Hardware and plumbing and steam-fitting supplies 
Metals and metal castings and forgings 

Oils and greases 

Paints and painters’ materials 

Tobaceo products 

Medicines and pharmaceutical preparations 
Vehicles 

Linoleum and oiled cloth 

Electrical apparatus, machines and supplies 
Games, toys and sporting goods 

Cutlery, machinery, and tools, and parts thereof 
Laundry appliances and machines 

Locks and safes 

Measuring and scientific appliances 

Horological instruments 

Jewelry and precious-metal ware 

3rooms, brushes and dusters 

Crockery, earthenware and porcelain 

Filters and refrigerators 

Furniture and upholstery 

Glassware 

Heating, lighting and ventilating apparatus 
Belting, hose, machinery packing, and non-metallic tires 
Musical instruments and supplies 

Paper and stationery 
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38 Prints and publications 
39 Clothing 
40 Fancy goods, furnishings and notions 
41 Canes, parasols and umbrellas 
Knitted, netted and textile fabrics, and substitutes thereof 
Thread and yarn 
Dental, medical and surgical appliances 
Soft drinks and carbonated waters 
Foods and ingredients of foods 
Wines 
Malt beverages and liquors 
Distilled alcoholic liquors 
Merchandise not otherwise classified 
Cosmetics and toilet preparations 
Detergents and soaps 
) 368-a. Fraudulent registration. Any person who shall for 
himself, or on behalf of any other person, procure the hing or 
registration of any trade-mark in the office of the secretary of 
state under the provisions hereof, by knowingly making any false 
or fraudulent representation or declaration, verbally or in writing, 
or by any other fraudulent means, shall be liable to pay all dam- 
ages sustained in consequence of such filing or registration, to be 
recovered by or on behalf of the party injured thereby in any 
court of competent jurisdiction. 
§ 368-b. Infringement. Subject to the provisions of section 
three hundred sixty-eight-d hereof any person who shall 
(a) use, without the consent of the registrant, any reproduc- 
tion, counterfeit, copy or colorable imitation of a trade-mark regis- 
tered under this article in connection with the sale, offering for sale, 
or advertising of any goods on or in connection with which such use 
is likely to cause confusion or mistake or to deceive as to the 
source or origin of such goods; or 


(b) reproduce, counterfeit, copy or colorably imitate any such 
trade-mark and apply such reproduction, counterfeit, copy or 
colorable imitation to labels, signs, prints, packages, wrappers, 
receptacles or advertisements intended to be used upon or in 
conjunction with the sale or other distribution in this state of 


such goods; 
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shall be liable to a civil action by the owner of such registered 
trade-mark for any or all of the remedies provided in section three 
hundred sixty-eight-c hereof, except that under subsection (b) 
hereof the registrant shall not be entitled to recover profits or 
damages unless the acts have been committed with knowledge that 
such trade-mark is intended to be used to cause confusion or 
mistake or to deceive. 

§ 368-c. Remedies. Any owner of a trade-mark registered 
under this article may proceed by suit to enjoin the manufacture, 
use, display or sale of any counterfeit or imitations thereof and 
any court of competent jurisdiction may grant injunctions to 
restrain such manufacture, use, display or sale as may be by the 
said court deemed just and reasonable, and may require the 
defendants to pay to such owner all profits derived from and/or 
all damages suffered by reason of such wrongful manufacture, use, 
display or sale; and such court may also order that any such 
counterfeits or imitations in the possession or under the control 
of any defendant in such case, be delivered to an officer of the 
court, or to the complainant, to be destroyed. 

The enumeration of any right or remedy herein shall not affect 
a registrant’s right to prosecute under any penal law of this state. 

§ 368-d. Common law rights. Nothing herein shall adversely 
affect the rights or the enforcement of rights in trade-marks 
acquired in good faith at any time at common law. 

§ 2. No suit, proceeding or appeal pending at the time of the 
enactment of this article shall abate or be affected in any way by 
reason of such enactment. 


§ 3. This act shall take effect September first, nineteen hun- 
dred fifty-four. 


THE CONTAINER BILL 
An Act 


To AMEND THE GENERAL Business Law, In RELATION TO THE ReEcIs- 
TRATION OF Names, Marks AND Devices, AND REPEALING ARTICLE 
TWENTY-FOUR THEREOF, RELATING THERETO 


The People of the State of New York, represented in Senate 
and Assembly, do enact as follows: 
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Section 1. Article twenty-four of the general business law, 
as amended, is hereby repealed, and such law is hereby amended 
by inserting therein a new article, to be article seventeen-a, to read 
as follows: 

ARTICLE 17-A 
Fininec or Names, Marks anp Devices Usep on CERTAIN VESSELS, 
RECEPTACLES AND UTENSILS 
Section 275. Definitions. 
Filing of statement. 
Certificate of filing. 
Filing under prior law. 
Assignment. 
Records. 
279-b. Cancellation. 
279-c. Deposits on vessels, receptacles or utensils. 
279-d. Prohibited acts. 
279-e. Penalties. 
279-f. Presumption. 
279-g. Search warrant to discover vessels, receptacles or 
utensils. 
279-h. Construction. 
279-1. Saving clause. 
§ 275. Definitions. As used in this article: 


>] 


(a) ‘‘Name, mark or device’’ means any word, name, symbol, 
picture, design or any combination thereof, produced upon, and 
used by a person to indicate ownership of vessels, receptacles or 
utensils. 

(b) ‘‘Person’’ means any individual, firm, partnership, cor- 
poration, association, union or other organization. 

(c) ‘*Produced upon’’ means branded, stamped, stenciled, 
engraved, etched, blown, embossed, impressed, or otherwise per- 
manently placed upon any vessel, receptacle or utensil. 

(d) ‘‘Vessels, receptacles and utensils’’ include all packages 
and containers and accessories used in selling or distributing any 


natural or processed product, compound, mixture, or substance, 
or any combination thereof, and designed and intended for re-use 
by the person filing hereunder in the normal course of trade, and 
includes, but is not limited to, bottles, jars, milk or cream dis- 
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pensers, siphons or siphon heads, kegs, pails, cans and closures 
therefor, boxes, cases, crates, freezers, tubs, refrigeration boxes, 
blocks, moulds, trays, pans and tanks. 

(e) For purposes of this article, a name, mark or device is 
‘‘used in this state’? when it is produced upon the vessels, recep- 
tacles or utensils and the vessels, receptacles or utensils are placed 
in the channels of trade. 

(f) The use of the singular and plural shall be inclusive each 
of the other to carry out the intent and purpose of this article. 

§ 276. Filing of statement. A person who uses in this state 
a name, mark or device to indicate ownership of vessels, recep- 
tacles or utensils may file in the office of the secretary of state, on 
a form to be furnished or approved by him, a verified statement 
setting forth, but not limited to, the following information: 

(a) The name and business address of the person filing the 
statement; and, if a corporation, the state of incorporation. 


(b) The nature of the business of the person filing. 


(c) The type of vessels, receptacles and utensils in connec- 
tion with which the name, mark or device is used. 


The statement shall include or be accompanied by a copy, 
specimen, facsimile or counterpart of such name, mark or device 
in quadruplicate, together with a filing fee of ten dollars. 

§ 277. Certificate of filimg. Upon compliance with the require- 
ments of this article, the secretary of state shall cause a certificate 
to be issued and delivered to the person filing the statement. The 
certificate shall be issued over the signature of the secretary of 
state and the seal of the department of state, and it shall show 
the name and business address of the person claiming ownership 
of the vessels, receptacles or utensils upon which the name, mark 
or device is produced; the nature of the business of the person 
filing; the type of vessels, receptacles or utensils on which the 
name, mark or device is produced and used; a copy, specimen, 
facsimile or counterpart of such name, mark or device as filed in 
the secretary of state’s office, or a reproduction thereof; and the 
filing date. 


Any certificate issued under the provisions hereof and duly 
certified by the secretary of state, or a certified copy of the state- 
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ment filed, shall be admissible in evidence in any action or judicial 
proceedings in any court of this state as competent and sufficient 
proof of the filing pursuant to this article, and shall be prima 
facie evidence of the ownership by the person filing hereunder of 
all vessels, receptacles and utensils upon which such name, mark 
or device is produced. 

§ 278. Filing under prior law. At the end of twelve months 
following the effective date of this article, the secretary of state 
shall cancel all certificates issued under sections three hundred 
sixty and three hundred sixty-one of article twenty-four of the 
general business law, unless a new statement shall have been filed 
under this article; provided, however, that such certificates issued 
under such prior law shall remain in full force and effect and shall 
be entitled to all of the benefits of this article during said twelve 
months’ period or until the said statement has been filed. 

§ 279. Assignment. The certificate of the filing of any name, 
mark or device under this article and the benefits obtained there- 
under shall be assignable with the sale of the vessels, receptacles 
or utensils on which the same are produced and used. Assign- 
ments shall be made upon forms supplied by the secretary of state, 
which shall be duly executed and may be recorded upon the pay- 
ment of a fee of ten dollars payable to the secretary of state who, 
after recording the assignment, may, upon request of the assignee, 
issue in his name a new certificate. 

§ 279-a. Records. The secretary of state shall keep for public 
examination a record of all names, marks or devices filed under 
this article. 

§ 279-b. Cancellation. The Secretary of state shall cancel 
from the register: 

(1) Any certificate concerning which the secretary of state 
shall receive a voluntary request for cancellation thereof from tke 
person filing or from the assignee ; 

(2) Any certificate in respect of which a court of competent 
jurisdiction shall order cancellation on any legal or equitable 
ground. 

§ 279-c. Deposits on vessels, receptacles or utensils. The 
requiring, taking, paying or accepting of any deposit for any pur- 
pose upon any vessel, receptacle or utensil shall not be deemed to 
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constitute a sale of such property, either optional or otherwise, 
for the purposes of this article. 

§ 279-d. Prohibited acts. It is hereby declared unlawful for 
any person to fill or use, to give, buy, take, destroy, sell or other- 
wise dispose of, or traffic in, vessels, receptacles or utensils, upon 
which a name, mark or device which has been filed hereunder is 
produced, or refuse to return such vessel, receptacle or utensil 
on demand of the owner, or to deface, erase, obliterate, cover 
up or otherwise remove or conceal any such name, mark or device, 
unless in each case written consent of the owner is obtained or 
unless the vessels, receptacles or utensils shall have been pur- 
chased from the said owner. 

§ 279-e. Penalties. Any person offending against the provi- 
sions hereof shall be deemed guilty of a misdemeanor, and shall be 
punished for the first offense by imprisonment of not less than 
ten days nor more than one year, or by a fine of not less than 
one dollar nor more than five dollars for each and every vessel, 
receptacle or utensil involved, or both; and for each subsequent 
offense by imprisonment of not less than twenty days or more than 
one year, or by a fine of not less than five dollars nor more than ten 
dollars for each and every vessel, receptacle or utensil involved, 
or both, in the discretion of the magistrate or court before whom 
the offense shall be tried. 

§ 279-f. Presumption. The possession by any junk dealer or 
dealer in second-hand materials or articles, without the written 
consent of the person who filed hereunder or his assignee, of any 
vessels, receptacles or utensils upon which a name, mark or device 
has been produced shall be presumptive evidence of a violation 
of this article. 

§ 279-g. Search warrant to discover vessels, receptacles or 
utensils. Whenever any person who has filed under this article, 
or his authorized agent, shall make oath before any magistrate 
or court of competent jurisdiction that he has reason to believe, 
and does believe, that a violation of this article is occurring with 


respect to one or some of his vessels, receptacles or utensils having 


produced thereon a name, mark or device filed under this article, 
the said magistrate or court must thereupon issue a search warrant 
to discover and obtain the same. The said magistrate or court 
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shall cause to be brought before him the person in whose posses- 
sion the said vessels, receptacles or utensils are found and shall 
inquire into the circumstances of possession. If the said magis- 
trate or court finds that such person is guilty of any of the offenses 
mentioned in this article, the punishment herein prescribed shall 
be imposed and possession of the said vessels, receptacles or 
utensils obtained upon the warrant shall be awarded to the owner 
thereof. 

§ 279-h. Construction. Nothing in this article shall be con- 
strued as preventing the enforcement of rights and remedies under 
any other statute concerning vessels, receptacles or utensils upon 
which a name, mark or device indicating ownership thereof has 
been produced, whether or not such name, mark or device has been 
filed hereunder. 

§ 279-1. Saving clause. No suit, proceeding or appeal pend- 
ing on the effective date of this article shall abate or be affected 
in any way by reason of the enactment of this article. 


§2. This act shall take effect September first, nineteen hun- 


dred fifty-four. 


THE DILUTION BILL 


An Act 


To AMEND THE GENERAL Busrness Law, 1N ReEtation to TRADE- 
Marks 


The People of the State of New York, represented in Senate 
and Assembly, do enact as follows: 


Section 1. The general business law is hereby amended by 
adding thereto a new section, to be section three hundred sixty- 
one-a, to read as follows: 

§ 361-a. Trade-Mark infringement. Likelihood of injury to 
business reputation or of dilution of the distinctive quality of a 
trade name or trade-mark shall be a ground for injunctive relief 
in cases of trade-mark infringement or unfair competition, not- 
withstanding the absence of competition between the parties or 
the absence of confusion as to the source of goods or services. 

§2. This act shall take effect July first, nineteen hundred 
fifty-four. 
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PATENT OFFICE 
Changes in ‘‘Rules of Practice in Trade-Mark Cases”’ 


The Rules of Practice in Trade-Mark Cases have been amended 
to effect certain economies in the operations of the Patent Office. 
These amendments have been published in the Federal Register 
of March 3, 1954, 19 Fed. Reg. 1174 (100 USPQ II, March 8, 1954) 
and became effective on that date. The changes are as follows: 

Section 100.152 is amended to read as follows: 


§ 100.152 Allowance of application. If no notice of oppo- 
sition is filed within the time permitted, § 4 100.201 and 
100.202, or if filed and dismissed, and if no interference is 
declared, the Examiner will sign the application file to indi- 
cate allowance and prepare the application for issuance of 
the certificate of registration as provided in § 100.291. 
Section 100.153 is amended to read as follows: 


§ 100.153 Marks on Supplemental Register published 
only upon registration. In the case of an application for 
registration on the Supplemental Register the mark will not 
be published for opposition but if it appears, after examina- 
tion or re-examination, that the applicant is entitled to have 
the mark registered, the Examiner will sign the application 
file to indicate allowance and prepare the application for issu- 
ance of the certificate of registration as provided in § 100.291. 
The mark will be published in the Official Gazette when regis- 
tered. 

Section 100.193 is amended to read as follows: 


§ 100.193 Declaration of interference. An interference 
is declared and instituted by the mailing of a notice of inter- 
ference to the parties. The notice shall be sent to each appli- 
cant, in care of his attorney of record, if any, and if one of 
the parties is a registrant, the notice shall be sent to him or 
his assignee of record. The notice shall give the name and 
address of the adverse party and of his attorney, if any, to- 
gether with the serial number and date of filing and publica- 
tion, if published, of each of the applications or registrations 
involved. 

Section 100.204 is amended to read as follows: 


§ 100.204 Contents of Notice of Opposition. The notice of 
opposition must allege facts tending to show why the opposer 
would be damaged by the registration of the opposed mark 
and state the specific grounds for opposition. A duplicate 
copy of the notice of opposition shall be filed. 
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Section 100.205 is amended to read as follows: 


§ 100.205 Institution of opposition. (a) When a notice 
of opposition is filed, the Examiner of Trade-Marks shall 
transmit the same, if regularly filed, to the Examiner of Inter- 
ferences. 

(b) The Examiner of Interferences shall prepare a notice 
disclosing the name and address of the attorney of record, if 
any, for each party, and designating a time, not less than 
thirty days from the date of such notice, within which answer 
must be filed. Copies of this notice shall be forwarded to the 
parties in care of their attorneys, if they have attorneys of 
record. The duplicate copy of the notice of opposition shall 
be forwarded with the notice to the applicant. 

Section 100.212 is amended by changing paragraph (a) to 
read as follows: 


(a) The petition to cancel, which must be verified, must 
allege facts tending to show why the petitioner believes he is 
or will be damaged by the registration, state the specific 
grounds for cancellation, and indicate the respondent party 
to whom notice shall be sent. A duplicate copy of the petition 
and an abstract of title of the mark sought to be canceled or 
an order for a title report for Office use, shall be filed with the 
petition. Applications to cancel different registrations owned 
by the same party may be joined in one petition when appro- 
priate, but the fee for each application to cancel] a registration 
must accompany the petition. 


Section 100.213 is amended by changing paragraph (b) to 
read as follows: 


(b) When the petition is correct as to form, the Exam- 
iner of Interferences shall send to the registrant the duplicate 
copy of the petition for cancellation and a notice disclosing 
the name and address of the petitioner’s attorney, if any, and 
designating a time not less than thirty days from the date of 
the notice, within which an answer must be filed. A copy of 
the notice shall also be forwarded to the petitioner. 


Rosert C. Watson, 
Commissioner of Patents. 
Approved: 
Srycuair WEEKS, 
Secretary of Commerce. 
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NOTES FROM THE PATENT OFFICE 


Changes in Trade-Mark Rules 
By Katharine I. Hancock* 


Certain amendments to the Rules of Practice in Trade-Mark 
Cases were published in the Federal Register of March 3, 1954. 
They are reprinted in this issue of the Trade-Mark Reporter, and 
also appeared in 100 USPQ, p. II, March 8, 1954. The amendments 
became effective as of March 3, 1954, and were ordered by the 
Commissioner of Patents after the Patent Office Committee on 
Trade-Mark Law and Practice had considered the changes and 
had recommended their adoption. The work of that committee 
has been referred to at 43 TMR 705, August 1953. 

The amendments published in the Federal Register cover 
certain changes in the Rules of Practice in Patent Cases, as well 
as changes in the Rules of Practice in Trade-Mark Cases. The 
patent changes are designated Part 1 and the trade-mark changes 
are designated Part 100. Since at first glance the section num- 
bering system used for the trade-mark rules in the Federal Reg- 
ister does not appear to coincide with the usual numbering of 
trade-mark rules, an explanation may be helpful. The Federal 
Register refers to sections by the numbering system used in the 
Code of Federal Regulations. Part 1 and Part 100 are Parts of 
Title 37 of the Code of Federal Regulations, Part 100 being the 
trade-mark portion of the Title. In numbering trade-mark sec- 
tions the Code uses the Part number 100, followed immediately by 
the number of the trade-mark rule in the form of a decimal. Thus, 
where the Federal Register heads an amended section as 100.152, 
it may be translated as Part 100 of Title 37 of the Code of Federal 
Regulations, Trade-Mark Rule 15.2. 

Several changes accomplished by the amended rules are sig- 
nificant. The first is found in sections 100.152 and 100.153, where 
the sending by the Patent Office of Notice of Allowance of an appli- 
cation is eliminated. This applies to Notices of Allowance for 
original applications (both Principal Register and Supplemental 
Register) and for renewal applications. In the past it has been 
the practice when an application had been finally approved for 


* Trade-Mark Examiner, U.S. Patent Office; Member District of Columbia Bar. 
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allowance, for the Patent Office to send a notice to the applicant 
to that effect. The amended rule does not provide for giving that 
notice, but in other respects the application will proceed to allow- 
ance and issuance of the certificate in the usual way. It is not felt 
that the change will adversely affect applicants. Such notice is 
not essentially necessary, for it merely serves as advance infor- 
mation of what normally becomes an accomplished fact in any 
event in a few weeks. 

A second change is the elimination of notice by the Patent 
Office of receipt of opposition papers. Section 100.205(a). Most 
mail is regularly received without loss, and it is believed that the 
time and expense involved in preparing and sending these notices 
are not justified. If opposers or their attorneys desire a record 
of receipt of opposition papers by the Patent Office, they may 
provide for it by way of registered mail or by supplying along 
with the opposition papers an addressed stamped card whereon 
receipt may be acknowledged by the Office. 

A third revision is that specimens need not be submitted with 
a Notice of Opposition or with a Petition to Cancel. Sections 
100.204 and 100.205(b) as to opposition, and Sections 100.212(a) 
and 100.213(b) as to cancellation. Submission of specimens does 
not appear to serve any useful purpose, since in that form they do 
not constitute evidence and opposer’s case must still be proved by 
regular proceedings. 


Fourthly, the amended rules contain a new provision in 
section 100.212(a) which permits separate petitions to cancel dif- 
ferent registrations which are owned by the same party, to be 
joined in one petition, when appropriate, but with a cancellation 
fee being required for each separate original petition. 


Other minor changes may be found by comparing the amended 
rules as published in the Federal Register with the former rules. 
Some of these are for the purpose of conforming Office procedures 
to the new rules or of making Office procedure more flexible. 
Others are mainly a matter of language to render the wording of 
the rules more concise, more clear or more complete. 


The overall effect of these changes in the trade-mark rules is 
to simplify procedures in the Patent Office and to make the opera- 
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tions of the Office more efficient by abolishing non-essential steps 
and reducing paper work. An attendant desirable result is econ- 
omy. The changes, particularly the elimination of notices, are 


expected to result in an appreciable saving of time and money for 
the Patent Office. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Eritrea 
Trade-Mark Law 


Eritrea, the former Italian Colony on the Red Sea, became a 
new State on September 15, 1952. Although it was then Federated 
with Ethiopia, it has full control of all domestic matters. With 
respect to industrial property rights, provision has been made by 
the Resolution adopted by the United Nations that such rights 
acquired under Italian Law remain valid until new legislation 
has been adopted in Eritrea. No new legislation has been adopted 
in this field and the former Italian Trade-Mark Law is the present 
law in Eritrea. 

Recently, a special office was created in the Ministry of 
Interior of Eritrea for deposit of trade-marks by the owners 
thereof. Trade-mark owners may take advantage of this pro- 
cedure for registration of their marks in Eritrea. The procedure 
is similar to that in Italy under the old law. 

It is also possible to arrange for publication of a mark 
deposited in Eritrea in the ‘‘Eritrea Gazette’’ which may be 
advisable for advertising claim to ownership in Ethiopia, since 
the latter has no trade-mark legislation as yet. 


Great Britain 


Expungement of Trade Mark Registration 


In, Application by Silexine Paints Limited to Rectify the 
Register of Trade Marks, 71 R.P.C. 91, the applicants sought to 
obtain the expungement of the registration of a trade-mark, the 
most prominent feature of which is the word smexrngz, on the 
grounds of non-user by the Registered Proprietors and extensive 
user by themselves. It was established that Silexine Paints Lim- 
ited, the applicants for rectification (hereinafter called ‘‘SP’’), 
had been using the trade-mark siLextneE both under the terms of 
an Agreement with the Registered Proprietors and otherwise 
and that the mark had become identified with the goods of SP. 
The successors of the Registered Proprietors, a French Company, 
were allowed to appear as Intervenors and they resisted the 
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application on the grounds that (1) SP are not ‘‘persons 
aggrieved’’; (2) the mark in suit had at all material times been 
their sole property and that of their predecessors in business; 
(3) that the use of the trade-mark in the United Kingdom by SP 
has always been a use for and on behalf of the French Company 
or on behalf of their predecessors in business. 

The Registrar of Trade Marks held: (1) that SP were ‘‘per- 
sons aggrieved’’ because the existence of the mark in question 
upon the Register in the name of the present proprietors would 
or might limit SP’s legal rights and the existence of the Agree- 
ment between SP and the Registered Proprietors did not estop 
the applicants from asserting those rights; (2) the Agreement 
between the parties vested in SP the exclusive right to use the 
trade-mark in question in England and the rest of the defined 
territory and SP had used the trade-mark within the territory 
so as to establish a reputation with respect to the goods sold under 
the trade-mark. Therefore, the registration of smexInE wrongly 
remains upon the Register in the name of the Registered Pro- 


prietors since it is likely to deceive or cause confusion. 


The Intervenors alleged that the Agreement in question 
should be construed as a license and since the license was not 
recorded it was illegal ab initio and hence SP as party to the 
Agreement are without merit and should receive no relief. With 
respect to this question the Registrar held that it was not neces- 
sary to decide the question as to whether the Agreement was an 
assignment or a license since as of the date of the application for 
rectification the Trade Marks Act of 1938, which permits the 
licensing of trade marks under certain statutory procedures, was 
in effect. Furthermore, the merits or demerits of the parties have 
little or no relevance when the question of the likelihood of public 
deception or confusion is in issue. 

On appeal, the applicants were allowed to lodge fresh evi- 
dence, showing use not only in England but in all parts of the 
United Kingdom, and were successful in obtaining the complete 
expungement of the sILExINzE registration as against the expunge- 
ment limited to particular territory granted by the Registrar; 
but the question as to the effect of the Agreement between the 
parties was not reviewed. 
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Expungement of Trade Mark Registration 


In, George Key Ld.’s Trade Mark No. 287597, 71 R.P.C. 106, 
the applicants, Keystone Knitting Mills (1928) Ld. (hereinafter 
called KK), were attempting to obtain the expungement of the 
registration of the trade-mark xey stone & Device registered in 
respect of ‘‘men’s and boys’ clothing, other than silk stockings 


and silk socks’’. The exclusion of ‘‘silk stockings and silk socks’’ 
was brought about voluntarily in 1922 when the Registrants 
(hereinafter called GK) entered into an Agreement with a Com- 
pany trading as Keystone Knitting Mills, the predecessor of KK, 
whereby GK excluded those goods from their registration and 
KK’s predecessor obtained a registration for the word KEY STONE 
per se in respect of those goods. Thereafter KK extended the 
use of the trade-mark Kry sToNE to a large number of articles of 
women’s and girls’ underclothing and beachwear. Meanwhile GK 
began to supply outer garments for women in addition to men’s 
and boys’ clothing. Thereafter KK applied to register the word 
KEY STONE in respect of a broad list of articles of clothing for 
women and girls. The Registrar of Trade Marks made it a 
condition for the acceptance of this new KEY sTONE application 
that KK should give notice to GK. GK were prepared to agree 
not to oppose this new application if KK would undertake to 
limit the use of the mark KEy stone to the list of goods covered 
by the application and not to extend the use to ‘‘men’s suits, 
overcoats, uniforms and drill overalls, or to ladies’ costumes, 
coats, and drill overalls’’. KK, however, were unwilling to give 
such an undertaking and they began the present proceedings to 
expunge Registration No. 287597. GK thereupon filed Notice of 
Opposition against KK’s new Kry sTonE application. 

KK, in their application for expungement of GK’s registra- 
tion, alleged that (1) the trade-mark covered by Registration 
No. 298597 was registered without any bona fide intention to use 
the mark in relation to the goods covered by the registration; 
(2) that the registrants had not used the trade-mark in respect 
of the goods for which it was registered for a period of 5 years 
and one month; (3) the registrants have rendered their mark 
deceptive by licensing or otherwise improperly authorizing its use. 
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The Registrar of Trade Marks held: (1) that inasmuch as 
there had, in fact, been use of the trade-mark since about the 
year 1903 in respect of a large variety of men’s and boys’ cloth- 
ing, the respondents did have a bona fide intention to use the 
mark; (2) although KK were able to produce evidence of the 
fact that the respondents had made various shipments of their 
goods without the mark in question appearing thereupon, it was 
established that GK had used their mark in respect of overcoats, 
suits, uniforms and drill overalls which were held to be ‘‘goods 
of the same description’’ for which the mark was registered and, 
therefore, the second ground for rectification fell; (3) the alleged 
licensing of the trade-mark was sought to be established by the 
use of the words ‘‘ Keystone Tailors; Mr. T. H. Smith, Burton-on- 
Trent’’, followed by a reference to GK. ‘‘Keystone Tailors”’ 
are GK’s subsidiary and it was held that this use of KEYSTONE 
in their trade name was not a licensing of the trade mark. 

The result of the case was that the application for rectifica- 
tion failed but the application for registration of KEY STONE per se 
was granted on the basis of ‘‘honest concurrent user’’. GK had 
not followed through with their opposition after the filing thereof. 

KK took an appeal from the Registrar’s decision rejecting 
their application for rectification. The Court had considerable 
difficulty because the issues between the parties had not been 
properly framed before the Registrar and the Declarations used 
in support of KK’s case were in many cases improper. The 
Court commented in this connection: ‘‘The labors of the Trade 
Mark Registry are made unnecessarily burdensome by the con- 
sideration of irrelevant matters. The preparation of Declarations 
in trade-mark cases should not be undertaken save by agents 
especially qualified to present issues in relation to trade-marks, 
whose acquaintance with the subject-matter must cause them to 
realize the impropriety of including in Declarations matters with 
which the Declarant cannot fairly deal of his own knowledge, 
except as provided by the Rules of Court. It may well be neces- 
sary to enforce with strictness the Rules of Court, and not only 
strike out altogether such parts of the Declarations as fail to 
meet the requirements, but refuse any attention to any Declara- 
tion in respect of which there is a part to which objection can 
properly be taken.’’ The decision of the Registrar was upheld. 
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Italian Somaliland 
Registration Procedure 
The former Italian colony of Somaliland is now administered 
by Italy under a United Nations Trusteeship approved in 1950. 
Before World War II, registration of trade-marks effected 
in Italy extended to Somaliland. The Administration of Somali- 
land now advises that by reason of the new legal status of this 
territory, registrations effected in Italy no longer extend auto- 
matically to Italian Somaliland, and trade-marks may be 
registered with the Office of Industry of the Administration. 
The procedure is generally similar to that in Italy. 
Libya ° 
Registration Procedure 
Libya, formerly an Italian colony, became an independent 
State in 1951. The Italian trade-mark law remains effective in 
this country until replaced by new legislation. 
Protection of trade-marks in Libya may now be obtained by 
deposit with the Government of Libya in accordance with the 


procedure of the Italian law, and also by advertising claim to 
ownership of the trade-mark. 


Sweden 
Home Registrations 
By Royal Decree issued March 31, 1954 American applicants 
may now register trade-marks in Sweden without having to prove 
corresponding home registration. 


Viet-Nam 
Registration Procedure 

As a result of an Agreement with France, Viet-Nam has 
assumed since 1949 a kind of Dominion status. 

On April 1, 1952, Viet-Nam promulgated a Trade Mark Law 
of its own providing for local registration of trade-marks and 
putting an end to local protection of trade-marks through regis- 
tration in France, as was the regime prior to 1952. 

Article 6 of the Law of 1952 provides that foreigners not 
having a bona fide business establishment in Viet-Nam may regis- 
ter their trade-marks under such law, provided there is diplomatic 
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reciprocity between their country and Viet-Nam. Therefore, 
American trade-mark owners who had no local branches in Viet- 
Nam were not able to register their trade-marks in Viet-Nam 
since an exchange of Diplomatic Notes had been made between 
the United States and Viet-Nam establishing reciprocal protection 
of trade-marks. 

The General Director of the Ministry of Economic Affairs 
of Viet-Nam has now advised under date of March 15, 1954 that 
an Exchange of Notes establishing reciprocal protection of Ameri- 
can and Viet-Namese trade-marks is now being arranged for and 
that, in the meantime, the Office of Industrial Property will 
accept applications for registration of trade-marks by persons 
established in the United States of America. 

Registration procedure is generally similar to that in France 
but no home registration is required. 
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MAZER et al., doing business as JUNE LAMP MANUFACTUR- 
ING COMPANY v. STEIN et al., doing business as 
REGLOR OF CALIFORNIA 


No. 228 - U. S. Supreme Court - March 8, 1954 


CoPpyRIGHTS—SUPREME CouRT 

Certiorari granted because of conflicting decisions as to validity of copyright 
involved. 

Where respondents obtained copyrights covering male and female dancing 
figures made of semivitreous china which it intended to use, and subsequently mass 
produced, as bases for lamps, and which petitioners copied and embodied also into 
lamp bases which they sold, the question is whether such works may validly be 
copyrighted under Section 5 as a ‘‘ work of art’’. 

CoURTS—APPELLATE PROCEDURE 

Supreme Court will not reach for constitutional questions not properly raised 
by parties and mere raising of the question in argument does not properly bring 
question before the court. 

COPYRIGHTS 

Congress clearly intended scope of copyright statute to include more than 
traditional fine arts. The Copyright Acts, the legislative history of the 1909 Act 
and the practice of the copyright office unite to show that ‘‘works of art’’ and 
‘‘reproduction of works of art’’ are terms that were intended by Congress to 
include the authority to copyright statues such as here involved. Subject must 
be original and be the author’s tangible expression of his ideas, and if so such 
expression, whether meticulously delineating the model or mental image or con- 
veying the meaning by modernistic form or color; is copyrightable. 

Fact that statuettes might also be subject of design patents does not prevent 
their copyright since the purpose of a patent and copyright differ. Copyright 
protects originality rather than novelty or invention—conferring only ‘‘the sole 
right of multiplying copies.’’ Absent copying there can be no infringement of 
copyright. 

Intended use in industry of article eligible for copyright does not bar or 
invalidate its registration. 


On writ of certiorari to Court of Appeals for the Fourth Circuit, 97 
USPQ 310. 

Action for copyright infringement by Benjamin Stein and Rena 
Stein, doing business as Reglor of California v. Emanuel L. Mazer and 
William Endicter, doing business as June Lamp Manufacturing Company. 
On writ of certiorari to review judgment for plaintiffs. Affirmed. Mr. 
Justice Dovenas, dissenting with opinion in which Mr. Justice BuacKk 
concurs. 
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Robert L. Kahn and Maz R. Kraus, of Chicago, Illinois for petitioners. 


George E. Frost, of Chicago, Illinois (Will Freeman, of Chicago, Lllinois 
and Charles F. Barber, of Washington, D. C. on the brief) for re- 
spondents. 








Benjamin Forman (Robert L. Stern, Warren E. Burger, Paul A. Sweeney, 
and George D. Cary on the brief), of Washington, D. C. for Register 
of Copyrights, as amicus curiae. 








Mr. Justice REEep delivered the opinion of the Court. 






This case involves the validity of copyrights obtained by respondents 
for statuettes of male and female dancing figures made of semivitreous 
china. The controversy centers around the fact that although copyrighted 
as ‘‘works of art,’’ the statuettes were intended for use and used as bases 
for table lamps, with electric wiring, sockets and lamp shades attached. 








Respondents are partners in the manufacture and sale of electric 
lamps. One of the respondents created original works of sculpture in the 
form of human figures by traditional clay-model technique. From this 
model, a production mold for casting copies was made. The resulting 
statuettes, without any lamp components added, were submitted by the 
respondents to the Copyright Office for registration as ‘‘works of art’’ or 
reproductions thereof under §§5 (g) or (h) of the copyright law,’ and 
certificates of registration issued. Sales (publication in accordance with the 
statute) as fully equipped lamps preceded the applications for copyright 
registration of the statuettes. 17 U.S.C. (Supp. V, 1952) §§ 10, 11, 13, 209; 
Rules and Regulations, 37 CFR, 1949, §§ 202.8 and 202.9. Thereafter, the 
statuettes were sold in quantity throughout the country both as lamp bases 
and as statuettes. The sales in lamp form accounted for all but an insig- 
nificant portion of respondents’ sales. 













Petitioners are partners and, like respondents, make and sell lamps. 
Without authorization, they copied the statuettes, embodied them in lamps 
and sold them. 








The instant case is one in a series of reported suits brought by respond- 
ents against various alleged infringers of the copyrights, all presenting the 
same or a similar question.? Because of conflicting decisions, we granted 









1. 17 U.S. C. (Supp. V, 1952) § 4: 

‘The works for which copyright may be secured under this title shall include all 
the writings of an author.’’ 

Id., $5: 

‘<The application for registration shall specify to which of the following classes the 
work in which copyright is claimed belongs: 

‘¢(g) Works of art; models or designs for works of art. 

‘*(h) Reproductions of a work of art.’’ Errors of classification are immaterial. 
See note 19, infra. 

2. An unreported action, Stein v. Zuckerman and DuBeshter, was pending in the 
Eastern District of New York. Note, 66 Harv. L. Rev. 877, 878, n. 8. We are advised 
that it was dismissed by consent February 24, 1953. 
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certiorari. 346 U.S. 811.° In the present case respondents sued peti- 
tioners for infringement in Maryland, Stein v. Mazer, 111 F.Supp. 359. 
Following the Expert decision and rejecting the reasoning of the District 
Court in the Rosenthal opinion, both referred to in the preceding note, 
the District Court dismissed the complaint. The Court of Appeals re- 
versed and held the copyrights valid. Stein v. Mazer, 204 F.2d 472.4 It 
said: ‘‘A subsequent utilization of a work of art in an article of manufac- 
ture in no way affects the right of the copyright owner to be protected 
against infringement of the work of art itself.’’ Id., at 477. 


Petitioners, charged by the present complaint with infringement of 
respondents’ copyrights of reproductions of their works of art, seek here a 
reversal of the Court of Appeals decree upholding the copyrights. Peti- 
tioners in their petition for certiorari present a single question: 


‘*Can statuettes be protected in the United States by copyright when 
the copyright applicant intended primarily to use the statuettes in the 
form of lamp bases to be made and sold in quantity and carried the 
intentions into effect? 


‘*Stripped down to its essentials, the question presented is: Can 
9)? 


a lamp manufacturer copyright his lamp bases? 
The first paragraph accurately summarizes the issue. The last gives it a 
quirk that unjustifiably, we think, broadens the controversy. The case 
requires an answer, not as to a manufacturer’s right to register a lamp 
base, but as to an artist’s right to copyright a work of art intended to be 
reproduced for lamp bases. As petitioners say in their brief, their conten- 


3. Stein v. Expert Lamp Co., 188 F.2d 611. Stein v. Expert Lamp Co., 96 F. Supp. 
97 [41 TMR 337], was the first action brought. Through an accident in presentation, 
the trial court determined the case as though the copyright was on a statuette with 
lamp attachments. It held the statuettes not copyrightable because this ‘‘was evidence 
of the practical use’’ intended. Id., at 98. On petition for reconsideration, it held the 
presence or absence of the attachments immaterial. Stein v. Mazer, 111 F. Supp. 359, 
361; Rosenthal v. Stein, 205 F.2d 633, 634. The Court of Appeals for the Seventh 
Cireuit affirmed on the ground that the Copyright Act does not refer to articles of 
manufacture having a utilitarian purpose nor does it provide for a previous examination 
by a proper tribunal as to the originality of the matter offered for copyright * * *.’’ 
Stein v. Expert Lamp Co., 188 F.2d 611, 613. 

Stein v. Rosenthal, 103 F. Supp. 227, was a second infringement case. It was 
there held ‘‘Protection is not dissipated by taking an unadulterated object of art as 
copyrighted and integrating it into commercially valuable merchandise.’’ Id., at 230. 
On appeal, the Court of Appeals for the Ninth Circuit affirmed, saying ‘‘The theory 
that the use of a copyrighted work of art loses its status as a work of art if and 
when it is put to a functional use has no basis in the wording of the copyright laws 
and there is nothing in the design-patent laws which excludes a work of art from the 
operation of the copyright laws.’’ 

In Stein v. Benaderet, 109 F. Supp. 364, 365, a district court of Michigan held 
that it is the ‘‘intent and purpose’’ of the designer which determines whether an object 
is copyrightable as a work of art. The court said plaintiffs should have applied for a 
design patent and held for defendants. An appeal is pending now in the Court of 
Appeals for the Sixth Circuit. 

The opinions in the above cases and those of the District Court and the Court of 
Appeals in the present litigation deserve careful reading. 

4. In this case the Register of Copyrights participated as amicus curiae and 
supported respondents. Through the Solicitor General he has also filed a brief in this 
Court, and participated in the oral argument. 346 U. 8. 882. 
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tion ‘‘questions the validity of the copyright based upon the actions of 
respondents.’’ Petitioners question the validity of a copyright of a work 
of art for ‘‘mass’’ production. ‘‘Reproduction of a work of art’’ does not 
mean to them unlimited reproduction. Their position is that a copyright 
does not cover industrial reproduction of the protected article. Thus their 
reply brief states: 


‘*When an artist becomes a manufacturer or a designer for a manu- 
facturer he is subject to the limitations of design patents and deserves 
no more consideration than any other manufacturer or designer.’’ 


It is not the right to copyright an article that could have utility under 
§§5 (g) and (h), note 1, supra, that petitioners oppose. Their brief 
accepts the copyrightability of the great carved golden saltcellar of Cellini 
but adds: 


‘*If, however, Cellini designed and manufactured this item in quantity 
so that the general public could have salt cellars, then an entirely 
different conclusion would be reached. In such ease, the salt cellar 
becomes an article of manufacture having utility in addition to its 
ornamental value and would therefore have to be protected by design 
patent.’’ 
It is publication as a lamp and registration as a statue to gain a monopoly 
in manufacture that they assert is such a misuse of copyright as to make 
the registration invalid. 

No unfair competition question is presented. The constitutional power 
of Congress to confer copyright protection on works of art or their repro- 
duction is not questioned.’ Petitioners assume, as Congress has in its 

5. We do not reach for constitutional questions not raised by the parties. Chicago 
& G. T. R. Co. v. Wellman, 143 U.S. 339, 345; People of the State of New York ez rel. 
Rosevale Realty Co. v. Kleinert, 268 U.S. 646, 651; C.I.0. v. McAdory, 325 U.S. 472, 475. 
The fact that the issue was mentioned in argument does not bring the question properly 
before us. Herbring v. Lee, 280 U.S. 111, 117. 

No question of our jurisdiction emerges. Chicot County Dist. v. Bank, 308 U.S. 
371. Compare Kalb v. Feuerstein, 308 U.S. 433, and Continental Illinois Nat. Bank & 
Trust Co. v. Chicago, R. I. & P. R. Co., 294 U.S. 648, 667. 

Compare on the constitutional question the following: Burrow-Giles Lithographic 
Co. v. Sarony, 111 U.S. 53, upheld the copyright of a photograph unanimously. It was 
said: ‘‘By writings in that clause is meant the literary productions of those authors, 
and Congress very properly has declared these to include all forms of writing, printing, 
engraving, etching, etc., by which, the ideas in the mind of the author are given visible 
expression.’’ Id., at 58. 

‘¢These findings, we think, show this photograph to be an original work of art, the 
product of plaintiff’s intellectual, invention of which plaintiff is the author, and of a 
class of inventions for which the Constitution intended that Congress should secure 
to him the exclusive right to use, publish and sell, as it has done by section 4952 of 
the Revised Statutes.’’ Id., at 60. 

Bleistein v. Donaldson Lithographing Co., 188 U.S. 239, 249-250, upheld a copyright 
on circus posters. The Court said: 

‘*We shall do no more than mention the suggestion that painting and engraving 
unless for a mechanical end are not among the useful arts, the progress of which 
Congress is empowered by the Constitution to promote. The Constitution does not 
limit the useful to that which satisfies immediate bodily needs. * * * Personality 
always contains something unique. It expresses its singularity even in handwriting, 

and a very modest grade of art has in it something irreducible, which is one man’s 
alone. That something he may copyright unless there is a restriction in the words 
of the act.’’ 
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enactments and as do we, that the constitutional clause empowering legisla- 
tion ‘‘To promote the Progress of Science and useful Arts, by securing for 
limited Times to Authors and Inventors the exclusive Right to their respec- 
tive Writings and Discoveries,’’ Art. I, § 8, el. 8, includes within the term 
‘* Authors’’ the creator of a picture or a statue. The Court’s consideration 
will be limited to the question presented by the petition for the writ of 
certiorari. In recent years the question as to utilitarian use of copyrighted 
articles has been much discussed.’ 


In answering that issue, a review of the development of copyright 
coverage will make clear the purpose of the Congress in its copyright 
legislation. In 1790 the First Congress conferred a copyright on ‘‘authors 
of any map, chart, book or books already printed.’’* Later, designing, 











Kalem Co. v. Harper Bros., 222 U.S. 55, 63, involved pirating by motion pictures 
of the copyrighted dramatic rights of a book. This Court said: 
‘“Tt is argued that the law construed as we have construed it goes beyond the 
power conferred upon Congress by the Constitution, to secure to authors for a 
limited time the exclusive right to their writings. Art. I, § 8, cl. 8. It is suggested 
that to extend the copyright to a case like this is to extend it to the ideas as 
distinguished from the words in which those ideas are clothed. But there is no 
attempt to make a monopoly of the ideas expressed. The law confines itself to a 
particular, cognate and well known form of reproduction. If to that extent a grant 
of monopoly is thought a proper way to secure the right to the writings this 
court cannot say that Congress was wrong.’’ 
See also Schreiber v. Thornton, 17 F. 603, reversed on other grounds, Thornton v. 
Schreiber, 124 U.S. 613. 


See Fenning, The Origin of the Patent and Copyright Clause of the Constitution, 
17 Geo. L. J. 109; 2 Story, Constitution (5th ed.), ec. XIX. 


Trade Mark Cases, 100 U.S. 82, 94. Congress had passed a trade-mark act under 
the Patent and Copyright Clause. A unanimous Court held this effort to protect trade- 
marks was unconstitutional. 


‘‘The ordinary trade mark has no necessary relation to invention or discovery. 
* * * If we should endeavor to classify it under the head of writings of authors, the 
objections are equally strong. In this, as in regard to inventions, originality is required. 
And while the word writings may be liberally construed, as it has been, to include 
original designs for engraving, prints, &c., it is only such as are original, and are 
founded in the creative powers of the mind. The writings, which are to be protected 
are the fruits of intellectual labor, embodied in the form of books, prints, engravings, 
and the like.’’ The trade mark does not ‘‘depend upon novelty, invention, discovery, 
or any work of the brain. It requires no fancy or imagination, no genius, no laborious 
thought. It is simply founded on priority of appropriation.’’ 

See as to commerce, id., at 95-89; Robert, Commentary on the Lanham Trade 
Mark Act, 15 U.S.C.A. (§§ 81-1113, 1948) p. 265. 

6. National Licorice Co. v. Labor Board, 309 U.S. 350, 357, n. 2; General Talking 
Pictures Corp. v. Western Electric Co., 304 U.S. 175; Crown C. §& 8S. Co. v. Ferdinand 
Gutman Co., 304 U.S. 159 and cases cited; Gunning v. Cooley, 281 U.S. 90. The policy 
is incorporated in Rule 38 (2), Revised Rules of the Supreme Court of the United States, 
and the practice of bringing ‘‘additional questions into a case’’ has been condemned 
recently in Irvine v. California, U.S. , 1953 Term. 

7. Ball, Law of Copyright and Literary Property (1944), 390; Howell, Copyright Law 
(1952), 130; 1 Ladas, The International Protection of Literary and Artistic Property 
(1938), 247; Weil, Copyright Law (1917), 227; Derenberg, Copyright No-Man’s Land; 
Fringe Rights in Literary and Artistic Property, 1953 Copyright Problems Analyzed 
(CCH) 215; Pogue, Borderland—Where Copyright and Design Patent Meet, 52 Mich. 
L. Rev. 33; Notes, 21 Geo. Wash. L. Rev. 353; 66 Harv. L. Rev. 877; 27 Ind. L.J. 130. 
See Report of the Copyright Committee, Board of Trade October 1952, Artistic Copy- 
right and Industrial Designs, pp. 82 et seq. 


8. 1 Stat. 124. 
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engraving and etching were included;® in 1831 musical compositions ;'° 
dramatic compositions in 1856;"' and photographs and negatives thereof 
in 1865.'? 

The Act of 1870 defined copyrightable subject matter as: 

‘<“* * * any book, map chart, dramatic or musical composition, 
engraving, cut, print or photograph or negative thereof, or of a paint- 
ing, drawing, chromo, statue, statuary, and of models or designs 
intended to be perfected as works of the fine arts.’’ (Emphasis 
supplied.) ** 

The italicized part added three-dimensional work of art to what had been 
protected previously.‘* In 1909 Congress again enlarged the scope of the 
copyright statute." The new Act provided in § 4: 

‘That the works for which copyright may be secured under this 

Act shall include all the writings of an author.’’?® 
Some writers interpret this section as being coextensive with the constitu- 
tional grant,'’ but the House Report, while inconclusive, indicates that it 





9. 2 Stat. 171. 

10. Stat. 436. 

11. 11 Stat. 139. 

12. 13 Stat. 540. Between 1789 and 1904, there were in all some twenty-five laws 
dealing with copyrights. Salberg, Copyright in Congress (1905), 89-93. 

13. § 86, 16 Stat. 212. This Act also vested control of records relating to copyrights 
in the Librarian of Congress and provided he should administer the law. Id. § 85. 

14. In connection with the phrase in the 1870 Act ‘‘intended to be perfected as 
works of the fine arts,’’ see the 1874 amendatory Act, 18 Stat. 78, and Bleistein v. Don- 
aldson Lithographing Co., 188 U.S. 239. Section 3 contained the following provision: 
‘‘That in the construction of this act, the words ‘Engraving’, ‘cut’ and ‘print’ shall 
be applied only to pictorial illustrations or works connected with the fine arts, and no 
prints or labels designed to be used for any other articles of manufacture shall be 
entered under the copyright law, but may be registered in the Patent Office.’’ 

This was repealed in 1939 and the following enacted: 

**See. 2. Section 5(k) of the Act entitled ‘An Act to amend and consolidate the 
Acts respecting copyright’ approved March 4, 1909, is hereby amended to read: ‘ (k) 
Prints and pictorial illustrations including prints or labels used for articles of mer- 
chandise.’’’ 53 Stat. 1142. This was an amendment to §5(k) of the Act of 1909, 
35 Stat. 1077. It is to be noted, however, that the 1909 Act did not conform to the 
1874 language but, the present Act, 17 U.S.C. (Supp. V. 1952) §5(k), does contain 
the amendatory language of the 1939 Act. 

15. S. Rep. No. 6187, 59th Cong., 2d Sess., p. 4: 

‘*The existing statutes attempt specifications which are unfortunate because neces- 
sarily imperfect and requiring frequent additions to cover new forms or new processes. 
The bill in its general definition substitutes a general term, ‘all the works of an 
author.’ The term used in the constitution is ‘writings.’ But Congress has always 
construed this term broadly, and in doing so has been uniformly supported by judicial 
decision. It has, for instance, interpreted it as authorizing subject-matter so remote 
from its popular significance as photographs, paintings, statuary, and dramas, even 
if unwritten. 

‘*As thus interpreted, the word ‘writings’ would today in popular parlance be 
more nearly represented by the word ‘works’; and this the bill adopts; referring back, 
however, to the word ‘writings’ by way of safe anchorage, but regarding this as 
including ‘all forms of record in which the thought of an author may be recorded and 
from which it may be read or reproduced.’ ’’ 

Burrows-Giles Lithographic Co. v. Sarony, 111 U.S. 53 (1884), has held that photo- 
graphs were copyrightable in spite of the argument that the Constitution only specified 
protection for ‘‘writings’’ of an ‘‘author.’’ This decision made clear that ‘‘writings’’ 
was not limited to chirography and typography. 

16. 35 Stat. 1076. 
17. Weil, Copyright Law (1917), 214; Howell, The Copyright Law (3d ed. 1952), 8. 
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was ‘‘declaratory of existing law’’ only.** Section 5 relating to classes of 


writings in 1909 read as shown in the margin with subsequent additions 
not material to this decision.*® Significant for our purposes was the dele- 
tion of the fine-arts clause of the 1870 Act.”° Verbal distinctions between 
purely aesthetic articles and useful works of Art ended insofar as the 
statutory copyright language is concerned.”! 







The practice of the Copyright Office, under the 1870 and 1874 Acts and 
before the 1909 Act, was to allow registration ‘‘as works of the fine arts’’ 
of articles of the same character as those of respondents now under chal- 
lenge. Seven examples appear in the Government’s brief amicus curiae.” 
In 1910, interpreting the 1909 Act, the pertinent Copyright Regulations 
read as shown in the margin.*® Because, as explained by the Government, 
this regulation ‘‘made no reference to articles which might fairly be con- 
sidered works of art although they might also serve a useful purpose,’’ it 



















































18. H. R. Rep. No. 2222, 60th Cong., 2d Sess. 10. The report is not very clear on 
the point, however. 





19. ‘‘The application for registration shall specify to which of the following classes 
the work in which copyright is claimed belongs: 

‘*(a) Books including composite and cyclopaedic works, directories, gazetteers, 
and other compilations ; 

‘*(b) Periodicals, including newspapers; 

‘*(e¢) Lectures, sermons, addresses, prepared for oral delivery; 

‘¢(d) Dramatic or dramatico-musical compositions ; 

‘*(e) Musical compositions ; 

‘<(f) Maps; 

‘*(g) Works of art; models or designs for works of art; 

‘*(h) Reproductions of a work of art; 

‘*(i) Drawings or plastic works of a scientific or technical character; 

‘¢(j) Photographs; 

‘*(k) Prints and pictorial illustrations: 


‘*Provided, nevertheless, that the above specifications shall not be held to limit 
the subject-matter of copyright as defined in section four of this Act, nor shall any 
error in classification invalidate or impair the copyright protection secured under this 
Act.’’ 35 Stat. 1076. 


Subsection (k) was amended by the addition of the words ‘‘including prints or 
labels used for articles of merchandise’’ in 1939. 53 Stat. 1142. See note 14, supra. 
Two more classes ‘‘(1) Motion-picture photoplays’’ and ‘‘(m) Motion pictures other 
than photoplays’’ were added in 1912. 37 Stat. 488. 


20. See note 14, supra, for repeal of clause defining engraving cuts and prints in 
terms of ‘‘ fine art.’’ 


21. Title 17 of the United States Code entitled ‘‘Copyrights’’ was codified into 
positive law in 1947 without change in the pertinent provisions. 61 Stat. 652, 17 U.S.C. 
(Supp. V., 1952) §§ 4, 5. 

22. E. g., ‘‘A female figure bearing an urn in front partly supported by drapery 
around the head. The figure nude from the waist up and below this the form is 
concealed by conventionalized skirt draperies which flow down and forward forming 
a tray at the base. Sides and back of skirt in fluted form. The whole being designed 
as a candlestick with match tray. The figure standing and bent forward from hips 
and waist.’’ 

23. ‘‘Works of art.—This term includes all works belonging fairly to the so-called 
fine arts. (Paintings, drawings, and sculpture.) 

‘<Productions of the industrial arts utilitarian in purpose and character are not 
subject to copyright registration, even if artistically made or ornamented.’’ Rules 
and Regulations for the Registration of Claims to Copyright, Bulletin No. 15 (1910), 8. 
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was reworded in 1917 as shown below.** The amicus’ brief gives sixty 
examples selected at five-year intervals, 1912-1952, said to be typical of 
registrations of works of art possessing utilitarian aspects.*° The current 
pertinent regulation, published in 37 CFR, 1949, § 202.8, reads thus: 
‘*Works of art (Class G)—(a)—In General. This class includes 
works of artistic craftsmanship, in so far as their form but not their 
mechanical or utilitarian aspects are concerned, such as artistic jewelry, 
enamels, glassware, and tapestries, as well as all works belonging to the 
fine arts, such as paintings, drawings and sculpture. * * *’’ 


So we have a contemporaneous and long-continued construction of the acts 
by the agency charged to administer it that would allow the registration of 
such a statuette as is in question here.*® 


This Court once essayed to fix the limits of the fine Arts.27 That effort 
need not be appraised in relation to this copyright issue. It is clear Con- 
gress intended the scope of the copyright statute to include more than the 
traditional fine arts. Herbert Putnam, Esq., then Librarian of Congress 
and active in the movement to amend the copyright laws, told the joint 
meeting of the House and Senate Committees: 

‘The term ‘works of art’ is deliberately intended as a broader specifi- 

cation than ‘works of the fine arts’ in the present statute with the idea 

that there is subject-matter (for instance, of applied design, not yet 
within the province of design patents), which may properly be entitled 
to protection under the copyright law.’’** 

The successive acts, the legislative history of the 1909 Act and the 
practice of the Copyright Office unite to show that ‘‘works of art’’ and 
‘‘reproductions of works of art’’ are terms that were intended by Congress 
to include the authority to copyright these statuettes. Individual percep- 














24. Works of art and models or designs for works of art.—This term includes all 
works belonging fairly to the so-called fine arts. (Paintings, drawings, and sculpture.) 

‘*The protection of productions of the industrial arts, utilitarian in purpose and 
character, even if artistically made or ornamented depends upon action under the patent 
law; but registration in the Copyright Office has been made to protect artistic drawings 
notwithstanding they may afterwards be utilized for articles of manufacture.’’ 37 CFR, 
1939, § 201.4(7). 

25. E. g., ‘‘Ligthting fixture design. By F. E. Guitini. [Bowl-shaped bracket 
embellished with figure of half-nude woman standing in bunch of flowers.] Copyright 
December 28, 1912. Registration number G 42645. Copyright claimant: Kathodion 
Bronze Works, New York. 

26. Great Northern R. Co. v. United States, 315 U.S. 262, 275. 

27. United States v. Perry, 146 U.S. 71, 74. 


28. Arguments before the Committees on Patents of the Senate and House of 
Representatives, conjointly, on S. 6330 and H. R. 19853, To Amend and Consolidate 
the Acts Respecting Copyright, 59th Cong., 1st Sess., June 6-9, 1906, p. 11. The state- 
ment is applicable to the 1909 Act since §§5(g) and (h) of the 1909 Act are identical 
with the same sections of S. 6330 and H. R. 19853. Although there were other hearings 
and reports (see 51 House Committee Hearings before Committee on Patents (1906- 
1912), on Consolidating and Revising the Copyright Laws; H. R. Rep. No. 2222, 60th 
Cong., 2d Sess. 3), this statement of Mr. Putnam is the only explanation of the change 
in statutory language, though S. Rep. No. 6187, 59th Cong., 2d Sess., p. 11, refers to 
‘‘works of art’’ as a new designation and mentioned the deletion of ‘‘fine’’ from the 
category. 
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tion of the beautiful is too varied a power to permit a narrow or rigid 
concept of art. As a standard we can hardly do better than the words of 
the present Regulation, § 202.8, supra, naming the things that appertain 
to the arts. They must be original, that is, the author’s tangible expression 
of his ideas. Compare Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 
53, 59-60. Such expression, whether meticulously delineating the model or 
mental image or conveying the meaning by modernistic form or color, is 
copyrightable.*® What cases there are confirm this coverage of the statute.*° 


The conclusion that the statues here in issue may be copyrighted goes 
far to solve the question whether their intended reproduction as lamp 
stands bars or invalidates their registration. This depends solely on statu- 
tory interpretation. Congress may after publication protect by copyright 
any writing of an author. Its statute creates the copyright." It did not 
exist at common law even though he had a property right in his unpublished 
work.*? 


But petitioners assert that congressional enactment of the design patent 
laws should be interpreted as denying protection to artistic articles em- 
bodied or reproduced in manufactured articles.** 


They say: 


‘‘Fundamentally and historically, the Copyright Office is the re- 
pository of what each claimant considers to be a cultural treasure, 


whereas the Patent Office is the repository of what each applicant 
considers to be evidence of the advance in industrial and technological 
fields.’’ 


Their argument is that design patents require the critical examination 
given patents to protect the public against monopoly. Attention is called to 
Gorham Co. v. White, 14 Wall. 511, interpreting the design patent law of 
1842, 5 Stat. 544, granting a patent to anyone who by ‘‘their own industry, 
genius, efforts and expenses may have invented or produced any new and 


29. Cf. H. C. White Co. v. Morton E. Converse & Son Co., 20 F.2d 311. 

30. Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 53, 60; Bleistein v. Don- 
aldson Lithographing Co., 188 U.S. 239, 250; Louis de Jonge § Co. Vv. Breuker ¢ 
Kessler Co., 182 F. 150, 152; F. W. Woolworth Co. v. Contemporary Arts, 193 F.2d 
162, 164; see same case, 344 U.S. 228; Yuengling v. Schile, 12 F. 97, 100; Schumacher 
v. Schwencke, 25 F. 466; Pellegrini v. Allegrini, 2 F.2d 610. 

31. Wheaton and Donaldson v. Peters and Grigg, 8 Pet. 591, 661; Fox Film Corp. 
v. Doyal, 286 U.S. 123, 127. 

32. Lord Brougham and Lord St. Leonards in Jefferys v. Boosey, IV H. L. C. 
815, 968, 979, 10 Eng. Rep. 681, 741, 745. 

33. Two cases are relied upon to support the position of the petitioners. Taylor 
Instrument Companies v. Fawley-Brost, 139 F.2d 98, and Brown Instrument Co. V. 
Warner, 161 F.2d 910 [37 TMR 467]. These cases hold that the Mechanical Patent 
Law and Copyright Laws are mutually exclusive. As to overlapping of Design Patent 
and Copyright Laws, however, a different answer has been given by the courts. Louis 
de Jonge & Co. v. Breuker & Kessler Co., 182 F. 150, affirmed on other grounds in 
191 F. 35, and 235 U.S. 33; see also cases cited in note 37, infra. 
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tion of the beautiful is too varied a power to permit a narrow or rigid 
concept of art. As a standard we can hardly do better than the words of 
the present Regulation, § 202.8, supra, naming the things that appertain 
to the arts. They must be original, that is, the author’s tangible expression 
of his ideas. Compare Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 
53, 59-60. Such expression, whether meticulously delineating the model or 
mental image or conveying the meaning by modernistic form or color, is 
copyrightable.2® What cases there are confirm this coverage of the statute.*° 


The conclusion that the statues here in issue may be copyrighted goes 
far to solve the question whether their intended reproduction as lamp 
stands bars or invalidates their registration. This depends solely on statu- 
tory interpretation. Congress may after publication protect by copyright 
any writing of an author. Its statute creates the copyright.** It did not 
exist at common law even though he had a property right in his unpublished 
work.*? 


But petitioners assert that congressional enactment of the design patent 
laws should be interpreted as denying protection to artistic articles em- 
bodied or reproduced in manufactured articles.** 


They say: 


‘‘Fundamentally and historically, the Copyright Office is the re- 
pository of what each claimant considers to be a cultural treasure, 
whereas the Patent Office is the repository of what each applicant 
considers to be evidence of the advance in industrial and technological 
fields.’’ 


Their argument is that design patents require the critical examination 
given patents to protect the public against monopoly. Attention is called to 
Gorham Co. v. White, 14 Wall. 511, interpreting the design patent law of 
1842, 5 Stat. 544, granting a patent to anyone who by ‘‘their own industry, 
genius, efforts and expenses may have invented or produced any new and 


29. Cf. H. C. White Co. v. Morton E. Converse & Son Co., 20 F.2d 311. 


30. Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 53, 60; Bleistein v. Don- 
aldson Lithographing Co., 188 U.S. 239, 250; Louis de Jonge § Co. v. Breuker ¢ 
Kessler Co., 182 F. 150, 152; F. W. Woolworth Co. v. Contemporary Arts, 193 F.2d 
162, 164; see same case, 344 U.S. 228; Yuengling v. Schile, 12 F. 97, 100; Schumacher 
v. Schwencke, 25 F. 466; Pellegrini v. Allegrini, 2 F.2d 610. 

31. Wheaton and Donaldson v. Peters and Grigg, 8 Pet. 591, 661; Fox Film Corp. 
v. Doyal, 286 U.S. 123, 127. 

32. Lord Brougham and Lord St. Leonards in Jefferys v. Boosey, IV H. L. C. 
815, 968, 979, 10 Eng. Rep. 681, 741, 745. 

33. Two eases are relied upon to support the position of the petitioners. Taylor 
Instrument Companies v. Fawley-Brost, 139 F.2d 98, and Brown Instrument Co. Vv. 
Warner, 161 F.2d 910 [37 TMR 467]. These cases hold that the Mechanical Patent 
Law and Copyright Laws are mutually exclusive. As to overlapping of Design Patent 
and Copyright Laws, however, a different answer has been given by the courts. Louis 
de Jonge & Co. v. Breuker & Kessler Co., 182 F. 150, affirmed on other grounds in 
191 F. 35, and 235 U.S. 33; see also cases cited in note 37, infra. 
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original design for a manufacture * * *.’’ A pattern for flat silver was 
there upheld.** 


The intermediate and present law differs little. ‘‘ Whoever invents any 
new, original and ornamental design for an article of manufacture may 
obtain a patent therefor, * * *’’ subject generally to the provisions con- 
cerning patents for invention. § 171, 66 Stat. 805. As petitioner sees the 
effect of the design patent law: 

‘*Tf an industrial designer can not satisfy the novelty requirements 
of the design patent laws, then his design as used on articles of manu- 
facture can be copied by anyone.’’ 

Petitioner has furnished the Court a booklet of numerous design patents 
for statuettes, bases for table lamps and similar articles for manufacture, 
quite indistinguishable in type from the copyrighted statuettes here in 
issue.*® Petitioner urges that overlapping of patent and copyright legisla- 
tion so as to give an author or inventor a choice between patents and 
copyrights should not be permitted. We assume petitioner takes the posi- 
tion that protection for a statuette for industrial use can only be obtained 
by patent, if any protection can be given.*® 

As we have held the statuettes here involved copyrightable, we need 
not decide the question of their patent ability. Though other courts have 
passed upon the issue as to whether allowance by the election of the author 


or patentee of one bars a grant of the other, we do not.*” We do hold that 
the patentability of the statuettes, fitted as lamps or unfitted, does not bar 
copyright as works of art. Neither the Copyright Statute nor any other 


34. This Court said, p. 525: ‘‘It is a new and original design for a manufacture, 
whether of metal or other material; * * * to be either worked into, or on, any article 
of manufacture; or a new and original shape or configuration of any article of manu- 
facture—It is one or all of these that the law has in view. And the thing invented 
or produced, for which a patent is given, is that which gives a peculiar or distinctive 
appearance to the manufacture, or article to which it may be applied, or to which it 
gives form * * *. It therefore proposes to secure for a limited time to the ingenious 
producer of those appearances the advantages flowing from them * * *. It is the 
appearance itself, therefore, no matter by what agency caused, that constitutes mainly, 
if not entirely, the contribution to the public which the law deems worthy of recompense.’’ 

35. E. g., Design Patent 170.445 Base for table lamps, a fanciful statuette of a 
girl standing in front of a high rock in bathing costume. 

36. The English Copyright Act, 1911, § 22, 4 Halsbury’s Statutes of England (2d 
ed.) p. 800, does not protect designs registrable under the Patents and Designs Act 
(now the Registered Designs Act, 1949, 17 Halsbury’s Statutes of England (2d ed.)) 
unless such designs are not used or intended to be used as models or patterns to be 
multiplied by any industrial process. The Board of Trade has ruled that a design 
shall be deemed to be used as a model or pattern to be multiplied by industrial process 
within the meaning of § 22 when the design is reproduced or intended to be reproduced 
in more than fifty single articles. The Copyright (Industrial Designs) Rules, 1949, No. 
2367, 1 Statutory Instruments 1949, p. 1453. 

37. See Rosenthal v. Stein, note 3, supra; In re Blood, 23 F.2d 772; Korzybski v. 
Underwood g& Underwood, Inc., 36 F.2d 727; William A. Meier Glass Co. v. Anchor 
Hocking Glass Corp., 95 F. Supp. 264, 267; Jones Bros. Co. v. Underkoffler, 16 F. Supp. 
729; Louis de Jonge §& Co. v. Breuker & Kessler Co., 182 F. 150; 66 Harv. L. Rev. 
884; 52 Mich. L. Rev. 33; ef. Taylor Instrument Companies v. Fawley-Brost, 139 
F.2d 98. 
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says that because a thing is patentable it may not be copyrighted. We 
should not so hold.** 

Unlike a patent, a copyright gives no exclusive right to the art dis- 
closed; protection is given only to the expression of the idea—not the idea 
itself.*° Thus, in Baker v. Seldon, 101 U.S. 99, the Court held that a copy- 
righted book on a peculiar system of bookkeeping was not infringed by a 
similar book using a similar plan which achieved similar results where the 
alleged infringer made a different arrangement of the columns and used 
different headings. The distinction is illustrated in Fred Fisher, Inc. v. 
Dillingham, 298 F. 145, 151, when the court speaks of two men, each a per- 
fectionist, independently making maps of the same territory. Though the 
maps are identical, each may obtain the exclusive right to make copies of 
his own particular map, and yet neither will infringe the other’s copyright. 
Likewise a copyrighted directory is not infringed by a similar directory 
which is the product of independent work.*° 

The copyright protects originality rather than novelty or invention— 
conferring only ‘‘the sole right of multiplying copies.’’*' Absent copying 
there can be no infringement of copyright.*? Thus, respondents may not 
exclude others from using statuettes of human figures in table lamps; they 
may only prevent use of copies of their statuettes as such or as incorporated 
in some other article. Regulation § 202.8, supra, makes clear that artistic 
articles are protected in ‘‘form but not their mechanical or utilitarian 
aspects.’’ See Stein v. Rosenthal, 103 F.Supp. 227, 231. The dichotomy of 
protection for the aesthetic is not beauty and utility but art for the copy- 
right and the invention of original and ornamental design for design pat- 
ents. We find nothing in the copyright statute to support the argument 
that the intended use or use in industry of an article eligible for copyright 
bars or invalidates its registration. We do not read such a limitation into 
the copyright law. 

Nor do we think the subsequent registration of a work of art published 
as an element in a manufactured article, is a misuse of the copyright. This 
is not different from the registration of a statuette and its later embodiment 
in an industrial article. 

‘‘The copyright law, like the patent statutes, makes reward to the 
owner a secondary consideration.’’ United States v. Paramount Pictures, 


38. See Pogue, Borderland—Where Copyright and Design Patent Meet, 52 Mich. L. 
Rev. 33, 58. 

39. F. W. Woolworth Co. v. Contemporary Arts, 193 F.2d 162; Ansehl v. Puritan 
Pharmaceutical Co., 61 F.2d 131; Fulmer v. United States, 103 F. Supp. 1021; Muller 
v. Triborough Bridge Authority, 43 F. Supp. 298. 

40. Sampson §& Murdock Co. v. Seaver-Radford Co., 140 F. 539. See, Anno. 26 
A. L. R. 585. 

41. Jewelers Circulating v. Keystone Publishing, 281 F. 83, 94. 

42. White-Smith Music Pub. Co. v. Apollo Co., 209 U.S. 1; Bleistein v. Donaldson 
Lithographing Co., 188 U.S. 239, 249; Arnstein v. Porter, 154 F.2d 464, 468-469; 
Alfred Bell & Co., Ltd. v. Catalda Fine Arts, Inc., 191 F.2d 99, 103; Ansehl v. Puritan 
Pharmaceutical Co., supra; Christie v. Cohan, 154 F.2d 827. 
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334 U.S. 131, 158. However, it is ‘‘intended definitely to grant valuable, 
enforceable rights to authors, publishers, ete., without burdensome require- 
ments; ‘to afford greater encouragement to the production of literary [or 
artistic] works of lasting benefit to the world.’’’ Washingtonian Co. v. 
Pearson, 306 U.S. 30, 36. 

The economic philosophy behind the clause empowering Congress to 
grant patents and copyrights is the conviction that encouragement of indi- 
vidual effort by personal gain is the best way to advance public welfare 
through the talents of authors and inventors in ‘‘Science and useful Arts.”’ 
Sacrificial days devoted to such creative activities deserve rewards commen- 
surate with the services rendered. 


Affirmed. 
Opinion of Mr. Justice Doua.as, in which Mr. Justice BLackK concurs. 


An important constitutional question underlies this case—a question 
which was stirred on oral argument but not treated in the briefs. It is 
whether these statuettes of dancing figures may be copyrighted. Congress 
has provided the ‘‘works of art,’’ ‘‘models or designs for works of art,’’ 
and ‘‘reproductions of a work of art’’ may be copyrighted (17 U.S.C. § 5); 
and the Court holds that these statuettes are included in the words ‘‘ works 
of art.’’ But may statuettes be granted the monopoly of the copyright? 


Article I, § 8 of the Constitution grants Congress the power ‘‘To pro- 
mote the Progress of Science and useful Arts, by securing for limited Times 
to Authors * * * the exclusive Right to their respective Writings * * *’’ 
The power is thus circumscribed; it allows a monopoly to be granted only 
to ‘‘authors’’ for their ‘‘writings.’’ Is a sculptor an ‘‘author’’ and is his 
statue a ‘‘writing’’ within the meaning of the Constitution? We have never 
decided the question. 

Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 53, held that a 
photograph could be copyrighted. 

Bleisten v. Donaldson Lithographing Co., 188 U.S. 239, held that chro- 
molithographs to be used as advertisements for a circus were ‘‘ pictorial 
illustrations’’ within the meaning of the copyright laws. Broad language 
was used in the latter case, ‘‘* * * a very modest grade of art has in it 
something irreducible, which is one man’s alone. That something he may 
copyright unless there is a restriction in the words of the act.’’ 188 U.S., 
at p. 250. But the constitutional range of the meaning of ‘‘ writings’’ in the 
field of art was not in issue either in the Bleisten case nor in Woolworth 
Co. v. Contemporary Arts, 344 U.S. 228, recently here on a writ for cer- 
tiorari limited to a question of damages. 

At times the Court has on its own initiative considered and decided 
constitutional issues not raised, argued, or briefed by the parties. Such, 
for example, was the case of Continental Bank v. Rock Island R. Co., 294 
U.S. 648, 667, in which the Court decided the constitutionality of § 77 of 
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the Bankruptcy Act though the question was not noticed by any party. 
We could do the same here. This case, however, is not a pressing one; 
there is no urgency for a decision. Moreover, the constitutional materials 
are quite meager (see Fenning, The Origin of the Patent and Copyright 
Clause of the Constitution, 17 Geo. L. J. 109 (1929)) ; and much research 
is needed. 

The interests involved in the category of ‘‘ works of art,’’ as used in the 
copyright law, are considerable. The Copyright Office has supplied us with 
a long list of such articles which have been copyrighted—statuettes, book- 
ends, clocks, lamps, doorknockers, candlesticks, inkstands, chandeliers, piggy 
banks, sundials, salt and pepper shakers, fish bowls, casseroles, and ash 
trays. Perhaps these are all ‘‘writings’’ in the constitutional sense. But 
to me, at least, they are not obviously so. It is time that we came to the 
problem full face. I would accordingly put the case down for reargument. 


FAIRWAY FOODS, INC. v. FAIRWAY MARKETS, INC. et al. 
No. 13654-HW - D.C., SD., Calif., C.D. - June 4, 1953 


REMEDIES—INFRINGEMENT—SCOPE OF PROTECTION 
Plaintiff uses registered mark FAIRWAY to identify retail grocers’ co-operative 
organization and stores which it operates in five mid-western states; mark is known 
in California to certain food processors, but not to buying public. Defendants 
adopted mark in good faith for grocery store in California; even though defendants 
are subsequent appropriators, nevertheless as first appropriator in new market which 
had not been used by plaintiff, they are entitled to protection in use of mark. 


Action for trade-mark infringement and unfair competition by Fair- 
way Foods, Inc. v. Fairway Markets, Inc., and Raisin Markets, Inc. Judg- 
ment for defendants. 

Mellin, Hanscom & Hursh, of San Francisco, Calif., Hill, Farrer & Burrill, 
of Los Angeles, Calif., and L. Glen Fassett, of Minneapolis, Minn., 
for plaintiff. 

Leonard Horwin, Burnett L. Essey, and Wolfson & Essey, of Los Angeles, 
Calif., and Merle H. Sandler, of Beverly Hills, Calif., for defendants. 

Westover, District Judge. 

Plaintiff herein is a cooperative, owned wholly by retail grocers located 
and doing business in the States of Minnesota, North Dakota, South Dakota, 
Wisconsin and Iowa. Plaintiff’s sole business is the procurement and sale 
of food products to its member grocers, all of whom are located in and doing 
business exclusively in the five States mentioned. Plaintiff has established 
in these five States a secondary meaning for the term FAIRWAY, or FAIRWAY 
Froops, and plaintiff registered the name with the United States Patent 
Office. 

Plaintiff purchases its foodstuffs (which are then sold in its member 
stores) in various communities of the United States. Many of its purchases 
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are in California where the foodstuff purchased is processed, canned and 
packed. Plaintiff places contracts for processing of fruits and vegetables 
with California packers and processors, sending to them its own labels to 
be affixed to the finished canned or packaged item. Subsequently, the cans 
and packages so labeled are shipped to warehouses belonging to plaintiff, 
situated somewhere within the territorial limits of the five States in which 
it operates, and from such warehouses the goods are distributed to the 
individual members of plaintiff’s cooperative. 


Plaintiff’s practice, outlined above, has been conducted for more than 
thirty years, and there can be no doubt that the name FAIRWAY is estab- 
lished in the minds of California processors and packers with whom plain- 
tiff has been doing business. However, none of the merchandise processed 
and packaged in California has ever been sold within the State of California 
on the retail market. 

Defendants erected a large ‘‘supermarket’’ near the intersection of 
Atlantic and Garvey Boulevards in Monterey Park, Los Angeles County, 
California, under the name FAIRWAY MARKETS, INC. This action was filed 
by plaintiff against defendants to restrain infringement of its trade mark 
for unfair competition. 


Although plaintiff is known to certain canners and processors of food 
located in California who have been selling canned or processed foodstuffs 
to plaintiff for many years, nevertheless, plaintiff is unknown to the buying 
publie in California (including the County of Los Angeles). Plaintiff has 
never qualified to do business in the State of California and has never 
transacted business in this State except to purchase canned or processed 
foods for distribution in the five States above mentioned. 


There is no evidence in this ease to justify a finding that the use of 
the term FAIRWAY by defendants is based upon fraud or was for the purpose 
of taking advantage of the good will or prestige which plaintiff has estab- 
lished for its products within the five States in which it operates. Defend- 
ants have suggested that they used the word rarrway for one or two reasons 
—the first being that the store in Monterey Park is located on the fairway 
of an abandoned golf course, and inasmuch as the golf course had been 
long established in that locality and those who played golf understood the 
term FAIRWAY, this fact influenced them in the choice of that name; and the 
second suggested reason for use of the term is that it is symbolic, indicating 
a ‘‘fair way’’ of doing business. There is no evidence to show, and defend- 
ants deny, they ever heard of Fairway Foods or of plaintiff’s prior use of 
the name, or of plaintiff, until notice from plaintiff that defendants were 
infringing upon plaintiff’s rights. Consequently, it is the opinion of this 
court that the use of the name FAIRWAY by defendants was innocent and 
there is nothing to indicate any design or intention on defendants’ part to 
‘‘eash in’’ on the prestige of the name or the brand in the State of Cali- 
fornia. 
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Plaintiff used the name FAIRWAY many years before it was adopted by 
defendants, and there is no doubt in the mind of the court that defendants 
would be precluded from use of the name in the territory now occupied by 
plaintiff in the five States mentioned to establish FAIRWAY MARKETS there. 
Plaintiff, however, now wishes to extend its priority to California, some 
fifteen hundred miles away from the nearest store operated or controlled 
by it. Plaintiff states there is a possibility that within the near future it 
may wish to enter into the retail food market business in California; that 
because of the purchase of food products as herein set forth it has estab- 
lished a secondary meaning of the term FAIRWAY, that it has been doing 
business within this State and, as the name has obtained a secondary mean- 
ing within California by virtue of plaintiff’s activity here, the exclusive 
right to use of the name belong to it. 


It seems to the court that plaintiff’s claim is not good with reference 
to the establishment of its right in California, for it appears from the 
decisions that it is the right of selling and not the right of buying which is 
important. The problem here is not whether the selling public has been 
misled but whether the buying public has been, and there is not one iota of 
evidence in this case to indicate that one single purchaser has bought mer- 
chandise in the Fairway Market at Monterey Park under the mistaken 
belief that it was plaintiff’s product. In fact, plaintiff was unable to pro- 
duce a single individual to testify that in making purchases in the Fairway 
Market in Monterey Park he or she was misled in any particular, and there 
is nothing herein to indicate defendants at any time have represented to 
anyone that they were a part of or connected with the Fairway Foods, Inc., 
chain. 


Probably the leading case along this line is Hanover Milling Co. v. 
Metcalf, 240 U.S. 403, in which the Supreme Court said, at page 415: 


‘<* * * Tn the ordinary case of parties competing under the same 
mark in the same market, it is correct to say that prior appropriation 
settles the question. But where two parties independently are em- 
ploying the same mark upon goods of the same class, but in separate 
markets, wholly remote the one from the other, the question of prior 
appropriations is legally insignificant, unless at least it appears that 
the second adopter has selected the mark with some design inimical to 
the interests of the first user, such as to take the benefit of the reputa- 
tion of his good, to forestall the extension of his trade, or the like.’’ 


This court has already pointed out there is no evidence to sustain a 
finding that defendants selected the name in question for the purpose of 
taking the benefit of the reputation of plaintiff’s goods or products in this 
State or to forestall the extension of plaintiff’s activities in California. 


Another important case along this line is Prestonettes, Inc. v. Coty, 
264 U.S. 359, in which, at page 368, the Court said: 
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‘‘* * * A trade mark only gives the right to prohibit the use of 
it so far as to protect the owner’s good will against the sale of another’s 
product as his * * *. When the mark is used in a way that does not 
deceive the public we see no such sanctity in the word as to prevent its 
being used to tell the truth. It is not taboo * * *.’’ 

It will be noted that in the above case the Supreme Court emphasized 


the question of sale. 


A more recent Supreme Court decision was handed down in Champion 
Spark Plug Co. v. Sanders, 331 U.S. 125 [87 TMR 323], which cites (at 
page 129) the Prestonettes, Inc. case, supra, as follows: 

‘* “A trade mark only gives the right to prohibit the use of it so 
far as to protect the owner’s good will against the sale of another’s 
product as his * * *’ ”’ 

And the Court points out there was ‘‘no showing of fraud or palming 
off’’ in the Champion case, supra; which is the finding of the court in the 
ease at bar. 


In San Francisco Assn. etc. v. Industrial Aid For Blind, 58 F.Supp. 
995 [385 TMR 163], the defendant, without knowledge of plaintiff’s use of 
the term ‘‘Blinderaft’’ in California, used the name in Missouri. The 
Court pointed out that the adoption of a trade mark does not establish its 
validity. The right of a trade mark must grow out of its use. The Court 


said, at page 998: 


‘‘The purpose behind the protection of the adoption and use of 
trade marks is to protect the owners and users in their respective lines 
of public relations and to safeguard the consumer by preventing the 
product of someone else being palmed off on him under a like or 
similar mark.’’ 


In that case the Court marshals many of the authorities on this par- 
ticular subject and, quoting from Sweet Sixteen Co. v. Sweet ‘‘16’’ Shop, 
Inc., 15 F.2d 920, 923 says: 


‘<¢# * * the general rule is that, while the first appropriator and 
user of a trade mark owns such mark and is entitled to protection by 
the courts in the use thereof, against subsequent users on the same 
class of goods, such protection will not be afforded as against a sub- 
sequent user and appropriator, who in good faith adopts and uses the 
mark in territory into which the goods of the first appropriator have 
not penetrated and have not been used or sold. 


‘* “That the right to protection in the exclusive use of a trade 
mark extends only to those markets where the trader’s goods have 
become known and identified by his use of the mark; * * *’ ”’ 

The Supreme Court in United Drug Co. v. Rectanus Co., 248 U.S. 90, 
dealt with this particular question. The action involved the use of the 
name REX or RECTANUS, and the Court pointed out, at page 95: 


‘“* * * There is nothing to show that before this any customer 
in or near Kentucky had heard of the Regis remedy, with or without 
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the description ‘Rex,’ or that this word ever possessed any meaning 
to the purchasing public in that State * * *. 


‘““* * * The law of trade marks is but a part of the broader law 
of unfair competition; the right to a particular mark grows out of its 
use, not its mere adoption; its function is simply to designate the 
goods as the product of a particular trader and to protect his good will 
against the sale of another’s product as his; * * *. 


‘‘* * * Tt would be a perversion of the rule of priority to give it 
such an application in our broadly extended country that an innocent 
party who had in good faith employed a trade mark in one State, and 
by the use of it had built up a trade there, being the first appropriator 
in that jurisdiction, might afterwards be prevented from using it, with 
consequent injury to his trade and good will, at the instance of one 
who theretofore had employed the same mark but only in other and 
remote jurisdictions, upon the ground that its first employment hap- 
pened to antedate that of the first-mentioned trader. 


‘““* * * Mrs. Regis and her firm, having during a long period of 
years confined their use of the ‘Rex’ mark to a limited territory wholly 
remote from that in controversy, must be held to have taken the risk 
that some innocent party might in the meantime hit upon the same 
mark, apply it to goods of similar character, and expend money and 
effort in building up a trade under it; and since it appears Rectanus in 
good faith, and without notice of any prior use by others, selected and 
used the ‘Rex’ mark, and by the expenditure of money and effort sue- 
ceeded in building up a local but valuable trade under it in Louisville 
and vicinity before petitioner entered that field, so that ‘Rex’ had come 
to be recognized there as a ‘trade signature’ and Rectanus and of re- 
spondent as his successor, petitioner is estopped to set up their con- 
tinued use of the mark in that territory as an infringement of the 
Regis trade mark.’’ 


It appears to this court that the adoption of the word Frarirway by 
defendants was without any unlawful design to confuse or mislead the 
public and that the buying public was neither confused nor misled by 
use of the name. Even though defendants are subsequent appropriators, 
nevertheless, as the first appropriator in a new market which had not been 
used by plaintiff, defendants are entitled to protection. 

Judgment is ordered for defendants. Counsel for defendants shall 
prepare Findings of Fact, Conclusions of Law and Judgment in conformity 
herewith for presentation to the court on or before June 23, 1953. 


THE SINGER MANUFACTURING COMPANY et al. v. 
BRILEY et al., doing business as 
ASHBY SEWING MACHINE COMPANY et al. 


No. 14297 - C.A. 5 - November 4, 1953 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
While defendants may repair, renovate, and rebuild plaintiff’s SINGER sewing 
machines and sell them to public, in so doing the machines must be so plainly and 
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truthfully labeled as to convey to public their true character; decree so ordering is 
kept open so that plaintiff may apply for modification or additions upon showing 
that relief granted is insufficient. 


Appeal from District Court for Northern District of Georgia, SLOAN, J. 
The Singer Manufacturing Company and Singer Sewing Machine 
Company v. H. H. Briley et. al., doing business as Ashby Sewing Machine 


Company. Action for trade-mark infringement and unfair competition. 
Plaintiffs’ appeal from judgment for plaintiffs. Modified. 


Thomas B. Branch, Jr., of Atlanta, Georgia and John F. Ryan, of New 
York, N. Y. for appellants. 


James V. Malcolm., Jr., and E. L. Tiller, of Atlanta, Georgia for appellees. 


Before Hutcueson, Chief Judge, and Russeit and Rives, Cireuit Judges. 
HutcHeson, Chief Judge. 


Suing for trade mark infringement and unfair competition, appellants, 
complainants below, sought comprehensive and detailed injunctive relief 
therefrom. Appellees, defendants below, admitting some of plaintiff’s 
allegations and denying others, the cause proceeded to trial on the issues 
joined. 

The evidence’ all in, the district judge found the facts? and the law* 


1. This consisted of a lengthy stipulation, many exhibits, physical and documentary, 
some deposition testimony, and a large amount of oral testimony taken before the judge 
in open court. 

2. Findings of Fact: Complainant, Singer Manufacturing Company, for almost 
a hundred years has manufactured Singer Sewing Machines and Singer machine parts, 
and has marketed them under the name SINGER, for the past twenty years, and longer, 
has exclusively manufactured sewing machines under the name SINGER. Complainant, 
Singer Manufacturing Company, through the years has advertised the name and trade 
mark SINGER and the sewing machines manufactured by the Singer Manufacturing 
Company have been distinctly marked by the name SINGER and this has come to be, 
and is, in the mind of the public the name and mark identifying the sewing machines 
manufactured by complainant, Singer Sewing Machine Company. The defendants are 
sales agents for several manufacturers of sewing machines, and sell new sewing machines 
of other manufacturers, but have never had any connection with either of the complain- 
ants and have never sold new Singer Sewing Machines. 


The defendants in connection with their business have sold used sewing machines 
of all makes, and have sold used Singer Sewing Machines. 


Some of the used Singer Sewing Machines sold by defendants have been rebuilt, 
renovated, altered or repaired by the defendants, in the following respects: Old treadle 
Singer Sewing Machines were purchased or received in trade for other machines, some of 
the Singer machines so received being under twenty years of age, many older. Mechani- 
cal parts were removed from the head of the machines and the parts so removed were 
replaced by substituting parts of non-Singer manufacture, the substituted parts being 
parts such as reverse stitch device which required the making of a hole in the machine 
head and permanently attaching the device to the inner parts of the machine; dial 
thread tension control; modern bobbin winder, disk wheels to replace spoke wheels; 
electric motor attached; the machine placed in a cabinet or portable case of non-Singer 
manufacture, and modernized in other respects. 

The old treadle machines were changed into electrified sewing machines and made 
to closely resemble Singer machines of more recent manufacture. The machines were 
repainted and the decaleomania of Singer machines of more recent manufacture applied 
to the repainted heads. 

The defendants advertised in the daily newspapers of Atlanta, Georgia, these changed 
Singer machines as being for sale, and in some of the advertisements referred to the 
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with complainants on their claims both of trade mark infringement and 
unfair competition, and gave judgment specifically enjoining defendants 
as provided for in his conclusions. Defendants did not appeal, but com- 
plainants appealing from the judgment, are here insisting that it keeps the 
promise of the conclusions of law (note 3, supra) to the ear while it breaks 


machines as Singer Sewing machines, and in other advertisements as rebuilt Singer 
Sewing Machines. 

This course of practice might well deceive the buying public in two respects: The 
public would believe that the machine was of much later manufacture and believe that 
the machine and its substituted parts to be the genuine product of the Singer Manufac- 
turing Company. 

This not only constitutes infringement upon the trade mark of the complainant, 
Singer Manufacturing Company, but also constituted an unfair trade practice as respects 
both complainants. 

3. Conclusions of Law: (1) This Court has jurisdiction of the parties and the 
subject matter of the complaint. 


(2) Even though under the holding in Singer Manufacturing Co. v. June Mfg. Co., 
163 U.S. 169, 41 L.Ed. 118, the name of SINGER has come to indicate the class and 
type of machines made by that company, such name constitutes their generic descrip- 
tion and conveys to the public mind the machines made by it, and on the expiration of 
the patent the right to manufacture and use the machines and the use of the name 
SINGER passed to the public with the dedication resulting from the expiration of the 
patents. 


(3) The right to use such dedicated name is subject, however, to the condition 
that the name must be so used as not to deprive the original manufacturer of its rights 
to the good will and reputation that it had acquired in producing such goods under 
such name over a long period of time. 


(4) The complainant, Singer Manufacturing Company (since the dedication to 
public use of the name SINGER), has by the constant and exclusive use of the name 
SINGER in designating sewing machines and other articles manufactured and sold by it 
and in advertising the same continuously and widely—recaptured from the public domain 
the name SINGER and it has come to mean not only that the manufactured goods bear- 
ing that name are the manufactured goods of the Singer Manufacturing Company, but 
that the mark SINGER serves as a guarantee of quality and that future purchasers of 
products so marked are the products of the Singer Manufacturing Co. The name SINGER 
has thus become a valid trade mark of complainant and is entitled to protection as such. 

(5) Under the holding in Champion Spark Plug Co. v. Sanders, 331 U.S. 25, 91 
L.Ed. 1386 [37 TMR 323], the defendants have the right to repair or rebuild sewing 
machines, but such machines sold by them must be so marked as to show the truth, and 
to convey to the buying public the true character of the product. 

(6) The test of infringement is not whether the conduct is such as to mislead a 
careful and discriminating purchaser, but it is enough if it may mislead the ordinary 
and casual buyer. Auto Acetylene Light Co. v. Prestolite Co., 264 F. 810. 

(7) The substitution of non-Singer parts, the modernization, the electrification and 
the advertising would mislead the public and make the ordinary purchaser believe the 
machine to be of more recent manufacturing and to be wholly the product of Singer 
Manufacturing Company. 

(8) Such practices constitute both trade mark infringement and unfair competi- 
tion, and will be enjoined. Singer Mfg. Co. v. American Appliance Co., 86 F.Supp. 737 
[39 TMR 922]. 

The defendants may repair, renovate and rebuild Singer Sewing Machines and sell 
them to the public, but in so doing the repaired, renovated or rebuilt machines must 
be so plainly and truthfully labeled as to plainly and truthfully convey to the buying 
public the true character of the machine. 

In order to plainly and truthfully convey to the buying public the true character 
of the machine, and to prevent future violations of complainants’ rights, a decree will 
be prepared to provide that in selling such machines the defendants shall place thereon 
medallion or decaleomania as will be plainly legible showing: 

1.. That the machine is rebuilt. 


2. By whom rebuilt. 
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it to the hope in this, that, whereas the district judge concluded that ‘‘The 
repaired, renovated, or rebuilt machines must be so plainly and truthfully 
labeled as to plainly and truthfully convey to the buying public the true 
character of the machine’’, the specific terms of the decree chosen and 
employed by the district judge ‘‘to prevent future violations of complain- 
ants’ rights’’ are not effective to do so. So insisting, they urge upon us 


that the decree fails of doing, and requiring the doing of, equity in the 
respects set out below in note 4.* 


3. That non-Singer parts have been used in rebuilding. 

4. If the machine was originally a treadle machine, that fact shall be stated. 
The name SINGER or decaleomania once removed from a machine may not be replaced 
with name or decaleomania of later design, but may be replaced only with name and 
decaleomania of identical design. 


Advertising matter will conform to the above requirements. 


The prayer for accounting having been abandoned by complainants, injunction will 
grant adequate relief, and will be issued. 


The complainants may prepare and present a decree in accordance herewith. 
4. Specifications of Errors: 


1. The failure of the Trial Court to enjoin the use of plaintiff’s trade mark 


SINGER, the name THE SINGER MANUFACTURING Co. and the plaintiff’s Oval trade mark 
medallion on or in connection with the advertising or sale of so-called ‘‘rebuilt’’ sewing 
machines. 


2. More specifically, the failure of the Trial Court to enjoin the defendants. 

(a) From selling or otherwise disposing of any ‘‘rebuilt’’ sewing machine unless 
said defendants shall remove therefrom plaintiffs’ names and trade marks and, in 
the place of the trade mark SINGER on the horizontal arm, affix a non-infringing name 
of defendants’ selection, followed by the word ‘‘Rebuilt’’; provided, however, that in 
addition defendants shall permanently affix to the head of any such machine a square 
or rectangular medallion or decalomania bearing a notice reading: 


‘*A used Singer head, reconstructed, repainted, electrified, and modified by 

XYZ, Atlanta, Georgia, with XYZ’s parts, motor, controller and cabinet.’’ 
In such notice, any non-infringing name may be used in place of ‘‘XYZ’’; and 
SINGER shall not be emphasized or different in color, size or style of type from the 


wording of the remainder of the notice. 


(b) From using plaintiffs’ names or trade marks in advertising any ‘‘rebuilt’’ 
sewing machine except that in their printed advertising defendants may use substan- 
tially the following statement: 


‘*A used Singer head, reconstructed, repainted, electrified, and modified by 

XYZ, Atlanta, Georgia, with XYZ’s parts, motor, controller and cabinet.’’ 
In such statement any non-infringing name may be used in place of ‘‘XYZ’’; and 
SINGER shall not be emphasized or different in color, size or style of type from the 
wording of the remainder of the notice; and in all of defendants’ advertising which 
incorporates such statement, the defendants’ ‘‘rebuilt’’ sewing machines shall be 
advertised under the name ‘‘XYZ’’ or other non-infringing name of defendants’ 
selection as ‘‘XYZ Rebuilt sewing machine.’’ 

(c) From applying to any ‘‘rebuilt’’ sewing machine head any of plaintiffs’ 
machine transfer designs. 


(d) From making, procuring, selling or disposing of or using any decalcomania, 
name-plate, label or the like bearing plaintiffs’ machine transfer designs, names, or 
trade marks, or any simulation thereof, except in the notice referred to in paragraph a. 


(e) From distributing or using any sewing machine instruction booklet which 
earries any of plaintiffs’ names, trade marks or sewing machine model numbers, in 
connection with any ‘‘rebuilt’’ sewing machine, or any sewing machine made by some- 
one other than the plaintiff, The Singer Manufacturing Company, except that instrue- 
tion booklets used in connection with ‘‘rebuilt’’ sewing machines may carry the 
following legend: 
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We are not in any doubt that the appellants were and are entitled to 
the full and effective relief accorded to them in the conclusion of law that 
while ‘‘the defendants may repair, renovate, and rebuild Singer Sewing 
Machines and sell them to the public, in so doing the repaired, renovated 
or rebuilt machines must be so plainly and truthfully labeled as to plainly 
and truthfully convey to the buying public the true character of the 
machines’’. 


We are not convinced, however, that for the present the provisions of 
the decree chosen and employed by the chancellor, in the exercise of his 
equitable judgment, to make this conclusion effective will not do so. But 
neither are we certain that they will for all time to come do so. We are, 
therefore, of the opinion that the decree appealed from should be amended 
to provide that the decree is kept open for orders at its foot and that com- 
plainants shall have the right to apply for modifications of or additions to 
it, as proposed by them, upon a showing that experience under the decree 
as entered confirms their view that as entered it does not effectively afford 
them the relief found and determined by the chancellor to be their right 
and due. 


As so modified, the decree appealed from is affirmed with costs equally 
divided. 


PIKE et al. v. RUBY FOO’S DEN, INC., OF MARYLAND et al. 


No. 3296-53 - D.C.D.C. - November 10, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Trade-mark or name is merely protection for good will of business and is not 

subject of property except in connection with existing business. 
Trade name is entitled to protection only where owner is doing business or 


where name has acquired secondary meaning identifying goods or business with 
owner. 
Mere fact that trade name may have acquired secondary meaning in one 


jurisdiction does not vest owner with right to pre-empt its use of that name in 
another jurisdiction where it has not become identified with business or goods. 

Fact that confusion as to source might result from sale of packaged food 
bearing trade name RUBY FOO’S name similar to that used by corporations in 
Boston and New York, does not affect defendant corporation’s ownership of trade 
name as applied to District of Columbia restaurant, as plaintiff created likelihood 
of confusion when she purported to license use of trade name by corporation. 


Florence A. Pike and Bernice Parks Shefts v. Ruby Foc’s Den, Inc., of 
Maryland, Jacob A. Pike, Anna Pike and David L. Peister. Action for 


‘‘A used Singer head, reconstructed, repainted, electrified, and modified by 
XYZ, Atlanta, Georgia, with XYZ’s parts, motor, controller and cabinet.’’ 
In such legend, any non-infringing name may be used in place of ‘‘XYZ’’; and 
SINGER shall not be emphasized or different in color, size or style of type from the 
wording of the remainder of the legend; and if such legend is used the ‘‘rebuilt’’ 
sewing machines referred to in the booklet shall be designated under the name ‘‘ XYZ’? 
or other non-infringing name, as ‘‘ XYZ Rebuilt sewing machines.’’ 


(f) From misusing plaintiffs’ names, trade marks and trade indicia in any manner 
whatsoever. 
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Ward B. McCarthy of Washington, D. C. for plaintiffs. 
Manuel J. Davis of Washington, D. C. for defendants. 
James C. Toomey of Washington, D. C. receiver, pro se. 


Keecu, District Judge. 
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identifying the goods or business with such owner. 







Deal Market Co., Inc., U.S.App.D.C., July 2, 1953. 











corporation. 
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the other assets of the business, which is being sold as a whole. 
Nervine Company v. Richmond, 159 U.S. 293, 300. 
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appointment of receiver and injunction. Memorandum as to whether trade 
name is asset of corporation to be included in receivership sale of assets. 


I hold that the trade name RUBY FOO’s used by the restaurant in the 
District of Columbia is an asset of the corporation, Ruby Foo’s Den, Inc. 


A trade mark or trade name is merely a protection for the good will of 
a business, and is not the subject of property except in connection with an 
existing business. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 412- 


Basically, a trade name is entitled to protection only where the owner 
is doing business or where the name has acquired a secondary meaning 


The mere fact that a trade name may have acquired a secondary mean- 
ing in one jurisdiction does not vest the owner with the right to preempt 
the use of that trade name in another jurisdiction where it has not become 
identified with his business or goods. Food Fair Stores, Inc. v. Square 


I hold that the plaintiff Florence A. Pike has failed to prove that the 
name RUBY FOO’s had at the time of that licensing agreement or has now 
acquired such a secondary meaning as would identify the restaurant of the 
corporation in Washington as being connected with those operated by other 
corporations in Boston and New York. I hold further that any secondary 
meaning acquired in the District of Columbia by the trade name RUBY 
Foo’s identifies the restaurant as that of the corporation, and is the result 
of the business and good will built up in the District of Columbia by the 


The fact that confusion as to source might result from the sale of 
packaged food bearing a similar name does not affect the corporation’s 
ownership of the trade name as applied to the restaurant in the District of 
Columbia, the plaintiff Florence Pike having created the likelihood of con- 
fusion when she purported to license the use of the trade name by the 
corporation. Food Fair Stores, Inc. v. Square Deal Market Company, Inc., 


I therefore hold the trade name RUBY FOO’s subject to sale along with 


Richmond 
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CROTON WATCH COMPANY, INC. v. LAUGHLIN et al. 
No. 100 - C.A. 2 - November 12, 1953 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
EFFECT OF REGISTRATION THE PRINCIPAL REGISTER—IMPORTATIONS 


Injunction should have been granted to enjoin acting Collector of Customs 
from denying entry of watches bearing mark NIVADA GRENCHEN, since previous 
agreement by MOVADO owner stating that if GRENCHEN were added to NIVADA, 
watches so marked might come in was admission that there would be no confusion 
between them and registered mark MOVADO, in absence of contrary evidence; man- 
datory injunction directing MOVADO company to file written consent to importation 
would be justified only if importer succeeded to rights under agreement. 

Appeal from District Court for Southern District of New York, 
Noonan, J. 

Croton Watch Company, Inc. v. Frank B. Laughlin, Acting Collector 
of Customs of the Port of New York and Movado Watch Agency, Inc. 
Action for declaratory judgment to determine plaintiff’s rights to import 
certain articles. Plaintiff appeals from order denying plaintiff’s motion 
for preliminary injunction. Modified. 

Kane, Dalsimer & Kane, New York, N. Y. (David S. Kane and Philip T. 

Dalsimer, of New York, N. Y., and Haynes N. Johnson, of Mt. Kisco, 

N. Y., of counsel) for appellant. 

J. Edward Lumbard (Samuel R. Pierce, Jr., of counsel) of New York, N. Y. 
for appellee Laughlin. 
H. C. Bierman, of New York, N. Y., for appellee Movado Watch Agency, 

Ine. 

Before L. HAND, Swan, and Aueustus N. Hanp, Cireuit Judges. 


Swan, Cireuit Judge. 


This litigation resulted from the refusal of the acting collector of 
customs at the port of New York, in reliance upon 15 U.S.C.A. § 1124 and 
19 U.S.C.A. § 1526 to permit the plaintiff, Croton Watch Company, Inc., a 
New York Corporation, to import Swiss watches or watch movements bear- 
ing the words NIVADA GRENCHEN. Section 1124 provides: 


‘‘No article of imported merchandise * * * which shall copy or 
simulate a trade mark registered in accordance with the provisions of 
this chapter * * * shall be admitted to entry at any customhouse of 
the United States * * *’’ 

Movado Watch Agency, Inc., also a New York corporation, imports Swiss 
watches and is the owner of a registered trade mark, No. 394,192, which 
depicts a hand holding a watch with the name movapo appended. When the 
Movado company learned in November 1952 that the Croton company was 
advertising that it intended to import and distribute watches and watch 
movements marked NIVADA GRENCHEN, it notified Croton to cease using 
the mark NIVADA and complained to the acting collector that the mark 
NIVADA, even if used with the name Croton, was confusingly similar to 
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its registered trade mark movapo. Under date of June 3, 1953 the acting 
collector wrote the Croton company that he had been instructed by the 
Bureau of Customs to deny entry to watches and watch movements marked 
‘‘NIVADA alone or associated with any other word or mark unless written 
consent for the importation is obtained from the trade mark registrant.’”' 
Shortly thereafter the acting collector refused entry to a shipment con- 
signed to the Croton company containing movements marked CROTON NIVADA 
GRENCHEN. Thereupon the Croton company brought the present action 
against the acting collector and the Movado company. It is a declaratory 
judgment action for a declaration that the name NIVADA GRENCHEN is not a 
copy nor simulation of the name Movapo, that the action of the acting col- 
lector in refusing entry to the plaintiff’s merchandise is arbitrary and un- 
authorized by law, and that an agreement made in 1939 between the Movado 
company and a predecessor of the plaintiff was valid and binding upon the 
Movado company.” The complaint also prayed for a preliminary and 
permanent injunction restraining the acting collector from prohibiting the 
importation by plaintiff of watches or watch movements bearing the name 
NIVADA GRENCHEN, and directing the Movado company to file with the 
Bureau of Customs and acting collector Laughlin its written consent to 
such importation. Before answers by the defendants, the plaintiff moved 
upon its complaint and supporting affidavits for a preliminary injunction. 
In opposition to the motion the Movado company filed affidavits to the 
effect that the contract it made in 1939 with plaintiff’s predecessor was 
non-assignable ; and that in an opposition proceeding in 1944 against regis- 
tration of the trade mark Nivapa, the Patent Office had ruled that there 
was a likelihood of confusion between the marks NIvaADA and MovaDo.* The 
plaintiff’s motion was denied as to the acting collector on the ground that 
granting the injunction would be equivalent to a writ of mandamus, ‘‘ which 
this court lacks jurisdiction to grant,’’ and as to the Movado company on 
the ground that the relief sought ‘‘in essence, asks for specifie performance 
of an alleged contract between such defendant and a predecessor of 
plaintiff.’’ 


1. Section 1526, 19 U.S.C.A., permits importation with the registrant’s consent. 


2. The 1939 agreement was made in settlement of an action brought by Movado 
Watch Agency, Inc., against William C. Horowitz for infringement of its trade mark 
MOVADO. Horowitz was the Croton Watch Company’s predecessor in business. Para- 
graph 1 of the agreement reads as follows: 


**1. The Second Party [Horowitz] will not, except as herein expressly agreed, 
manufacture, purchase or import for sale nor sell nor offer for sale any watches, 
watch cases or watch movements bearing the name NIVADA, standing alone. The 
Second Party, however, may without objection from the First Party [Movado 
Watch Agency, Inc.] use the said name NIVADA in combination with or followed by 
the word GRENCHEN or the word GRANGES (the name GRANGES being the French form 
of the name of the town in Switzerland in which Nivada S.A. has its factory), 
and on watch movements the initials ‘S.A.’ may be inserted between the word 
NIVADA and the word GRENCHEN or GRANGES, in order to comply with United States 
Customs requirements.’’ (Name of parties supplied.) 

3. Neither the plaintiff nor its predecessor in business was a party to the opposition 
proceeding. 
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The basic issues presented for decision by the motion for a preliminary 
injunction against defendant Laughlin were whether the words NIVADA 
GRENCHEN copy or simulate Movado company’s registered trade mark, and 
whether Laughlin acted beyond his statutory authority in prohibiting plain- 
tiff’s importation of watches bearing those words. The district judge made 
no determination of these issues, nor does Laughlin’s brief on appeal argue 
that they should have been decided in his favor. He contends only that 
the court lacked jurisdiction. His argument urges four points: (1) The 
relief sought requires the granting of a writ of mandamus; (2) the suit is 
really against the United States and it has given no consent to be sued in 
the district court; (3) the Commissioner of Customs is an indispensable 
party; (4) if the suit can be brought without joining the Commissioner of 
Customs, the Customs Court has exclusive jurisdiction by reason of 28 
U.S.C.A. § 1583. 

None of these contentions is sustainable in our opinion. Reliance on 
28 U.S.C.A. § 1583 to establish that the Customs Court has exclusive juris- 
diction is misplaced.* As stated in the Reviser’s Note, this enactment was 
merely declaratory of prior statutes appearing in Title 19. See Patchogue- 
Plymouth Mills Corp. v. Durning, 2 Cir., 101 F.2d 41. We think the section 
inapplicable to such an action as the one at bar. To the other jurisdic- 
tional contentions Williams v. Fanning, 332 U.S. 490 supplies an authori- 
tative answer. There it was held that persons against whom the Postmaster 
General had issued a postal fraud order may sue the local postmaster to 
enjoin him from carrying out the order; and that the Postmaster General 
is not an indispensable party. What the plaintiff in that suit desired was 
to have his mail delivered; that relief could be obtained by enjoining the 
local postmaster from stamping the mail ‘‘fraudulent’’ and returning it to 
the senders. If he desisted from those acts, the mail would go forward in 
due course pursuant to the postal laws and regulations. It required no 
writ of mandamus to effect the desired relief. Similarly in the case at bar, 
if the court shall conclude that exclusion of the watches was unlawful, all it 
need do is to forbid the acting collector from making at the request or in 
the interest of Movado Watch Agency, Inc., any exception in the rights of 
entry secured to the plaintiff by the customs laws and regulations. True, 
the collector will have to do some affirmative acts to effect entry of the 
merchandise but those are acts required by the customs laws, not by order 
of the court. No writ of mandamus is necesary. In Fred Gretsch Mfg. Co. 
v. Schoening, 238 F. 780, this court assumed without discussion that the 


4. § 1583. Review of decisions on protests. 

The Customs Court shall have exclusive jurisdiction to review on protest the deci- 
sions of any collector of customs, including all orders and findings entering into the 
same, as to the rate and amount of duties chargeable and as to all exactions of whatever 
character within the jurisdiction of the Secretary of the Treasury; decisions excluding 
any merchandise from entry or delivery, under any provision of the customs laws; and 
the liquidation or reliquidation of any entry, or the refusal to pay any claim for draw- 
back or to reliquidate an entry for a clerical error as provided by the customs laws. 
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collector may be enjoined if his refusal of entry is unauthorized by statute. 
See also Coty, Inc. v. Le Blume Import Co., Inc. (S.D.N.Y.), 292 F. 264, 
269, aff’d, 293 F. 344; Holland v. C. & A. Import Corp. (S.D.N.Y.), 8 
F.Supp. 259, 261. 


Being satisfied that jurisdiction was not lacking, we pass to the question 
whether a preliminary injunction should have been granted to enjoin the 
acting collector from denying entry of the merchandise. We think it should. 
By the 1939 contract the Movado company agreed that if GRENCHEN were 
added to NIvADA, watches so marked might come in. This was an admission 
that there would be no confusion between them and the registered mark 
MOvADO. True, Movado did not expressly so state, and it is possible that it 
only meant to surrender what it thought to be its right for a consideration 
limited to that particular occasion. But it does not give any such explana- 
tion of its consent, and its consent was not confined to a particular impor- 
tation but was general. It compromised its litigation with respect to NIVADA 
simpliciter and MOvADO simpliciter by saying that GRENCHEN would suffi- 
ciently distinguish them. In the absence of evidence to the contrary, we 
think the claim is wholly unjustified that watches so marked will result in 
confusion. The plaintiff has a contract with the Swiss manufacturer to 
import several thousand watches and publicly advertised the sale of them. 
To deny them entry will inflict upon plaintiff loss not compensable in 
damages. An injunction should have been granted. 


To enjoin the collector is not to enforce the 1939 agreement. The 
agreement would be equally effective as an admission, even if the plaintiff 
were not the successor of Horowitz, the promisee. However, a mandatory 
injunction directing the Movado company to file its written consent to the 
importation would be justified only if the plaintiff has succeeded to the 
contract rights of Horowitz. Since that is in dispute, we think refusal of a 
preliminary injunction against the defendant Movado was correct. That 
portion of the order on appeal is affirmed. Refusal of a preliminary in- 
junction against the acting collector is reversed and the injunction granted. 
The appellant is awarded the costs of appeal. 


AMERICAN CHICLE COMPANY v. 
TOPPS CHEWING GUM, INC. 


No. 51 - C.A. 2 - November 20, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DrREsSS oF GoopDs 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 


Where defendant selected package for chewing gum product quite similar to 
that of plaintiff, except for substitution of Topps for CHICLETS and offered no 
explanation for so doing, injunction is properly granted; assumption is made that 
defendant’s package make-up is likely to mislead a substantial minority of 
purchasers. 
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Appeal from District Court for Eastern District of New York, 
Byers, J. 


Action for trade-mark infringement and unfair competition by Ameri- 
can Chicle Company v. Topps Chewing Gum, Inc. Defendant counterclaims 
for cancellation of trade-mark registration. Defendant appeals from 
judgment for plaintiff. Affirmed. 


Case below reported at 43 TMR 929. 
George E. Middleton, of New York, N. Y. for appellant. 
W. Lee Helms, of New York, N. Y. for appellee. 
Before L. Hand, Swan and Avueustus N. Hanp, Circuit Judges. 
L. Hann, Cireuit Judge. 


The defendant appeals from a final judgment, permanently enjoining it 
from infringing the plaintiff’s trade mark, used in the sale of small nuggets 
of candy covered chewing gum of various flavors; and dismissing the de- 
fendant’s counterclaim, for the cancellation of the mark. The registration 
deseribed the mark as follows: ‘‘The trade mark consists of an O shaped 
figure colored red having a parallelogram of light shade, usually white, 
extending horizontally from the central right portion of such figure, 
together with parallel bands, over and under such figure and parallelo- 
gram, of a dark color contrasting with that of the parallelogram, as shown 
in the drawing. The lining on the O shaped figure denotes the red color, 
and the lining on the bands indicates shading only. No claim is made to 
the representation of a carton apart from the other features of the mark 
shown on the drawing. The only issue on the plaintiff’s complaint is 
whether the defendant infringes; the issues on the counterclaim are that 
the mark is invalid, as it does not serve to distinguish the plaintiff’s goods 
and that the plaintiff has abandoned it. We do not find it necessary to 
discuss either of these contentions; and the judgment dismissing the coun- 
terclaim will be affirmed. The facts were as follows: 


9? 


Since 1939 the plaintiff has used the trade mark in suit on cardboard 
boxes (three and five eighths inches by one and three quarters), holding 
ten or twelve nuggets, the nuggets in each box being of a single flavor. 
There are a number of different flavors, each flavor being in a box of a 
different color. One box is for peppermint nuggets, and on it the color of 
the ‘‘parallel bands over and under’’ the O ‘‘figure and parallelogram’’ is 
yellow. The ‘‘O shaped figure colored red’’ appears at the left on all the 
boxes, its opening being cut through the cardboard so as to show some of 
the nuggets within. The ‘‘parallelogram of light shade’’—in practice 
always white—bears the word CHICLETs, written in large black letters, and 
is the most arresting feature of the ‘‘make-up’’ as a whole. In later boxes 
the ‘‘parallelogram of light shade’’ has been extended far enough to the 
left to break the circle of the ‘‘O shaped figure,’’ and change it into a sort of 
‘*©’’. Up to 1949 the defendant had been selling similar chewing gum nug- 
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gets of peppermint flavor in packages, each containing about two nuggets, 
several packages being inclosed in, and sold from, a containing canister. The 
‘‘make-up’’ of these packages was altogether unlike the plaintiff’s; but in 
1949 it began to market its peppermint nuggets by the dozen in boxes (four 
inches by two), that have at their left end a broken ‘‘O,’’ the upper half of 
which is colored green, the lower half red. From the broken ‘‘O’’ a white 
‘‘parallelogram’’ extends to the right end of the box, flanked above and 
below by ‘‘parallel bands’’ of yellow, giving the box a predominant tone 
of the same shade of that color as the plaintiff’s. Upon the white ‘‘ parallel- 
gram’’ appears in large letters the word Topps, in place of CHICLETS on the 
plaintiff’s boxes; but there is no other substantial difference between the 
‘‘make-up’’ of the box except for the defendant’s break in the ‘‘O’’ and 
its upper green half. 


Although Judge Byers [43 TMR 929] found no evidence of any 
‘‘actual confusion on the part of purchasers,’’ he did find that ‘‘a brief 
visual observation by a customer might well fail to appraise him of the 
different sources of manufacture of the nuggets.’’ Also that ‘‘in the usual 
retail purchase * * * the similarity in appearance * * * is such as to be 
likely to cause confusion * * * of an appreciable number of ordinarily 
prudent purchasers.’’ Again, that ‘‘the use by the plaintiff of its trade 
mark Chiclets * * * does not affect the issues in this case.’’ These findings 
were supported by the following testimony. The plaintiff’s assistant secre- 
tary testified on cross-examination as follows: 

**Q. Now Mr. Helms has suggested that Chiclets, the word Chic- 
lets, may indicate to some people a candy coated gum. Do you sub- 
seribe to that? A. I do. 

‘*Q. Is it your opinion that Chiclets is no longer a good trade 
mark? A. It is not my opinion. 

‘*Q. In other words you think it is a good trade mark? A. I do. 

‘*Q. And you think that to most people it indicates the product of 
the American Chicle Company, do you not? <A. To the majority of 
people, yes.”’ 

The plaintiff’s advertising manager testified as follows: 

‘*Q. Have you observed any tendency on the part of the public to 


eall various names’’ (makes?) ‘‘of candy coated gum Chiclets? A. 
Very definitely. 


‘*Q. And that has extended over how many years, if any, to your 
knowledge? A. It has been a problem for many years to our company. 

‘*Q. Have you been in stores or in a store where a customer called 
for Chiclets? <A. Yes. 

‘*Q. More than once? A. On many occasions. 

‘*Q. What have you observed in those instances? A. On ocea- 
sions a retailer might question the customer by saying ‘What kind of 
Chiclets do you want? Beechies Chiclets? P.K. Chiclets?’ ”’ 


In contradiction of this testimony Davis, a neutral witness called by the 
defendant, testified that in his experience, when a buyer asked for CHICLETs, 
the salesman always gave him the plaintiff’s gum; and that he never heard 
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a salesman ask ‘‘Do you want P.K. Chiclets or Beechies Chiclets?’’ He had 
never ‘‘observed that there is a tendency on the part of the public to use 
the term Chiclets for candy coated gum generally.”’ 


Upon this dispute we accept the finding [43 TMR 929] that ‘‘the 
similarity in appearance * * * is likely to cause confusion * * * of an 
appreciable number of ordinarily prudent purchasers,’’ in spite of the 
word TOPPS replacing CHICLETs. The situation is therefore one where, 
although ‘‘the majority of people’’ do not suppose that the word CHICLETS 
is generic, there is a ‘‘tendency’’ to read it so; and it follows that to these 
buyers, who are numerous enough to become ‘‘a problem for many years to 
our company,’’ the word has ceased to denote any definite ‘‘source of 
origin.’’ How far this may have affected the validity of the trade mark, 
CHICLETs (for that too is registered), is not important here. What is im- 
portant is that to those buyers who think cHICLETs to be a descriptive term, 
the ‘‘make-up’’ that accompanies it may well be what assures them that 
they were getting the cHICLETs they have become used to; and the word, 
TOPPS, would not in that event tell them of any new ‘‘source of origin.’’ 
It is reasonable to believe that the fabulous sum—$11,000,000—that has 
been spent in ‘‘publicizing’’ the plaintiff’s nuggets as cHICLETs has fixed 
the word in the minds of many buyers as meaning no more than a candy 
coated gum nugget; and to some degree destroyed as a trade mark. That is 
a peril to which all such advertising is subject; its very success may prove 
its failure.* 


We may properly assume, therefore, that, although the defendant’s 
‘‘make-up’’ is not ‘‘likely to cause confusion’’ among attentive buyers, 
there is a substantial minority, ‘‘likely’’ to be misled. If we were to read 
the statute? literally, such a minority would be enough, for the text does 
not limit infringement by the number of those who may be misled. How- 
ever, we do not read this statute as tabula rasa; we construe it in the back- 
ground of the law as it stood in 1946;° and that law defined the issue of 
infringement less literally. On all but the most extreme occasions it in- 
volved a balance of two conflicting interests: that of the ‘‘owner’’ of the 
mark to prevent the diversion of prospective customers as opposed to that 
of the putative infringer to be free to compete for them. In the case at bar 
this becomes a balance between the plaintiff’s prospective loss of a not 
insignificant number of customers—i.e., the more careless ones—and the 
defendant’s interest in continuing the use of a ‘‘make-up’’ that in itself 
has no eonceivable value. For the defendant has not suggested even the 
most diaphanous reason for selecting for its peppermint box out of all 
possible permutations of color and design, just the plaintiff’s—or at least 
almost the plaintiff’s—combination, except for the substitution of Topps for 

1. DuPont Cellophane Co. v. Waxed Products Co., 85 F.2d 75 [26 TMR 513] 
(C.C.A. 2); Bayer Co. v. United Drug Co., 272 F. 505. 


2. §1114(1)(a) Title 15, U.S.C. 
3. S.C. Johnson & Son v. Johnson, 175 F.2d 176 [39 TMR 557] (C.A. 2). 
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CHICLETS. It would be absurd to see in this anything but a hope to bring 
to its own net just those buyers who are on the fringe of the plaintiff’s 
possible customers. In the language of Judge Byers the imitation ‘‘re- 
vealed an apparent purpose to come as close to the plaintiff’s package as 
the law might close its eyes to, so long as Topps is used instead of Chiclets.’’ 
What we said in Miles Shoes, Inc. v. R. H. Macy & Co., 11 F.2d 602, 603 
[43 TMR 929], applies to the letter, mutatis mutandis: ‘‘Why it should 
have chosen a mark that had long been employed by Macy and had become 
known to the trade instead of adopting some other means of identifying 
its goods is hard to see unless there was a deliberate purpose to obtain some 
advantage from the trade that Macy had built up.’’ Indeed, it is generally 
true that, as soon as we see that a second comer in a market has, for no 
reason that he can assign, plagiarized the ‘‘make-up’’ of an earlier comer, 
we need no more; for he at any rate thinks that any differentia he adds will 
not, or at least may not, prevent the diversion and we are content to accept 
his forecast that he is ‘‘ likely’’ to sueceed. Then we feel bound to compel 
him to exercise his ingenuity in quarters further afield. 


ce 


The defendant relies upon Life Savers Corp. v. Curtiss Candy Co., 182 
F.2d 4 [40 TMR 520] (C. A. 7); and it is true that in that case there was 
evidence that, in spite of the defendant’s name, curRTIss, plainly appearing 
on its wrapper, there were customers, who bought the defendant’s goods, 
thinking them to be the plaintiff’s; moreover the court (p. 8 [40 TMR 


sé 


is 


520] ), cited a number of decisions to the effect that a new competitor 


not obligated to protect the negligent and inattentive purchaser from con- 
fusion resulting from indifference.’’ It cannot be denied that courts have 
at times reasoned as though a second comer were free to divert a first 
comer’s customers, if he confined himself to those who were unduly care- 
less. If the issue were whether such buyers could complain that they did 
not get what they wanted, it might be an answer in the second comer’s 
mouth that they had themselves to thank for their failure to look more 
closely at the ‘‘make-up’’; though even that is a doubtful answer. Be that 
as it may, the issue becomes altogether different when it is between a first, 
and a second comer, for the first comer’s careless customers are as valuable 
to him as any others; and their carelessness can hardly be charged to him. 
Why they should be deemed more legitimate game for a poacher than his 
careful buyers, it is hard to see, unless it be on the ground that he should 
have made his mark so conspicuous that it would serve to hold even the 
most heedless. Surely that is an inadequate defense. We are not com- 
mitted to the doctrine in this circuit, and we know of no decision of the 
Supreme Court that precludes our following our own judgment. We do 
indeed distinguish the question how far a second comer is to be charged 
ab initio with the duty of anticipating that there will be careless buyers 
whom his ‘‘make-up’’ may divert. That is one thing; we are speaking of 
a patent effort to catch such buyers, even though the effort be limited to 


ee 
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them. The following excerpts from the Restatement of Torts seem to us, 
at least by implication, to bear us out, Section 729, Comment f : ‘‘ But if he’’ 
(the second comer) ‘‘adopts his designation with the intent of deriving 
benefit from the trade mark or trade name his intent may be sufficient to 
justify the inference that there is confusing similarity * * * his judgment 
manifested prior to the controversy is highly persuasive. His denial that 
his conduct was likely to achieve the result intended by him will ordinarily 
earry little weight.’’ Again, § 729 Comment g: ‘‘The buying habits of the 
purchasers of the particular goods in question are also significant. If the 
goods are bought by purchasers who exercise considerable attention and 
inspect fairly closely, the likelihood of confusion is smaller than when the 
goods are bought by purchasers who make little or no inspection.’’ We are 
by no means sure that Life Savers Corp. v. Curtiss Candy Co., supra (182 
F.2d 4 [40 TMR 520] ), is to the contrary; but, if it must be so construed, 
with great deference we must leave the last word to the Supreme Court. 


Judgment affirmed. 


RONSON ART METAL WORKS, INC. v. 
GIBSON LIGHTER MFG. CO. et al. 


N. Y. Sup. Ct., Special Term, N. Y. County - November 27, 1953 


UNFAIR COMPETITION—DRESS OF GOODS 
While, upon the expiration of a patent, the public is free to make and sell 
the article in its previously protected form such right is subject to the requirement 
that reasonable steps should be taken to distinguish the article from the articles 
of the patentee; hence where defendant manufactures a lighter which almost 
identically copies the particular design, material and appearance of the RONSON 
lighter and these copied features are non functional and not the essential features 
thereof and defendant also prints its name GIBSON in such manner as to obscure 
the Gis and emphasize the son portion of the name and uses identical advertising 
slogans the results is an intentional inducing of confusion in the minds of the 
public and constitutes unfair competition which will be restrained. 
UNFAIR COMPETITION—SCOPE OF RELIEF 
Defendants are enjoined from manufacturing, selling or advertising lighters 
without clearly indicating on the article or in its advertising that they are not 
the product of Ronson and defendants must pay fair and just compensation for 
injury plaintiff has sustained by reason of defendants acts of unfair competition 
such compensation to be determined and reported by a referee to be appointed. 


Action by Ronson Art Metal Works, Inc. v. Gibson Lighter Mfg. Co., 
George J. Manne, doing business as Gibson Lighter Mfg. Co., Charles H. 
Fischberg, Paul Fischberg and Maurice J. Fischberg, doing business as 
Charles H. Fischberg & Sons, Charles H. Fischberg Associates, William 
Schimel, doing business as Miligate Co., Charles H. Fischberg & Co., Ltd., 
and Continental Merchandise Co. Inc. for unfair competition. Judgment 
for plaintiff. 

Case below reported at 43 TMR 190. 


Lorenz, Finn & Nobiletti, of New York, N. Y. for plaintiff. 
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Harry Price, of New York, N. Y. for defendant. 
WALTER, Justice. 

Plaintiff manufactures and sells devices which by the pressure of the 
finger of the user cause sparks to ignite a wick, which are used for the 
lighting of cigars and cigarettes, and which are known as cigar and cigarette 
lighters, and it has done so for many years. In 1952 defendants began the 
manufacture and sale of similar devices. Plaintiff claims that defendants 
are engaging in unfair competition in that they use methods which mislead 
the public into believing that defendants’ lighters are the plaintiff’s 
lighters, and it brings this action for an injunction, an accounting and 
damages. 

Plaintiff was incorporated in 1928 under the name of Art Metal Works, 
Ine. On January 17, 1928, its founder, Louis V. Aronson, obtained U. 8. 
Design Patent No. 74,248. On June 12, 1928, he obtained U. 8S. Patent 
No. 1,673,727 for a form of lighter having means to ignite a wick by means 
of a shower of sparks. The term of that patent was extended for seven 
years from June 12, 1945, by reissue Patent No. 19,023, issued December 12, 
1933. On May 28, 1935, Aronson obtained U. 8. Patent No. 2,002,845 for a 
more efficient and convenient form of lighter. On July 16, 1946, Frederick 
Kaufman, an employee of plaintiff, obtained U. S. Design Patent No. 
145,217. Plaintiff manufactured its lighters under those patents. 

Those patents conecededly expired on the following dates: No. 74,248 
on January 17, 1942; No. 2,002,845 on May 28, 1952; No. 19,023 on June 12, 
1952; No. 145,217 on July 16, 1953. 

As plaintiff’s patents have all expired, it necessarily follows that the 
patents themselves give plaintiff no right to relief and that defendants are 
legally free to make and sell the patented article and to call the article by 
its generic name ‘‘Lighter,’’ subject only to the qualification that their 
right to do so must be exercised fairly and that fairness requires that de- 
fendants reasonably distinguish their products from the products of 
plaintiff. Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 186, 187, 188, 
200, 202, 204; Kellogg Co. v. Nat. Biscwit Co., 305 U.S. 111, 120, 121 [28 
TMR 569]; Westcott Chuck Co. v. Oneida Chuck Co., 199 N.Y. 247, 250; 
Pocket Books, Inc. v. Meyers, 292 N.Y. 58, 61. 

Where the form, shape and appearance of a patented article are an 
integral and essential part of the article as made and sold under the patent, 
the public, upon the expiration of the patent, has not only the right to 
make the article but, also, the right to make it in the form and shape 
and with the appearance of the article as made by the patentee or his 
assignee (Wilcox & Gibbs Sewing Machine Co. v. Kruse & Murphy Mfg. 
Co., 14 Daly 116, aff’d 118 N.Y. 677; Singer Mfg. Co. v. June Mfg. 
Co., 163 U.S. 169; Kellogg Co. v. Nat. Biscuit Co., 305 U.S. 111 [28 TMR 
569]) but even there (i.e., even where form, shape and appearance are 
such an integral and essential part of the patented article that the pub- 
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lic, upon the expiration of the patent, has the right not only to make 
the patented article, but also the right to make it in the form and shape 
and with the appearance which the manufacturer under the patent gave 
it) every person who undertakes, after the expiration of a patent, to make 
the patented article in the form and shape and with the appearance of the 
article as it was manufactured under the patent, assumes the burden of 
using reasonable means to distinguish his articles from the articles manu- 
factured by the patentee in such manner that the public will not be misled 
into thinking that the products of that person are products of the patentee. 
Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 186, 187, 188, 200, 204; 
Kellogg Co. v. Nat. Biscuit Co., 305 U.S. 111, 120, 121 [28 TMR 569]; 
Westcott Chuck Co. v. Oneida Chuck Co., 199 N.Y. 247, 250; Pocket Books, 
Inc. v. Meyers, 292 N.Y. 58, 61; Yale & Towne Mfg. Co. v. Ford, 203 F. 
707 ; Eagle Pencil Co. v. Baehr, 118 Mise. 571. 

This case hence turns upon a single question of fact: Have defendants 
taken reasonable means to distinguish their lighters from plaintiff’s lighters 
in such way that the public will not be misled into thinking that defend- 
ants’ lighters are lighters made by plaintiff? 


Considerable was said upon the trial about ‘‘secondary’’ meaning, but, 
as I see it, the doctrine of secondary meaning is not involved, because plain- 
tiff’s right to relief does not depend upon proof that some fanciful, arbi- 
trary, descriptive or geographical word, not in itself susceptible of being 
a technical trade mark, has become identified in the public mind as meaning 
goods manufactured by plaintiff, which is what I understand is meant 
by secondary meaning in the law of unfair competition. 


Plaintiff, of course, must prove that in some way, by some means, the 
lighters it makes are identified in the public mind as lighters made by 
plaintiff; but if that proof be made, then plaintiff’s right to relief rests 
upon nothing more abstruse than the simple common-law right of every 
merchant not to have the goods of another palmed off on the public as his 
goods. 

Since a very early stage of its existence plaintiff has designated its 
lighters by the name of Ronson (a name formed by dropping the first letter 
‘‘a’’ from the name of plaintiff’s founder, Louis V. Aronson), and in 1945 
plaintiff’s corporate name was changed to Ronson Art Metal Works, Inc. ; 
and since that time plaintiff, although making lighters of many different 
styles and models, including table lighters as well as pocket lighters, fairly 
may be said to have specialized very largely in four sizes or models of 
pocket lighters, which it designates as Standard, Whirlwind, Adonis and 
Princess. Its sales of those four models in the following years were as 
follows: 1935—Standard, 32,000; Princess, 86,000; Whirlwind and Adonis, 
none. 1936—Standard, 49,000; Princess, 112,000; Whirlwind and Adonis, 
none. 1937—Standard, 80,000; Princess, 125,000; Whirlwind and Adonis, 
none. 1938—Standard, 29,000; Princess, 62,000; Whirlwind and Adonis, 
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none. 1939—Standard, 34,000; Princess, 82,000; Whirlwind and Adonis, 
none. 1940—Standard, 92,000; Princess, 133,000; Whirlwind and Adonis, 
none. 1941—Standard, 139,000; Princess, 202,000; Whirlwind, 46,000; 
Adonis, none. 1946—Standard, 1,667,000; Princess, 1,000; Whirlwind, 
310,000; Adonis, 9,000. 1947—Standard, 2,164,000; Princess, 177,000, 
Whirlwind, 708,000; Adonis, 133,000. 1948—Standard, 1,975,000; Princess, 
548,000 ; Whirlwind, 957,000; Adonis, 551,000. 1949—Standard, 2,235,000 ; 
Princess, 744,000 ; Whirlwind, 1,025,000; Adonis, 488,000. 1950—Standard, 
1,756,000; Princess, none; Whirlwind, 878,000; Adonis, 459,000. 1951— 
Standard, 1,929,000; Princess, none; Whirlwind, 987,000; Adonis, 481,000. 
1952—Standard, 1,154,000; Princess, none; Whirlwind, 663,000; Adonis, 
340,000. 

In the first six months of 1953 plaintiff sold over 252,000 of its Whirl- 
wind lighters, over 340,000 of its Standard lighters and over 95,000 of its 
Adonis lighters, and the dollar volume of all its lighter sales in those six 
months was $5,800,000. 


Plaintiff sells its lighters to wholesalers (sometimes called dealers or 
distributors), who sell to retailers, who in turn sell to the individual users. 
The retail stores which so sell to the users are about 100,000. 


Plaintiff has advertised its lighters extensively in magazines and news- 
papers, by radio, by television, and by distributing to dealers and retailers 
circulars, display cards, posters, and mats and matrices which the dealers 
and retailers use in making up their own individual advertisements. Plain- 
tiff’s expenditures for this advertising have been in excess of $100,000 in 
each year since 1935; in excess of $250,000 in each year since 1945, and in 
excess of $1,000,000 in each year since 1948; and in each of the years 1949, 
1950, 1951, such expenditures exceeded $2,000,000. 


In all that advertising the name Ronson has been used prominently 
and exclusively as the name by which plaintiff’s lighters have been desig- 
nated. In most of its pictures of the lighters themselves have been displayed, 
along with the names Standard, Whirlwind and Adonis, and to a lesser 
extent Princess. In connection with the illustrations of the Whirlwind 
lighter, stress has been laid upon the fact that that model has a movable 
windshield which, when raised, protects the light from the wind, and which, 
when lowered, is out of view and out of any position which interferes with 
the use of the lighter or the convenient carrying of it in the pocket. The 
idea that the lighter can be used out of doors and in strong winds is 
further emphasized by pictures of the God of Wind with puffed cheeks 
vainly trying to blow out the light, while the user of the lighter lights a 
cigarette as easily and as calmly as if there were no wind. 


In most of its advertising plaintiff has also used, consistently and 
conspicuously, two slogans, WORLD’S GREATEST LIGHTER and PRESS—IT’S LIT; 
RELEASE—IT’s ouT. The latter slogan was designed to and has had the effect 
of emphasizing the fact that, unlike some earlier models of lighters, the 
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models now offered by plaintiff have a snuffer which closes down upon and 
extinguishes the light by the mere act of removing the pressure on the 
fingerpiece by which the snuffer has been raised and the wick ignited. That 
feature has been advertised as making the lighter fully automatic, as dis- 
tinguished from earlier semi-automatic models, on which the light had to 
be extinguished by pressing down the snuffer as a separate operation by the 
user. Plaintiff has also used in its advertising the phrase ‘‘ precision built 
to highest jewelry standards,’’ and has emphasized endurance, simplicity 
and efficiency, and the safety which follows from purchasing from a reliable 
organization. 

In the retail stores which handle plaintiff’s lighters the lighters, usually 
if not exclusively, are exhibited in showeases or on stands, without any box 
or covering or container, and the prospective customer sees and handles 
the lighter itself unwrapped. Each lighter has the name Ronson impressed 
in some part of the metal constituting the frame, or shell, or barrel of the 
lighter. Because the lighter itself is pocket size, the name Ronson as so 
impressed upon it necessarily is small and so placed that it is not likely to 
be seen except by one who takes the lighter in his hand for the purpose of 
examining it, but to anyone who does so take the lighter in his hand (as the 
prospective user-purchaser usually does) the name Ronson is plainly visible. 
Frequently, too, the retailer will display plaintiff’s lighters fastened to a 
display card on which the name Ronson appears with considerable promi- 
nence. 
But while plaintiff’s lighters have become widely and favorably known, 
plaintiff always has had competition. Other lighters have been and are on 
the market. 


It thus cannot be said that the generic word lighter has come to mean, 
always or exclusively, a device made by plaintiff. But the name Ronson 
does mean, legally and in the public mind, the plaintiff, and the name Ron- 
son lighter means, legally and in the public mind, a lighter made by plain- 
tiff. The public is able to and does recognize plaintiff’s goods as goods 
made by plaintiff. If that be secondary meaning, then plaintiff has proved 
secondary meaning. 

I turn now to defendants’ lighters and conduct. 


First and foremost is the fact that defendants’ lighters are almost 
exact replicas of plaintiff’s lighters. Instead of any attempt to differentiate 
their lighters from plaintiff’s lighters, defendants have almost exactly 
reproduced them. To all except the most meticulous examination they are 
the same in size, shape, form, material and general appearance as well as 
in function. 


If this were a case in which form, shape and appearance were an 
integral and essential part of the patented article, so that defendants, as 
members of the public, were legally entitled, not only to make the patented 
article, but, also, to make it in the form and shape and with the appearance 
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of the article made by the patentee or his assignee, as in the case of the 
G frame and Singer sewing machines and the pillow-shaped shredded wheat 
biscuit, then, of course, the almost exact copying of the form, shape and 
appearance of plaintiff’s lighters would be but the exercise of defendants’ 
legal right, but I think this is not such a ease. 

The devices which plaintiff manufactured under the patents were 
devices which served as means for lighting cigars and cigarettes, and even 
when confined to such of those devices as were intended to be carried in 
the pocket, the patented article still is a pocket lighter and not a lighter of 
one particular size or shape, or of one particular material or appearance. 
Devices which function as plaintiff’s lighters function and are of such size 
and shape as to be conveniently carried in the pocket (or, in other words, 
the patented article) can be made in many different sizes and shapes and of 
many different materials so as to produce many different appearances, and 
in practically copying plaintiff’s lighters defendants were not exercising 
their legal right to make the patented article—they were needlessly and 
illegally copying plaintiff’s particular design, material and appearance of 
the patented article. Instead of using reasonable means to distinguish 
their lighters from plaintiff’s lighters in such way that the public will not 
be misled into thinking that defendants’ lighters are lighters made by 
plaintiff, defendants, in thus in effect copying plaintiff’s lighters, were 
intentionally inducing such confusion in the mind of the public. 

The size, shape, material and appearance of plaintiff’s lighters are not 
the essential features thereof. See Champion Spark Plug Co. v. A. R. 
Mosler & Co., 233 F. 112, 115. Defendants, at little cost and with little 
inconvenience, could have made, and now can make, their lighters of a 
different material, of a different color, and with a different shape, and yet 
have them function equally well and be just as convenient for carrying in 
the pocket. 

Defendants stamp or impress the name Gibson upon each of their 
lighters, and at first blush it might be though that that is an infallible and 
adequate means of distinguishing their lighters from plaintiff’s lighters 
and all that the law possibly can require; but by reason of the size, shape 
and material of defendants’ lighters the name so stamped is so small and 
so inconspicuous as not to be capable of notice except upon very close inspec- 
tion, with advance knowledge of the fact that a name will be found if 
actually hunted for. 

In addition to that, the name sometimes is stamped so imperfectly as 
hardly to be visible even upon close inspection, and sometimes the son is 
easier to see than the Gib. That may be due to defective stamping work- 
manship or to the use of worn or defective dies in making the stamping, 
but the fact is that that does oceur, and the fact that the son is sometimes 
more legible than the Gib suggests that defendants were not entirely inno- 
cent in their choice of the name Gibson. 
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No one of the name of Gibson, and no one having a name anything like 
Gibson, is shown to have or ever to have had any connection with the manu- 
facture or sale of defendants’ lighters. Yet defendants selected as a name 
for their lighter, and as a name for the manufacturer thereof, a word hav- 
ing the same number of syllables and the same number of letters as the 
name Ronson, and a word the second syllable and the last three letters of 
which are identical with the second syllable and last three letters of Ronson. 
The name selected thus indicates, not an attempt to distinguish source of 
manufacture, but an attempt to assert as the source of manufacture a name 
as similar to plaintiff’s name as any one short of a desperately reckless 
thief would dare to attempt. 


Defendants pack their lighters in small boxes into which one lighter 
will fit conveniently, and those boxes are marked with the name Gibson in 
clear and legible type. Those boxes are then enclosed in a pasteboard 
sleeve which also is marked with the name Gibson. Twelve of such boxes 
and sleeves are then packed in a larger carton upon which, also, the name 
Gibson appears. Furthermore, in each box containing one lighter there is 
enclosed a slip of paper upon which are printed directions for use, a guar- 
antee of service, and the name and address of defendant Gibson Lighter 
Manufacturing Corporation. All that is of little significance, however, 
because the lighters as exhibited in the retail stores are not in those cartons 
or sleeves or boxes and the prospective purchaser does not see the carton or 
sleeve or box or slip of paper unless or until he actually has purchased the 
lighter. The prospective purchaser in the retail store hence relies entirely 
upon the lighter itself, which, as stated, is practically identical with plain- 
tiff’s lighters in size, shape, material and appearance, and the name Gibson, 
upon which is so inconspicuous and so nearly like Ronson as frequently, at 
least, to be no distinction at all. 


Defendants supply retailers with display cards which bear the name 
Gibson, and retailers sometimes display defendants’ lighters upon those 
cards. In such retail stores as adopt that method of display the prospective 
purchaser thus has the display card as a method of distinguishing defend- 
ants’ lighters from plaintiff’s lighters. But so far as appears, defendants 
do nothing to require the retailers to display defendants’ lighters on display 
ecards bearing the name Gibson. Whether or not they are so displayed 
depends upon the whim of the retailer. Furthermore, the photographs in 
evidence further show that, in many instances at least, retailers exhibit 
lighters on display cards bearing the name Ronson and on display cards 
bearing the name Gibson in such locations and juxtapositions that the result 
is confusion rather than clear distinction. 


When attention is turned from defendants’ lighters to the advertise- 
ments of them, the evidence of lack of reasonable measures to distinguish 
defendants’ goods from goods of plaintiff accumulates. Defendants have 
either directly circulated or started on its way to the consuming public 
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advertising matter which displays photographs or drawings of lighters 
incapable of being distinguished from plaintiff’s lighters, which emphasizes 
Standard and Windproof as the names of particular models; which uses 
the phrase ‘‘ America’s greatest lighter value’’ in exactly the same position 
that plaintiff uses the phrase WORLD’s GREATEST LIGHTER; which in effect 
copies plaintiff’s slogan PRESS, IT’S LIT; RELEASE IT’s OUT by using the 
almost identical slogan 1 SNAP—LITE UP—2 RELEASE, LITE OUT; which uses 
in connection with the Windproof model a replica of plaintiff’s pictures of 
the God of Wind with puffed cheeks vainly trying to blow out the light, and, 
in conjunction therewith, a reference to the windshield. To all that is added 
the phrase NEVER BEFORE AT THESE PRICES, with its subtle suggestion that 
a lighter long well known to the public is now being offered by the manu- 
facturer of that long well known lighter at lower prices than ever before. 

Upon those facts the likelihood of deception and confusion is so great, 
so near to absolute certainty, that evidence of specific instances of actual 
deception is not necessary. Champion Spark Plug Co. v. A. R. Mosler & 
Co., 233 F. 112. 

In fact, however, the evidence here shows specific instances of such 
deception. Defendants’ lighters actually have been sent to plaintiff for 
service and repair, and the great drop in the volume of plaintiff’s sales in 
1952, coupled with defendants’ boast of their sales in that year, are plainly 
indicative of confusion. 


I conclude that defendants have not taken reasonable means to dis- 
tinguish their lighters from plaintiff’s lighters in such way that the public 
will not be misled into thinking that defendants’ lighters are lighters made 
by plaintiff; that defendants accordingly are engaging in unfair competi- 
tion, and that plaintiff accordingly is entitled to enjoin a continuation 
thereof and to compensation for the injury which has been done to it. 








In many discussions respecting the wrong of unfair competition and 
the wrong of patent or trade mark infringement, the words profits and 
damages have been used loosely and confusingly. That is at least partly 
due to the fact that in different cases the courts have adopted different ways 
of compensating the injured party. Sometimes the wrongdoer is held 
liable for the profits he has made. Hamilton Shoe Co. v. Wolf Bros., 240 
U.S. 251, 259; Michel Cosmetics, Inc. v. Tsirkas, 282 N.Y. 195, 199; West- 
cott Chuck Co. v. Oneida Chuck Co., 199 N.Y. 247, 251, 252. Sometimes he 
is held liable for the profits he has caused the complaining party to lose, 
i.e., he is required to pay the profits the complaining party would have 
made if there had been no wrong (see cases just cited). 

I believe, however, that the fundamental requirement is that the 
wrongdoer must pay compensation for the wrong, and that whether that 
compensation is to be measured by the profits made by the wrongdoer or by 
the profits the wrongdoer prevented the injured party from making, or 
perhaps even by some other element of damage, is to be determined by the 
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particular circumstances of each case and even may depend upon what 
evidence it is possible for the parties to produce. 


I hence think that the proper judgment here will be one which (1) 
enjoins defendants from making, selling, advertising, or offering for sale 
any cigar or cigarette lighters without clearly and unmistakably specifying 
on such lighters and in such advertising that such lighters are not the prod- 
uct of plaintiff ; (2) refers the action to a referee (not an official referee) to 
ascertain and report what sum is fair and just compensation for the injury 
plaintiff has sustained by reason of defendants’ acts of unfair competition 
herein described, such sum to be ascertained in accordance with the prin- 
ciples stated in Michel Cosmetics, Inc. v. Tsirkas, 282 N.Y. 195; (3) 
adjudges that plaintiff have judgment for such sum as shall be found to be 
such fair and just compensation against each defendant who has partici- 
pated in such acts of unfair competition; and (4) reserves the question of 
the award of costs until the coming in of the referee’s report. 

If any party feels that any more specific adjudication is necessary at 
this time their suggestions for such more specific adjudication will be con- 
sidered upon the settlement of the judgment. I direct the entry of judg- 
ment accordingly. 


The foregoing constitutes the decision required by the Civil Practice 
Act, and judgment is to be entered thereon. 


FOOD FAIR STORES, INC. v. 
SQUARE DEAL MARKET COMPANY, INC. 


No. 1090-48 D.C., D.C. - December 3, 1953 


Unraik COMPETITION—BASIS OF RELIEF 
Where confusion as to source results from use of corporate name in packaging, 
courts may enjoin such use but if trade name is not a technical trade-mark and 
has merely acquired secondary meaning courts will limit relief to that necessary 
to prevent confusion. 
CouRTS—CONTEMPT PROCEEDINGS 
Use by plaintiff of corporate title FOOD FAIR STORES, INC. in subordinate posi- 
tion to trade name, does not violate terms of injunction nor is it wilful violation; 
hence plaintiff not in contempt but since intent of injunction was to prevent con- 
fusion by use of the words FooD FAIR by themselves or in combination with other 
words as would cause confusion in minds of ordinary purchaser, and such confusion 
is possible by use of corporate title as shown, plaintiff could avoid such possibility 
by placing in juxtaposition to corporate title words of equal prominence showing 
plaintiff not connected with defendant. 


Action by Food Fair Stores, Inc. v. Square Deal Market Company, Inc., 
for unfair competition. Defendant counterclaims for unfair competition. 
Defendant moves to adjudicate plaintiff in contempt. Motion denied. 


Case below reported at 41 TMR 216, 43 TMR 106. 
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Pfeiffer & Weaver and Cummins, Stanley, Truitt & Cross, of Washington, 
D. C. for plaintiff. 


Bernard Margolius, Joseph B. Danzansky, and Carleton U. Edwards II, 
all of Washington, D. C. for defendant. 


KeeEcH, District Judge. 


This case is before the court on a motion by the defendant to adjudi- 
cate the plaintiff in contempt of the decree of September 20, 1952, enjoining 
the plaintiff from ‘‘using or causing to be used in any manner, including 
advertising by newspapers, circulars, radio, television, or display, the 
name FOOD FAIR as a title, trade name, or on or associated with merchandise 
sold or offered for sale’’ by plaintiff and its subsidiary and associated 
corporations in Washington and the Metropolitan Area. 

The defendant has introduced in evidence in support of its motion 
many labels now used by plaintiff in Washington and the Metropolitan 
Area which show the goods to have been packed or distributed by plaintiff 
and on which the plaintiff’s corporate name, FOOD FAIR STORES, INC., appears 
in a position subordinate to the trade name of the article, with the qualifi- 
eation ‘‘Philadelphia, Pa.,’’ or ‘‘Baltimore, Md.’’ (defendant’s Exhibit 
No. 1). It is the defendant’s contention that such use of plaintiff’s corpo- 
rate name is in violation of the injunction, and that plaintiff may not use 
its corporate name in this area in any manner. 


The plaintiff contends that it has made a good faith effort to alter its 
labels so as to comply with the injunction, that it was enjoined only from 
using the name FOOD FAIR as a title or trade name or on its merchandise, 
and that it cannot be enjoined from using its corporate name to indicate 
the source of goods sold by it. 


Use of a corporate name in packaging goods may be barred if such use 
results in confusion of source. Waterman Co. v. Modern Pen Co., 235 U.S. 
88, 94 (1914) ; Del Monte Special Food Co. v. California Packing Corpora- 
tion, 34 F.2d 774 [19 TMR 443] (9th Cir. 1929). However, the party 
whose trade name is not a technical trade mark but has acquired second- 
ary meaning is entitled only to such relief as is necessary to prevent con- 
fusion resulting from use by a competitor of a similar trade name. Water- 
man Co. v. Modern Pen Co., supra at 96; John B. Stetson Co. v. Stephen L. 
Stetson Co., 128 F.2d 981 (2d Cir. 1942); Fawcett Publications, Inc. v. 
Popular Mechanics Co., 80 F.2d 194 [25 TMR 579] (3rd Cir. 1935) ; Food 
Fair Stores v. Food Fair, 83 F.Supp. 445 [38 TMR 1085] (D. Mass. 1948), 
affirmed 177 F.2d 177 [39 TMR 894]. 


I find that the injunction in this case does not restrain the plaintiff’s use 
of the words FoopD FAIR in combination with other words so as to prevent the 
use of plaintiff’s corporate name in every manner. Hence, I find there has 
been no wilfull violation by the plaintiff of the literal terms of the injunc- 
tion, and I will deny the motion to adjudicate plaintiff in contempt. 
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I hold, however, that the intent of the court was to prevent such use 
by plaintiff of the words roop Fair by themselves or in combination 
with other words, as would cause confusion in the mind of the ordinary 
prospective purchaser as to whether the article tendered for sale was the 
product of the defendant or the plaintiff. I am inclined to the view that 
the plaintiff’s labels included in defendant’s Exhibit No. 1 may result in 
confusion of plaintiff’s goods with those of defendant, since the ordinary 
purchaser might assume some association of plaintiff with defendant. The 
opportunity for such confusion can be avoided by placing in juxtaposition 
to plaintiff’s corporate name words of equal prominence which clearly 
show that plaintiff is not connected with defendant, such as ‘‘not associated 
with Food Fair stores of the District of Columbia Metropolitan Area.’’ I 
make no ruling in this matter, however, as it is not before the court on the 
present motion. 


An order will be signed denying the motion to adjudicate in contempt. 


HUBER BAKING COMPANY v. 
STROEHMANN BROTHERS COMPANY et al. 


No. 69 - C.A. 2 - December 7, 1953 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION COURTS—PRELIMINARY IN- 
JUNCTION 
Where showing on affidavits left much that was uncertain as to appellant’s 
right to prevent use by appellee of mark SUNBEAM on bread, denial of preliminary 
injunction was not abuse of sound judicial discretion; failure to show that damages 
would be irreparable was further reasonable ground for denial of injunction. 


Appeal from District Court for Southern District of New York, 
Murpny, J. 


Action for trade-mark infringement and unfair competition by Huber 
Baking Company v. Stroehmann Brothers Company and Quality Bakers of 
America Cooperative, Inc. Plaintiff appeals from order denying motion 
for preliminary injunction. Affirmed. 

Case below reported at 43 TMR 493. 

Appell, Austin & Gay (Cyrus Austin, Lenore B. Stoughton, and Rogers. 
Hoge & Hills of counsel), of New York, N. Y., for appellant. 

Greenwald, Kovner & Goldsmith, of New York, N. Y. (Harold Greenwald, 
New York, N. Y., and Harry Litwin of counsel) for Quality Bakers of 
America Cooperative, Inc. 

Nims, Martin, Halliday, Whitman & Williamson, of New York, N. Y. (John 
Dashiell Myers, Chester C. Baxter, and Henry Temin, of Philadelphia, 
Pa., and Carl B. Shelley, of Harrisburg, Pa., of counsel) for Stroeh- 
mann Brothers Company. 
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Before Cuase, Chief Judge, CLarK, Circuit Judge, and BRENNAN, District 
Judge. 


CuaseE, Chief Judge. 

Invoking the diversity jurisdiction of the court the appellant, a Dela- 
ware corporation engaged in the manufacture and sale of bread and other 
bakery products, sued Stroehmann Brothers Company, a Pennsylvania 
corporation licensed to do business in New York, and Quality Bakers of 
America Cooperative, Inc., a New York corporation, of which both the 
appellant and Stroehmann Brothers Company are members. The com- 
plaint alleged trade mark infringement and unfair competition and dam- 
ages were sought together with an accounting by Stroehmann Brothers 
Company for profits. The plaintiff moved on affidavits for a temporary 
injunction and this appeal is solely from the denial of that motion. 

The record shows that in 1913 the appellant began to use the name 
SUNBEAM in the sale of its bread and some other bakery products in territory 
including the City of Philadelphia, and on December 9th in that year reg- 
istered a label, on which were the words HUBER’S SUN BEAM BREAD, in the 
United States Patent Office. It continued to use that label or the words 
HUBER’S SUNBEAM BREAD on the wrappers in which some of its bread was 
sold in such territory until the end of 1941. 

On January 1, 1942, it became a member of the predecessor of the 
appellee cooperative which was then an unincorporated association that 
performed services for its members at cost, including the purchase of sup- 
plies, the setting of standards of production, inspection of plants and 
products to maintain such standards, and the satisfying of the individual 
advertising requirements of members. Such services have been performed 
by the appellee cooperative for its members, including the appellant, since 
it was incorporated in April, 1942. As a part of such advertising service 
the predecessor of the appellee cooperative undertook at the request of the 
appellant to lay out an advertising campaign for its SUNBEAM products and 
before August, 1942, the result of this work, which was continued by the 
appellee cooperative, had been approved by the appellant. A distinctive 
feature of the proposed campaign was a wrapper for bread and rolls 
on which there was a picture in colors of the head, shoulders and arms 
of an attractive little girl who in some poses was eating a slice of but- 
tered bread and in others was not. She was ealled ‘‘Miss Sunbeam.’’ 
Two other members of the cooperative, one in Cleveland, Ohio, and one 
in Roanoke, Va., who did not compete with the appellant in the territory 
served by it, joined in the campaign and the expenses of the preparation 
of such wrappers printed in colors were paid in part by all three. On 
April 27, 1943, the appellee cooperative registered in the Patent Office 
the picture of the little girl eating a slice of buttered bread as a col- 
lective trade mark ‘‘used upon the goods to indicate that the goods are 
inspected, from time to time, in applicant’s laboratory and quality thereof 
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approved and that such persons so authorized to use same are members of 
the applicant cooperative corporation.’’ In 1946 a composite mark com- 
prising the pacture of the little girl and suNBEAM or ‘‘Miss Sunbeam’’ 
was registered in Pennsylvania and other states including those in which 
the appellant and the appellee Stroehmann Brothers Company do business. 
Long before such state registration of the composite mark and with the 
knowledge and consent of the president of the appellant, the appellee co- 
operative used the word SUNBEAM on the wrappers with the little girl’s 
picture which it made available to its members and called the advertising 
campaign it conducted for its members the ‘‘Sunbeam Campaign.’’ By an 
undated written instrument signed by the president of the appellant who 
acknowledged his signature on December 26, 1944, as the duly authorized 
representative of that corporation, the appellant undertook to assign to 
the appellee cooperative its mark registered in the Patent Office as above 
noted including ‘‘the entire right, title and interest in and to the label and 
the registration thereof, #17387, and each and every part thereof, together 
with the good will of the business with which such label is used, reserving 
unto itself, however, the full and unrestricted right to the use of the same 
within the limits of the trading area hereinafter specified.’’ The area 
specified included the City of Philadelphia. Also on December 26, 1944, 
the appellant and the appellee cooperative signed a written agreement in 
which it was set forth that, ‘‘the parties hereunto are desirous of fostering 
and promoting the merchandising of bread, and to that end, Quality has 
developed and owns a certain new and distinctive work of art, trade mark, 
label and package, including the attached wrapper, all as represented and 
known as the SUNBEAM campaign.’’ Under it the appellant for the con- 
siderations therein stated was granted by the appellee cooperative the right 
to use within a designated limited trading area, including the City of 
Philadelphia, upon terms and conditions specified ‘‘said work of art, trade 
mark, label and package, SUNBEAM campaign.’’ Said terms and conditions 
were unrestrictive upon the appellant except that its right to assign what 
it acquired under the agreement was a limited one and it was bound to use 
‘‘said work of art, trade mark, package and SUNBEAM campaign’’ so long as 
it remained a member of the cooperative without alteration in any respect 
without first obtaining the consent of the cooperative. 


Appellee Stroehmann is and for many years has been a competitor of 
the appellant in selling bread and baked products in the City of Phila- 
delphia. Before December 21, 1951, as a member of the appellee coopera- 
tive, it had been granted the right to the use of what will now be called the 
SUNBEAM CAMPAIGN in trading areas outside the City of Philadelphia, and 
for some considerable time had tried to get the consent of the cooperative 
to its use of such ‘‘ecampaign’’ in that city. The appellant had always 
opposed that but, despite its opposition, appellee Stroehmann was on the 
last mentioned date allowed by the cooperative to use that ‘‘campaign’’ in 
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the City of Philadelphia except that it was not permitted to sell its products 
in ‘‘campaign’’ wrappers to those retailers who were then customers of the 
appellant. After Stroehmann began to use the ‘‘campaign’’ as so permitted 
this suit was brought. 


Though the wrappers Stroehmann uses bear the name of Stroehmann 
Brothers Company they are in over-all design so like the wrappers used by 
the appellant with its own name thereon that obviously confusion is likely. 
But more than the showing of that is necessary to obtain a reversal of the 
order below. A motion for an injunction pendente lite is addressed to the 
sound judicial discretion of the court and unless the record on appeal 
clearly shows that such discretion has not been exercised, or has been 
exercised without due regard for the applicable equitable principles, i.e., 
that there has been an abuse of discretion, the order will not be disturbed. 
Meccano, Ltd. v. John Wanamaker, 253 U.S. 186, 141; Decorative Stone Co. 
v. Building Trades Council, 2 Cir., 13 F.2d 123; Goldwyn Pictures Corpora- 
tion v. Goldwyn, 2 Cir., 296 F. 391, 399; Sinclair Refining Co. v. Midland 
Oil Co., 4 Cir., 55 F.2d 42, 45. 


What was here shown left much that was uncertain in respect to the 
appellant’s right to prevent the use by the appellees of the so-called ‘‘Sun- 
beam campaign’’ in the City of Philadelphia, including the use by the 
appellee Stroehmann of the confusing similar wrapper. Though a trial may 
show that what purports to be an assignment of the appellant’s Sunbeam 
mark to the appellee cooperative it not a valid assignment of that, it may 
also show that the appellant is estopped to deny the validity of that assign- 
ment. The respective rights of the parties to use the picture of the little 
girl in that trading area as a part of a trade mark are also by no means 
clear. Indeed, so much is left doubtful on the record here made that the 
denial of a preliminary injunction was well within the bounds of sound 
diseretion. Hall Signal Co. v. General Ry. Signal Co., 2 Cir., 153 F. 907; 
Star Co. v. Colver Pub. House, 8.D.N.Y., 141 F. 129; Owsley v. Yerkes, 
S.D.N.Y., 185 F. 686. 


Moreover, as the court said, it was not shown that any damages which 
may be suffered by the appellant before the case can be tried on the merits 
will be irrepatable. This, too, was a reasonable ground for the denial of a 
preliminary injunction. Foundry Services v. Beneflux Corporation, 2 Cir., 
206 F.2d 214; American Mercury, Inc. v. Keilly, 2 Cir., 19 F.2d 295; 
Papaliolios v. Durning, 2 Cir., 167 F.2d 737; Barrett v. City of New York, 
S.D.N.Y., 183 F. 793, 799; Blackmore v. Collins, D.C. Mich., 286 F. 629, 
aff’d 290 F. 204. 


Affirmed. 
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EX PARTE EXTRACTION AND CHEMICAL COMPANY, INC. 


Commissioner of Patents - November 10, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 
In proceeding for registration on Supplemental Register of bottle of odd 
conformation, consideration was given to bottle of similar shape covered by expired 
design patent. If design covered by patent was identical with present one, it 
would have been unpatentable by virtue of applicant’s earlier use; if design was 
not identical, then patent has no bearing on matter. 
REGISTRATION PROCEDURE—A PPLICATION 
Whether package (bottle) is capable of distinguishing applicant’s goods is 
question of fact. 
Applicant’s use of unique bottle for sixty years leads to conclusion that it is 
capable of distinguishing product of applicant, and probably does so. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 
Package of odd conformation is as capable of distinguishing applicant’s goods 
as word mark used thereon, and is properly registrable on Supplemental Register. 


Appeal from Examiner of Trade-Marks. 

Application by Extraction and Chemical Co., Inc., Serial No. 586,967, 
filed October 28, 1949. Applicant appeals from decision refusing registra- 
tion. Reversed. 

Rudolf Callmann of New York, N. Y. for applicant. 
LEEDs, Assistant Commissioner. 


Registration on the supplemental register is sought for a bottle of odd 
and unusual conformation for mouthwashes used as dentifrices in Class 51, 
Cosmetics and toilet preparations. Use is claimed since 1893. Registration 
has been refused on the ground that ‘‘the bottle is identical with the bottle 
shown in Design Patent No. 26,877 (term 7 years) which has now expired.’’ 
This is an appeal from the refusal of the Examiner of Trade Marks to 
register. 

The facts concerning the design patent are that a bottle of similar— 
but not identical—design as that involved here was the subject of a design 
patent granted to a party other than the applicant on April 13, 1897 for a 
period of seven years. If the design covered by the patent is identical 
with the present one, it would have been obviously unpatentable by virtue 
of this applicant’s four years’ earlier use. If the design is not identical, 
then the patent has no bearing on the question involved here. 

The question to be determined in proceedings such as this is one of fact. 
If the package (bottle) is capable of distinguishing the applicant’s goods, 
it is registrable under Section 23 of the Trade Mark Act of 1946. The 
applicant’s use of the unique bottle for sixty years as a container for its 
mouthwashes used as dentifrices leads me to the conclusion that it not only 
is capable of distinguishing the product of the applicant, but probably does, 
in fact, distinguish it from the products of others. This application covers 
a package of odd and unusual conformation which is as likely to be remem- 
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bered by the purchasing public as is a word mark or a symbol; and it is 
believed that such a container is as capable of distinguishing this appli- 
cant’s goods as does the word mark used on the container, and is properly 
registrable on the supplemental register. 

The decision of the Examiner of Trade Marks is reversed. 














THE KONO MANUFACTURING COMPANY v. 
VICTORY OPTICAL MANUFACTURING COMPANY 


No. 29583 - Commissioner of Patents - November 12, 1953 


IN GENERAL 











REGISTRATION PROCEDURE—OPPOSITION 






Even if use by opposer of term DOLL in connection with miniature spectacle 
frames was not strictly trade-mark use of term, such use was analogous to trade- 
mark use; in view thereof, and of opposers’ identification with term DOLL for 
spectacle frames, registration of identical term to applicant for similar goods 
would damage opposer, and opposers’ objection to registration is proper. 
Opposition proceeding by The Kono Manufacturing Company v. Vic- 

tory Optical Manufacturing Company, Serial No. 581,745, filed July 9, 1949. 

Applicant appeals from decision of Examiner of Interferences sustaining 

opposition. Affirmed. 

Joseph Hirschman of New York, N. Y. for opposer-appellee. 


Angelo M. Pisarra of Newark, New Jersey for applicant-appellant. 













LEEpDs, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
word pDoLL for spectacle frames made of plastic material. Use is claimed 
since April 4, 1949. Opposition has been filed by the user of the word DOLL 
on spectacle frames made of plastic material claiming use since a date prior 
to April 4, 1949. The Examiner of Interferences sustained the opposition 
and denied registration. This is an appeal from that decision. 


The testimony on behalf of both parties shows that they are competi- 
tors engaged in the manufacture and sale of spectacle frames. During 1945 
or 1946 opposer commenced the manufacture and distribution of miniature 
spectacle frames which it identified as pot frames. Originally, the minia- 
tures were given away as advertisements at conventions of jobbers and 
retailers in the optical trade, but after objection had been made by the 
Secretary of the Optical Manufacturers’ Association, the practice was dis- 
continued. Since that time (1947 or 1948) they have, for the most part, 
been sold to opticians and optometrists who give them to their customers. 
The miniature frames are still displayed at such conventions, however. 
They are packed six to a box, and the boxes have been and are marked with 
the word DoLL, and the frames are further identified with a tag upon which 
the word pot and the name of opposer appear. Approximately a half 
million of the miniature frames have been distributed, about twenty per 
cent of which have been given away and eighty per cent sold. 
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In 1948, applicant purchased the business and goodwill of Belmar 
Products which had used the word DOLLMAR as a mark identifying at least 
one design of its spectacle frames. There is testimony which indicates that 
applicant may have filled some orders for DoLLMAR frames between the 
date of purchase of Belmar Products and 1949, but in 1949 the use of the 
word DOLLMAR was discontinued. At the time this proceeding was instituted 
the word DOLLMAR was prima facie abandoned. 


In 1949 (February or March or April) applicant commenced using the 
word DOLL to identify at least one design of its spectacle frames. Prior to 
commencement of use, applicant was advised by the Secretary of the 
Optical Manufacturers’ Association that the ‘‘name was available, and that 
no one else in the industry was using that name.’’ The first advertisement 
of applicant’s poLL frames appeared in June of 1949. 


There is conflicting testimony as to when applicant first learned of 
opposer’s use of the word DOLL in connection with its miniature frames. 
Corroborated testimony on behalf of opposer shows that one of the partners 
in opposer’s business, in company with his advertising manager, at the 
New York State Optometric Convention in June of 1949 spoke to the 
General Manager of applicant company and objected to applicant’s copying 
of its design and using the word poutu. It further shows that the same 
partner protested in person to counsel for applicant company the next day 
and delivered to counsel a sample of the miniature frame with a tag featur- 
ing the word DOLL attached. A second visit to the attorney’s office resulted 
in the information that counsel had advised applicant to go ahead and use 
the word DOLL on the ground that opposer’s use of the word had a different 
meaning. The General Manager of applicant testified that he first learned 
of opposer’s claims about a year before he testified on May 21, 1951. This 
testimony is completely rebutted by evidence of the filing of a suit by this 
opposer against this applicant in October of 1949 for trade mark infringe- 
ment of poLL and infringement of a design patent. Furthermore, in view 
of the affirmative testimony regarding displays of the miniature frames at 
conventions of the optical trade since 1946, it seems reasonable to assume 
that applicant knew of the miniature frames and the opposer’s use of the 
word DOLL in connection therewith at least as early as June, 1949, only two 
months after its claimed date of first use. 


Invoices of opposer company dating from September 24, 1947, show 
shipping and billing for its poLt frames. Applicant’s announcement of its 
new frames called the DOLL, style #711 is dated May 1, 1949, and its earliest 
invoice in the record is May 31, 1949. 


There are exhibits which indicate that orders for pott frames have 
been mistakenly sent to opposer when the potential purchaser intended 
them for applicant. These exhibits tend to support the claim that DoLuL 
indicates origin in opposer and corroborate the testimony of the witnesses. 
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Applicant contends that opposer has not made a trade mark use of the 
word DOLL but its use has been merely to describe its miniature frames. 
The Examiner of Interferences correctly concluded: 

‘*However, if as the applicant contends, the use made by the 
opposer of the term DOLL in connection with the miniature spectacle 
frames was not strictly a trade mark use of the term, such use, never- 
theless, because of its nature, extent, and duration is believed to have 
been analogous to a trade mark use, and in view thereof, and of op- 
poser’s identification with the term pou. for spectacle frames by those 
familiar with the trade, the registration of the identical term DOLL to 
the applicant for similar goods would obviously be damaging to the 
opposer, and opposer’s objection to the registration thereof is deemed 
proper.”’ 

The decision of the Examiner of Interferences sustaining the opposition 
and refusing registration is affirmed. 


EX PARTE THE UNITED STATES NEWS PUBLISHING 
CORPORATION 


Commissioner of Patents - November 13, 1953 
‘TRADE-MARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 

Sale of advertising space in periodical, utilizing phrase USEFUL NEWS FOR 
IMPORTANT PEOPLE, is not a service of character for which service mark can be 
registered. 

Commonplace statements of no distinctiveness are not registrable; phrase 
considered capable of distinguishing goods ought to have some degree of ingenuity 
in its phraseology or in its application to goods. 

Application for registration of service mark by The United States 
News Publishing Corporation, Serial No. 564,541 filed September 1, 1948 
and application for registration of trade-mark, Serial No. 580,004 filed 
June 4, 1949. Applicant appeals from decision of Examiner of Trade- 
Marks refusing registration. Affirmed. 

Fontaine C. Bradley and Harry L. Shniderman, of Washington, D. C. for 
applicant. 
FEpErRIcOo, Examiner in Chief. 

In application Serial No. 564,541, the applicant has appealed from the 
action of the Examiner of Trade Marks refusing to register an alleged 
service mark. 

The mark involved consists of the phrase USEFUL NEWS FOR IMPORTANT 
PEOPLE stated to be used as a service mark for ‘‘the advertising service pro- 
vided in space devoted to advertising in ‘U.S. News & World Report’, a 
periodical publication.’’ Registration has been refused on the ground that 
the phrase sought to be registered is merely a factual statement inherently 
incapable of indicating origin, and that the providing of advertising space 


in the applicant’s publication is not a service of the character for which a 


service mark can be registered. 
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Applicant is the publisher of a weekly news periodical with the name 
‘U.S. News & World Report.’’ The name is derived from the fact that 
two periodicals, one named ‘‘The United States News’’, and the other 
‘‘World Report’’ were merged. The two separate names have been regis- 
tered as trade marks for ‘‘periodical publications,’’ and applicant’s peri- 
odical as now entitled carries a trade mark registration notice for each of 
the old titles. 

The only evidence in the record of applicant’s use of the mark consists 
of the specimen filed (in quintuplicate) with the application. This is a 
full page advertisement appearing in the trade publication ‘‘ Advertising 
Age’’ of May 31, 1948. The body of the advertisement is a facsimile of an 
open letter from the Director of Advertising for the applicant, which sets 
forth that the circulation of the magazine has increased, as the result of 
the merger above referred to, without an accompanying increase in advertis- 
ing rates for the remainder of the year, and guarantees a certain minimum 
circulation to advertisers. Across the top of the page, between two hori- 
zontal red lines appears ‘‘350,000 guaranteed’’. At the bottom of the page, 
between two similar lines, appears the phrase USEFUL NEWS FOR IMPORTANT 
PEOPLE, which applicant seeks to register. 

It is difficult to see how this advertisement in any way demonstrates the 
use of a mark ‘‘to identify the services of one person and distinguish them 
from the services of others,’’ as required by the Trade Mark Act. The 
examiner stated that the phrase is merely a factual statement inherently 
incapable of distinguishing any services. Whether or not the phrase could 
ever distinguish any services, it remains a rather undistinguished statement, 
the significance of which in the advertisement is rather obscure. Applicant 
stated during the prosecution of the application that the USEFUL NEWS 
referred to in the phrase was the guaranteed circulation of the magazine 
(in which case the IMPORTANT PEOPLE would be the potential advertisers 
reading the advertisement), but this merely demonstrates the lack of any 
significance of the phrase in the use shown as a trade mark for any services. 

The services for which the phrase is alleged to be a trade mark consist 
in the running of advertisements in applicant’s periodical. This would 
more commonly be referred to as selling advertising space, and I believe 
that most publishers would be quite surprised to learn that this was a 
‘*service’’ of the kind which a trade mark is used to identify. The examiner 
stated his position to be that the publisher of a periodical is engaged in the 
production and sale of goods, the magazine, and that the inclusion therein 
of the advertisements of others is but an integral part of the production of 
the magazine, and distinguished applicant’s so-called advertising service 
from the services of an advertising agency, which is a service business. 
Applicant states in its brief that its services include ‘‘furnishing make-up 
advice and technical aid,’’ but what there is of this would obviously be 


merely incidental. The examiner pointed out that it has been held in a 
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Applicant contends that opposer has not made a trade mark use of the 
word DOLL but its use has been merely to describe its miniature frames. 
The Examiner of Interferences correctly concluded: 


‘However, if as the applicant contends, the use made by the 
opposer of the term DOLL in connection with the miniature spectacle 
frames was not strictly a trade mark use of the term, such use, never- 
theless, because of its nature, extent, and duration is believed to have 
been analogous to a trade mark use, and in view thereof, and of op- 
poser’s identification with the term pou. for spectacle frames by those 
familiar with the trade, the registration of the identical term DOLL to 
the applicant for similar goods would obviously be damaging to the 
opposer, and opposer’s objection to the registration thereof is deemed 
proper.’’ 

The decision of the Examiner of Interferences sustaining the opposition 


and refusing registration is affirmed. 


EX PARTE THE UNITED STATES NEWS PUBLISHING 
CORPORATION 


Commissioner of Patents - November 13, 1953 


TRADE-MaARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Sale of advertising space in periodical, utilizing phrase USEFUL NEWS FOR 
IMPORTANT PEOPLE, is not a service of character for which service mark can be 
registered. 
Commonplace statements of no distinctiveness are not registrable; phrase 
considered capable of distinguishing goods ought to have some degree of ingenuity 
in its phraseology or in its application to goods. 


Application for registration of service mark by The United States 
News Publishing Corporation, Serial No. 564,541 filed September 1, 1948 
and application for registration of trade-mark, Serial No. 580,004 filed 
June 4, 1949. Applicant appeals from decision of Examiner of Trade- 
Marks refusing registration. Affirmed. 

Fontaine C. Bradley and Harry L. Shniderman, of Washington, D. C. for 
applicant. 


Freperico, Examiner in Chief. 

In application Serial No. 564,541, the applicant has appealed from the 
action of the Examiner of Trade Marks refusing to register an alleged 
service mark. 

The mark involved consists of the phrase USEFUL NEWS FOR IMPORTANT 
PEOPLE stated to be used as a service mark for ‘‘the advertising service pro- 
vided in space devoted to advertising in ‘U.S. News & World Report’, a 
periodical publication.’’ Registration has been refused on the ground that 
the phrase sought to be registered is merely a factual statement inherently 
incapable of indicating origin, and that the providing of advertising space 
in the applicant’s publication is not a service of the character for which a 
service mark can be registered. 
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Applicant is the publisher of a weekly news periodical with the name 
‘‘U.S. News & World Report.’’ The name is derived from the fact that 
two periodicals, one named ‘‘The United States News’’, and the other 
‘‘World Report’’ were merged. The two separate names have been regis- 
tered as trade marks for ‘‘periodical publications,’’ and applicant’s peri- 
odical as now entitled carries a trade mark registration notice for each of 
the old titles. 

The only evidence in the record of applicant’s use of the mark consists 
of the specimen filed (in quintuplicate) with the application. This is a 
full page advertisement appearing in the trade publication ‘‘ Advertising 
Age’’ of May 31, 1948. The body of the advertisement is a facsimile of an 


ee 


open letter from the Director of Advertising for the applicant, which sets 
forth that the circulation of the magazine has increased, as the result of 
the merger above referred to, without an accompanying increase in advertis- 
ing rates for the remainder of the year, and guarantees a certain minimum 
circulation to advertisers. Across the top of the page, between two hori- 
zontal red lines appears ‘‘350,000 guaranteed’’. At the bottom of the page, 
between two similar lines, appears the phrase USEFUL NEWS FOR IMPORTANT 
PEOPLE, Which applicant seeks to register. 

It is difficult to see how this advertisement in any way demonstrates the 
use of a mark ‘‘to identify the services of one person and distinguish them 
from the services of others,’’ as required by the Trade Mark Act. The 
examiner stated that the phrase is merely a factual statement inherently 
incapable of distinguishing any services. Whether or not the phrase could 


ever distinguish any services, it remains a rather undistinguished statement, 


the significance of which in the advertisement is rather obscure. Applicant 
stated during the prosecution of the application that the USEFUL NEWS 
referred to in the phrase was the guaranteed circulation of the magazine 
(in which case the IMPORTANT PEOPLE would be the potential advertisers 
reading the advertisement), but this merely demonstrates the lack of any 
significance of the phrase in the use shown as a trade mark for any services. 

The services for which the phrase is alleged to be a trade mark consist 
in the running of advertisements in applicant’s periodical. This would 
more commonly be referred to as selling advertising space, and I believe 
that most publishers would be quite surprised to learn that this was a 
‘*service’’ of the kind which a trade mark is used to identify. The examiner 
stated his position to be that the publisher of a periodical is engaged in the 
production and sale of goods, the magazine, and that the inclusion therein 
of the advertisements of others is but an integral part of the production of 
the magazine, and distinguished applicant’s so-called advertising service 
from the services of an advertising agency, which is a service business. 
Applicant states in its brief that its services include ‘‘furnishing make-up 
advice and technical aid,’’ but what there is of this would obviously be 
merely incidental. The examiner pointed out that it has been held in a 
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number of cases that the operations of a manufacturer or merchant involved 
in the designing, production, sale, sales promotion, advertising or building 
up of good will of a product do not constitute ‘‘services’’ within the pro- 
visions of the Trade Mark Act dealing with the registration of service 
marks, which were primarily intended to provide for the registration of 
marks analogous to trade marks for goods, but used in service businesses 
instead of businesses dealing with the manufacture and sale of goods. By 
analogy, the examiner further stated that the operations of a publisher 
involved in collecting reading material, soliciting advertisements and pro- 
viding advertising space for such advertisements in its publication, distribu- 
tion and sale of the publication, ete., did not constitute ‘‘services’’ apart 
from the production and sale of the product. The difficulty is recognizing 
whether the phrase sought to be registered is used to identify any ‘‘service’’, 
that is, is used as a trade mark for a service, is matched by the difficulty 
in recognizing whether there is any service capable of being identified by a 
trade mark. 

In application, Serial No. 580,004, the applicant has appealed from 
the action of the examiner refusing to register the same phrase USEFUL 
NEWS FOR IMPORTANT PEOPLE on the Supplemental Register as a mark used 
for ‘‘periodical publications.’’ The examiner refused registration on the 
ground that the mark is incapable of distinguishing the applicant’s goods 


in trade, being merely an advertising slogan used in connection with the 
sale of the magazines. 

Since section 23 of the Trade Mark Act relating to the Supplemental 
Register specifically enumerates slogans in the list of marks capable of 
being registered on this register, it is not an objection to registration that 
the phrase is a slogan used in connection with the sale of magazines. Sec- 
tion 23 provides, however, that the mark sought to be registered must be 


, 


‘‘capable of distinguishing the applicant’s goods,’’ and as applied to slo- 
gans, this requirement has been used as the basis for refusing registration of 
such slogans as THE CIGAR SUPREME, Ex parte I. Lewis Cigar Mfg. Co., 95 
USPQ 225, (42 TMR 927); BEsT AND BIGGEST ciaGAR, Ex parte I. Lewis 
Cigar Mfg. Co., 95 USPQ 224, (42 TMR 927); A TRULY FINE PALE BEER, 
Ex parte San Francisco Brewing Corp., 92 USPQ 286, (42 TMR 359) ; 
THE PUBLIC APPRECIATES QUALITY, Ex parte Horn & Hardart Baking Co., 
88 USPQ 27, (41 TMR 191); and see also Ex parte The Englander Com- 
pany, Inc., 97 USPQ 468, (43 TMR 988), refusing to register AMERICA’S 
MOST LUXURIOUS MATTRESS, Ex parte Duvernoy & Son, Inc., 96 USPQ 174, 
(43 TMR 296), refusing to register CONSISTENTLY SUPERIOR, and Ex parte 
Booth Bottling Company, Inc., 80 USPQ 78, (39 TMR 179), 5 FULL GLAssEs 
IN EVERY BOTTLE. Commonplace statements of no distinctiveness are not 
considered registrable. It would appear that a phrase to be considered 
capable of distinguishing an applicant’s goods and registrable on the Sup- 
plemental Register, aside from other considerations, ought to have at least 
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some degree of ingenuity in its phraseology or in its application to the 
goods; it ought to say something at least a little different from what might 
be expected to be said about a product, or say an expected thing in a some- 
what unexpected way. The slogan sought to be registered here is believed 
to fall in the same category as those refused ; the phrase ‘‘news for people’”’ 
would be pretty trite, the addition of the adjective ‘‘useful’’ to ‘‘news’’ 
likewise, and the reference to the people as ‘‘important’’ adds only a 
wholly unimaginative element of ordinary snob appeal. 


ee 


The decision of the examiner in each of the two applications is affirmed. 


ACADEMY OF MOTION PICTURE ARTS & SCIENCES v. 
SCHNUR & COHAN, INC. 


No. 5352 - Commissioner of Patents - November 16, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
ACADEMY AWARD is name, distinguishing mark, or emblem of organization, 
Academy of Motion Picture Arts and Sciences, but it is not a trade-mark used to 
identify goods. 
TRADE-MARK ACT OF 1905—-REGISTRABILITY—PROHIBITED MARKS 
Registration of ACADEMY AWARD, for ladies’ and girls’ slips and underwear, 
is void ab initio, having been issued contrary to section 5(b) of Act of 1905, which 
prohibits registration of marks previously used as name, mark, or emblem of 
organization. 
CANCELLATION—DEFENSES 
Laches is not available as defense in action to remove void registration from 
register. 
CANCELLATION—DEFENSES 
TRADE-MARK ACT OF 1946—TITLE—ABANDONMENT 
So long as ACADEMY AWARD means to public award of achievement granted 
by petitioner, and so long as petitioner continues to use term to identify its award, 
it is not abandoned. 
CANCELLATION—PLEADING AND PRACTICE 
Conduct of Petitioner relating to abandonment is not involved in question in 
cancellation proceeding dealing with propriety of issuance of registration under 
Act of 1905. 
REGISTRATION PROCEDURE—APPEALS TO COMMISSIONER 
Respondent moved to file supplemental answer pleading certain activities of 
petitioner which it contended showed unclean hands and abandonment. File does 
not indicate examiner acted thereon, but since he dealt with subject matter in 
decision, it will be reviewed on appeal. 
CANCELLATION—DEFENSES 
Cancellation proceeding concerned with question of whether mark was regis- 
trable in view of prohibitions of section 5(b) of Act of 1905 will not be concerned 
with possible unclean hands of petitioner. 


Cancellation proceeding by Academy of Motion Picture Arts & Sciences 
v. Schnur & Cohan, Inc., Registration No. 373,353, issued December 5, 1939. 
Petitioner appeals from decision of Examiner of Interferences dismissing 
petition. Reversed. 


Fulton Brylawski, of Washington, D. C. for petitioner-appellant. 
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Richard 8. Temko and Alexander Mencher, of New York, N. Y. and Albert 
J. Fihe, of Burbank, California for registrant-appellee. 


Leeps, Assistant Commissioner. 

The Academy of Motion Picture Arts and Sciences has petitioned to 
cancel a registration of ACADEMY AWARD (Reg. No. 373,353) issued under 
the Act of 1905 on December 5, 1939, for ladies’ and girls’ slips and under- 
wear. Use of the registered mark is claimed since May 30, 1939. The 
Examiner of Interferences dismissed the petition on the ground that peti- 
tioner was estopped by laches from obtaining the relief sought. 


The petition for cancellation is filed under that portion of Section 
14(¢c) of the Trade Mark Act of 1946 which provides for filing cancellation 
proceedings against a registration obtained contrary to Section 2(a) of the 
Act or, in the case of registrations issued under prior Acts, contrary to simi- 
lar prohibitory provisions of said prior Acts. The registration involved 
here issued under the Trade Mark Act of 1905 and the ‘‘similar prohibitory 
provisions’’ of Section 5(b) of that Act, in so far as they are applicable 
here, read as follows: 

‘That no mark by which the goods of the owner of the mark may 
be distinguished from other goods of the same class shall be refused 
registration as a trade mark on account of the nature of such mark 
unless such mark * * * consists * * * of any name, distinguishing mark 
* * * lor] emblem * * * adopted by any * * * organization * * * which 
was incorporated in any State of the United States prior to the date of 
adoption and use by the applicant: Provided, That said name, dis- 
tinguishing mark * * * [or] emblem * * * was adopted and publicly 
used by said * * * organization * * * prior to the date of adoption and 
use by the applicant.’’ 


To put it another way, a trade mark which consisted of any name, distin- 
guishing mark or emblem adopted and publicly used by any incorporated 
organization prior to the date of adoption and use by the applicant could 
not be registered. 


Petitioner is a non-profit corporation organized under the laws of 
California in 1927 primarily to advance the arts and sciences of motion 
pictures ; to foster cooperation among the creative leadership of the motion 
picture industry for cultural, educational and technological progress; and 
to recognize outstanding achievements by conferring annual Award of 
Merit, serving as a constant incentive within the industry and focusing 
wide public attention upon the best in motion pictures. The By-Laws of 
the corporation include a number of other statements of purpose, but in so 
far as this action is concerned, they need not be detailed. 


Mr. Jean Hersholt, a founder member of the Academy (petitioner), a 
member of the Board of Directors from 1929 to 1932, a Vice-President from 
1943 to 1945, President from 1945 to 1949, and a member from the date of 
incorporation to the time this action was filed, testified that the primary 
function of the Academy during its entire existence has been the Academy 
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Award presentation. The principal award is a statuette, upon which the 
words ACADEMY AWARD appear. The statuette is widely known as an 
‘‘Osear.’’ According to Mr. Hersholt’s testimony, the Academy Award is 
an award for the highest achievement within each branch of the industry. 
The presentation of the awards receives worldwide publicity in newspapers, 
newsreels, on radio and in many periodicals. The public recognizes the 
Academy Award as an award for achievement and generally refers to the 
statuette as the ‘‘Oscar.’’ 

Petitioner is not engaged in any business in which. it uses the term 
ACADEMY AWARD to identify goods. It did produce two motion pictures 
called ‘‘Twenty Years of Academy Awards’’ (in 1948) and ‘‘Cavaleade of 
Academy Awards’’ (in 1940), and although such pictures were sold, the use 
of ACADEMY AWARD was merely as a part of the titles. Petitioner owns its 
own office building and a theatre known as ‘‘ Academy Award Theatre’’; 
and it maintains its own film library. 

Petitioner, in 1946, entered into an agreement under which permission 
was granted to E. R. Squibb & Sons to use ‘‘ Academy Award Theatre’’ as 
the name of a radio program featuring a dramatization of a motion picture 
nominated for or awarded an Academy Award or one in which an actor, 
actress, writer, director or other person had been nominated for or awarded 
an Academy Award. It appears that this agreement was terminated at the 
end of thirty-nine consecutive weeks. 

As was held in Academy of Motion Picture Arts and Sciences v. Acad- 
emy Award Products, Inc., 89 USPQ 451 (41 TMR 708) (Com’r. 1951) 
the term ACADEMY AWARD is a name, distinguishing mark, or emblem of an 
organization. It is not a trade mark identifying and distinguishing goods, 
but it is not necessary that it be a trade mark for the quoted provision of 
Section 5(b) of the Act of 1905 to be applicable. 

In my opinion, its registration was clearly prohibited by Section 5(b) 
of the Trade Mark Act of 1905. The prohibition of the statute is absolute, 
and a registration issued contrary thereto is void ab initio. 


Respondent has defended on four main grounds: (1) petitioner is 
guilty of laches; (2) petitioner has abandoned its ‘‘mark’’ by naked 
licenses; (3) petitioner has induced fraud and misrepresentation upon the 
public; and (4) there are no proofs of violation of any of petitioner’s 
rights from which damage may be presumed. 


These defenses will be discussed and disposed of seriatim. The appli- 
cation of the equitable principle of laches in this case depends not upon the 
question of inexcusable delay in asserting rights as is ordinarily the case, 
but upon two questions, namely: (1) was the registrant’s mark properly 
registered under the Act of 1905, and (2) if not, does the passage of time 
(ten years in this case) validate the registration? As stated above, the 
statute prohibited registration of the mark at the time it was registered. 
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Passage of time cannot validate a void registration, no matter how large 
the registrant’s business may have grown during the period the mark re- 
mained on the register. Laches is not available as a defense in an action 
to remove a void registration from the register. 


As for the abandonment defense, ACADEMY AWARD, as pointed out above, 
is not a trade mark. It is a name, distinguishing mark or emblem of an 
organization. It is not subject to the principles of law regarding abandon- 
ment of trade marks. So long as the term ACADEMY AWARD means to the 
public the award of this petitioner, and so long as this petitioner continues 
to use the term to identify its award for achievement, it is not abandoned. 
In addition, the terms of the agreement with E. R. Squibb & Sons, hereto- 
fore referred to, are so interrelated with the petitioner’s award as to remove 
it entirely from the category of a ‘‘naked license.’’ Furthermore, the 
question here is one involving propriety of the issuance of a registration 
under the Act of 1905, and does not involve the conduct of the petitioner. 


During the pendency of this proceeding (some three years and nine 
months after the petition was filed) respondent moved to file a supplemental 
answer pleading certain activities of petitioner which it contended showed 
unclean hands and abandonment. The file does not indicate that the 
examiner acted on the motion to file the supplemental answer, but since he 
dealt with the subject matter in his decision, it will be reviewed here. 


It appears that in November of 1949 petitioner entered into an agree- 
ment with Bulova Watch Company under the terms of which the latter was 
permitted to use the term ACADEMY AWARD and representations of its copy- 
righted statuette in connection with the advertising and sale of its watches. 
In 1952 the Federal Trade Commission entered a consent stipulation order- 
ing the Bulova Watch Company to cease and desist from using the terms 
ACADEMY AWARD and ‘‘Oscar’’ and representations of the ‘‘Oscar’’ statuette, 
as designations for or in advertising of watches unless in direct connection 
with the terms or representations it is clearly and adequately disclosed 
that the right to use them is by virtue of a license agreement with the 
Academy and is not representative of any meritorious award made on the 
basis of comparative tests with any other watches. Petitioner here agreed 
to cease and desist from authorizing the use of the terms and the represen- 
tation of the statuette as designations for or in advertising of any watches 
or other commodity which has not been the subject of an award of merit 
for achievement in the field of motion pictures, unless the same disclosure 
is made. The basis of the order was a finding that the Academy, in the 
opinion of the Commission, had placed in the hands of Bulova Watch 
Company, Inc., and its distributors and retailers means and instrumental- 
ities by which they might mislead the purchasing public into the erroneous 
and mistaken belief that the watches in connection with which the uses 
were made had been awarded the Academy Award or the ‘‘Oscar’’ by 
Academy of Motion Picture Arts and Sciences for special meritorious 
achievement. 
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Respondent contends that these facts demonstrate that petitioner comes 
to this tribunal with unclean hands. A court might, under some circum- 
stances, give consideration to this contention in a trade mark infringement 
or analogous suit, but here we are concerned only with the question of 
whether or not the mark was registrable by the respondent in view of the 
prohibition of Section 5(b) of the Act in 1905. 


It is my considered opinion that the issuance of Registration No. 
373,353 was contrary to the prohibitory provisions of the Trade Mark Act 
of 1905; and that the registration is and has been void since the date of 
issuance. The registration should be canceled. 


The decision of the Examiner of Interferences is reversed. 


EX PARTE THE A. C. GILBERT COMPANY 


Commissioner of Patents - November 17, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY 
Application to register WHIRL-BEATER specifies ‘‘ kitchen appliances, including’’ 
whereas only article to which mark is applied is electrically operated food mixer 
and therefore application is misleading. Statute requires actual specification of 
goods. 
PrRioR TRADE-MARK ACTS 
Mark refused registration under 1905 Act as descriptive and applicant seeks 
to file under 1920 Act by filing affidavit of use for at least one year but applicant 
did not qualify as to this on date of application, the application must be considered 
as though filed on date of its amendment. Applicant also amends to seek regis- 
tration on Principal Register of Act of 1946 under section 2(f). Date of Amend- 
ment becomes date of application. 
REGISTRATION PROCEDURE—PLEADING AND PRACTICE 
In prior opposition proceeding applicant had opposed registration of WORL- 
BEATER under 1905 Act on ground of applicant’s descriptive use of WHIRL-BEATER 
and supported grounds of opposition by testimony and while position taken by 
applicant is not inconsistent in law, since that opposed application was under 1905 
Act and present applications are under 1920 Act and 2(f) of 1946 Act applicant 
has greater burden to show distinctiveness of mark. Use of WORLBEATER in 1946 
sufficient to deny registration under 1920 Act application since use by applicant 
to the exclusion of others for one year is necessary under 1920 Act. Use of 
WORLBEATER in 1946 also sufficient to deny registration under Act of 1946 since 
under section 2(f) substantially exclusive use for 5 years must be shown and 
record shows overlapping of about 6 months. 


Application for registration of trade-marks by The A. C. Gilbert 
Company, Serial Nos. 495,602-3 filed January 29, 1946. Applicant appeals 
from decision of Examiner of Trade Marks refusing registration. Affirmed. 


Raymond D. Smith, of Bridgeport, Connecticut for applicant. 
F’rpERIco, Examiner in Chief. 


These are appeals from the action of the Examiner of Trade Marks 
refusing two registrations to the applicant. The appeals were heard at 
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different times but are considered together in view of the relationship of 
the applications and the grounds of rejection. 


Both applications were originally filed on January 29, 1946, and assert 
October 12, 1945 as the first date of use of the mark on the goods. The 
same mark WHIRL-BEATER is disclosed in each application. In the first 
(lower numbered) application, the goods are specified as ‘‘kitchen appli- 
ances, namely, electric domestic food mixers in Class 21, Electrical appa- 
ratus, machines, and supplies,’’ and in the second application the goods are 
specified as ‘‘kitchen appliances including domestic food mixers in Class 23, 
Cutlery, machinery and tools and parts thereof.’’ However, there is in 
fact only one article to which the mark is applied, an electrically operated 
hand-size food mixer or beater. 

At the hearing, the impropriety of specifying the goods on which the 
mark is used, in the second application, as ‘‘kitchen appliances including 
* * * ”’ was pointed out; it was stated that the use of the word ‘‘including’’ 
implied that the mark was used on a variety of different kitchen appliances 


and that what followed was merely an example, and that if the mark was 


not in fact used on all kitchen appliances the statement was misleading. 


‘ 


The requirement of the statute to ‘‘specify * * * the goods in connec- 


tion with which the mark is used’’ is not a requirement for a claim as in 
patent cases but is merely what it says, a requirement to specify, that is, to 


name in a specific or explicit manner, or to state precisely or in detail, the 
goods in connection with which the mark is actually used. Counsel stated 
that the wording of the phrase was inadvertent and would be corrected at 
an appropriate time. The examiner questioned the classification of the 
goods in this application and applicant has appealed on this matter as well; 
the appeal is dismissed as to this matter since it does not appear that the 
examiner made his objection the basis of refusing registration or of any 
specific requirement, and the objection amounts to merely a suggestion 
which applicant, as far as any action of the examiner is concerned, is free 
to adopt or not. In view of the action taken herein in these applications, 
no comment is made on the question of classification nor on the practice of 
stating the identical goods in different terms in different applications. 


Both applications when filed sought registration under the Trade 
Mark Act of 1905, and both applications were rejected on the ground of 
the descriptiveness of the mark. In reply to the rejection in the second 
application, applicant, on June 5, 1947, amended the application to seek 
registration under the Act of 1920 and filed a supporting affidavit stating 
that the mark had been in bona fide use for at least one year. Since the 
requirement for one year’s use was not met on the date the application was 
originally filed and the application on its face was not entitled to registra- 
tion under the Act of 1920 for this reason, the application must be treated 
as though filed on the date of the amendment, June 5, 1947. 
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The first application was similarly amended, but on December 6, 1951 
it was further amended to seek registration on the Principal Register of 
the Trade Mark Act of 1946, with recourse to the provisions of section 
2(f). In accordance with the third paragraph of Trade Mark Rule 41.2, 
the date of the filing of the amendment is considered as the date of the 
filing of the application. The mark is claimed to have become distinctive 
of the applicant’s goods in commerce through substantially exclusive and 
continuous use thereof for the five years next preceding the date the appli- 
cation was amended, supplemented by further evidence. 


The Act of 1920 application was rejected on the ground that the mark 
is so highly descriptive of the particular character and operation of the 
goods as to be without trade mark significance, and the Act of 1946 appli- 
cation was rejected on substantially the same ground. 


The ground of rejection in both cases requires consideration of another 
proceeding in which applicant was involved. 


An application of another party was filed on January 21, 1946, shortly 
prior to applicant’s original filing dates, seeking to register the mark 
WORLBEATER as a trade mark for rotary hand food mixers, the applicant 
asserting use since October 1938. This application was published for oppo- 
sition and opposed by applicant, Opposition No. 25,709, The A. C. Gilbert 
Company v. Na-Mac Products Corporation. The opposer’s standing to 
oppose was based upon its use of the descriptive words ‘‘ whirl beater’’ and 
the ground for urging unregistrability of the mark was the descriptiveness 
of the respondent’s mark, stated to be the phonetic equivalent of the de- 
scriptive terms used by opposer. Opposer’s pending applications were 
referred to, and also the fact that opposer had been charged with infringe- 
ment by the respondent and action threatened. 


The general tenor of opposer’s case in the opposition was to show that 
‘‘whirl beater’’ was descriptive, even approaching genericness, that the 
phrase had no trade mark significance, and was not registrable; and that 
‘‘worlbeater’’, its phonetic equivalent, was therefore likewise not regis- 
trable. The testimony and the arguments were along these lines.’ The 


1. Opposer took its testimony in the opposition in April 1947. The principal wit- 
ness was an officer of the company. The device or the agitator is commonly called a 
beater, and it is emphasized that the beater whirls and imparts a whirling motion to 
the mixture. The witness is asked ‘‘ What, if anything, do you know about the use 
of the combined words WHIRL and BEATER in connection with rotary food mixers 
aside from any use by the Gilbert Company?’’ and answered ‘‘The words WHIRL and 
BEATER have been used in conjunction with food machines frequently in the past.’’ 
(Question 25). Following this a number of publications using these words are quoted 
from and introduced. Counsel for the respondent, in cross-examination, attempted to 
get some admission from the witness that the phrase as used by the opposer had a trade 
mark significance, for example: 


**Q117. Does the term WHIRLPEATER as applied to the Opposer’s Exhibit 1 
have any other but a descriptive significance in connection with the construction and 
operation of the mixer? A. No, it does not.’’ 

‘¢Q118. In other words, then, Mr. Frisbie, you mean that that WHIRLBEATER 
as applied to this Gilbert device, describes purely the functions of whirling and 
beating performed by the mixer? A. The word WHIRLBEATER describes the 
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Examiner of Interferences sustained the opposition, holding that ‘‘beater’’ 
was merely the name of the goods, and that ‘‘whirl’’ was merely and aptly 
descriptive and in common use for this purpose. 


While the position taken by applicant here is not inconsistent in law 
since the opposed application was under the Trade Mark Act of 1905 and 
the present applications are under the Act of 1920 and under section 2(f) 
of the Act of 1946, nevertheless, the previous position of the applicant adds 
considerably to the burden to be sustained in the present applications. 


There is another feature of the prior opposition which has a bearing on 
these applications. The testimony for the respondent shows that it had 
adopted and used the mark late in 1938 and had discontinued its use 
shortly after the beginning of the war. Use of the mark was resumed late 
in 1945 and the mark was still in use at the time the respondent’s testimony 
was taken, which was in June 1947. 


function of the machine and that is the intent of the use of the name.’’ 

**Q124,. Well, is it then true, Mr. Frisbie, that at least at the time the above 
mentioned applications were applied for, Gilbert regarded the term WHIRLBEATER 
as a term which identified their product; that is to say, the A. C. Gilbert mixer 
as distinguished from the mixer of any other concern. A. Well, our feeling in the 
matter was that there had never been produced a mixer of this particular type, 
consequently, there was no descriptive name to give it. It did not fall in the class 
of mixers as the public knew mixers. It required education to use and so forth. 
Consequently, a name designating that particular type of machine had to be used. 
Consequently, the name Gilbert was used with it.’’ 


Whatever inference of trade mark significance might have been brought out on 
cross-examination was dissipated by the redirect examination of the witness. For 
example, after referring to a number of uses of the words descriptively in a Gilbert 
instruction folder: 

*€Q152. I will repeat it. With regard to these occurrences of the word ‘whirl,’ 
combined with ‘beat,’ or ‘beater,’ or ‘beating,’ can it be truthfully said that the 
Gilbert Company uses these terms which you have read, solely as the name of an 
article or product? A. No, it is also used to describe the operation of the product.’’ 

**Q156. Let us get at it this way: Do these terms apply equally as well to the 
acticu and effect of the appliance on food whether the product is made by The 
A. C. Gilbert Company or others? A. They would apply to any similar machine.’’ 

**Q159. If others were to make a food mixer or beater whose characteristic of 
action is similar to that of Exhibit 7, would these terms which you have read from 
the instruction folder apply equally well to such other make of appliance? A. 
They would.’’ 

Opposer’s brief was along the same lines. It opens by stating that opposer ‘‘has 
used and desires to continue to use the term WHIRLEEATER, as well as variations thereof 
in such forms as ‘whirlbeat’, ‘whirlbeating’, ete., for aptly describing properties such 
as the accentuated whirling performance of its rotary food mixers in connection witb 
the sale and advertising thereof.’’ Other quotations from the brief follow: 

««* * * terms which are identical with or equivalent to its component words 
or parts are being aptly and commonly used, and in the past have been aptly and 
commonly used, to describe the properties and operating characteristic of rotary 
food mixers * * *.’’ (page 4) 

‘*The record shows that WHIRLBEATER (and hence its phonetic equivalent 
WORLBEATER is deemed to be descriptive of rotary food mixers by many unpreju- 
diced experts and authorities.’’ (page 5) 

‘*For further supporting evidence of descriptiveness in commercial and jour- 
nalistic channels there is the consistent combined use of the terms ‘whirl’ and 
‘beat’ by various writers of articles in women’s magazines of vast nation-wide 
circulation. These articles refer to rotary food mixers and their characteristic 
manner of action by combined uses of the words ‘whirl’ and ‘beat’. (page 6) 

‘*The remaining part of the name i.e., ‘beater’, is but the common, long known 
and universally familiar name of the product, itself.’’ (page 7) 
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The effective filing date of the Act of 1920 application is June 5, 1947, 
and for the entire year preceding this date, a practically identical mark was 

in use by another on the same or similar goods. This is sufficient to deny i 
registration on this application, and registration is refused on this ground, 
since use by the applicant to the exclusion of others for the year preceding 
the application was necessary to obtain a registration under the Act of 1920. 
American Printing Ink Co. of Chicago v. American Printing Ink Co. of | 


i Cincinnati, 1925 C.D. 5; American Woodworking Machinery Co. v. Ameri- 
P can Saw Mill Machinery Co., 1925 C.D. 9; Fitzpatrick Brothers v. B. Heller 
i & Co., 1925 C.D. 149; Robert Bosch Aktiengesellschaft v. American Bosch 


Magneto Corp., 2 USPQ 15, (19 TMR 299) ; Gilbert Paper Co. v. Milton, 
20 USPQ 162, (24 TMR 85). 

In the Act of 1946 application, applicant asserts that the mark was 
substantially exclusively used by it for the five years preceding the effective 
filing date, which is December 6, 1951. This five years overlaps by about 
six months the respondent’s use shown by the testimony in the opposition, 
and, while the use by the other party in the opposition may not have been 
very great, it is not considered to have been so small as to be called 
insubstantial. 


Applicant has submitted other evidence under section 2(f) of the Act 
of 1946. This evidence is not considered sufficient under the circumstances. 
While the mark may not be so completely incapable of acquiring trade mark 
significance as indicated by the examiner, the more apt the descriptiveness 
of the term the more difficult to prove trade mark significance. With a 
recent record including practically a disclaimer of trade mark significance, 
I do not believe that the present application should be allowed. 


The decision of the examiner is affirmed in both applications. 


AKTIEBOLAGET SVERIGES FORENADE KONSERVFABRIKER v. 
CAPE FEAR COLD STORAGE COMPANY 


No. 5715 - Commissioner of Patents - November 30, 1953 


TRADE-MARK AcT OF 1946—-PLEADING AND PRACTICE 
Third party registration is incompetent as evidence of ownership, validity or 
exclusive right to use mark where petition to cancel alleges ownership of such 
mark and allegation is controverted by respondent and no proof is offered. 
Labels and containers attached to petition are not properly in evidence since 
there was no proof as to use but they may be considered as admissions against f 
interest as none of the marks as shown conform to the mark as registered. 
EFFECT OF REGISTRATION—ACT OF 1905 
1905 Act registration issued to Petitioner is prima facie evidence of validity 
of registration and Petitioner’s ownership and exclusive right to use the mark on 
goods specified. 
TRADE-MarK AcT oF 1946—CONFUSINGLY SIMILAR MARKS 
Word portion of composite marks are deemed to be features by which pur- 
chasers would specify products hence CAPE FEAR with lighthouse is not confusingly 
















ee 
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similar to FYRTORNET with S.F.K.F. and lighthouse where both marks are used on 
seafood products, since they neither sound alike, look alike nor have a similar 
significance. 


Cancellation proceeding by Aktiebolaget Sveriges Forenade Konserv- 
fabriker v. Cape Fear Cold Storage Company, Registration No. 533,828 
issued November 21, 1950. Registrant appeals from decision of Examiner 
of Interferences sustaining petition. Reversed. 


Mason, Fenwick & Lawrence, Washington, D. C. for petitioner-appellee. 
A. Yates Dowell, of Washington, D. C. for registrant-appellant. 
LeeEps, Assistant Commissioner. 


Registrant-respondent has appealed from the decision of the Examiner 
of Interferences sustaining a petition to cancel Supplemental Registration 
No. 533,828, issued on November 21, 1950. 

Petitioner relies upon two Act of 1905 registrations, namely, Reg. No. 
314,202, issued June 19, 1934, disclosing the word FYRTORNET arcuately 
displayed above a representation of a lighthouse with the initials s.F.K.F. 
being superimposed on the rays of light coming from the lighthouse; and 
Reg. No. 67,195, issued January 21, 1908 disclosing the word LIGHTHOUSE 
displayed in capital letters above a representation of a lighthouse. The 
goods described in the former are ‘‘canned anchovy, herring tidbits, caviar 
and fish balls’’; and in the latter, the goods described are ‘‘dried, pickled, 
or otherwise preserved, fish.’’ 


Respondent’s registration, issued on the suppplemental register on 
November 21, 1950, discloses the words CAPE FEAR with the representation 
of a lighthouse, ard the goods described therein are ‘‘frozen sea foods— 
namely, devilled crabs, shrimp, and seafood dinner preparations.’’ Use is 
claimed since March 20, 1949. 

No testimony was taken by either party. 

Registration No. 67,195 was issued to Rosenstein Brothers, Inc., on 
January 21, 1908, was renewed on January 21, 1948 to Adolph Goldmark 
& Sons, Corp., and was published under section 12(c) of the Act of 1946, 
on February 8, 1949 by Adolph Goldmark & Sons, Corp. Petitioner alleged 
that it now owns the registration; and respondent denied such ownership. 
No proof was offered. Accordingly, the registration is incompetent as 
evidence of ownership, validity, or the exclusive right of this petitioner to 


use the mark shown in the registration. McKesson & Robbins, Inc. v. The 
Vad Corporation, 69 USPQ 107, (36 TMR 155) (C.C.P.A., 1946). 

Registration No. 314,202 was issued to petitioner and published by 
it on December 14, 1948. Accordingly, this certificate is prima facie evi- 
dence of the validity of the registration, petitioner’s ownership of the 
mark, and petitioner’s exclusive right to use the mark in commerce on the 
goods stated therein. (Section 7(b), Trade Mark Act of 1946, 15 U.S.C. 
1057b.) This registration covers the word FYRTORNET and a conventional 
drawing of a lighthouse, together with the initials s.F.K.F. 
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Petitioner attached several labels and containers to its petition to 
eancel. They are not properly in evidence because there is no proof in 
connection with any of them. They may, however, in such circumstances, 
be considered as a kind of admission against interest. It is observed that 
none of the trade marks appearing thereon conforms precisely to the mark 
as registered. 

For purposes of determining likelihood of confusion in this case, and 
in the absence of evidence, the word portions of the marks are deemed to be 
the features by which purchasers would recognize and call for the products. 
These portions are FYRTORNET and CAPE FEAR. They neither sound alike, 
look alike, nor, so far as this record reveals, do they have a similar signifi- 
eance. The presence of the pictorial representation of a lighthouse in more 
or less conventional design is the only common feature, and when used in 
conjunction with the words, which are specifically different, and considering 
the nature of the goods involved, it is believed that confusion, mistake or 
deception of purchasers is most unlikely. 


The decision of the Examiner of Interferences is reversed. 


EX PARTE ALBERS MILLING COMPANY 
Commissioner of Patents - November 30, 1953 


TRADE-MaRK AcT OF 1946—CoONFUSINGLY SIMILAR MARKS 
Use of mark MANNA for formula feeds not confusingly similar to MANAMAR 
as used on identical goods since commercial impression of a mark is created by 
whole mark and not by dissecting single word mark into arbitrary components; 

MANNA has well-known connotation while MANAMAR has no such significance nor 

do they look or sound alike. 

Appeal from Examiner of Trade-Marks. 

Application by Albers Milling Company, Serial No. 603,950; filed 
September 25, 1950. Applicant appeals from decision of Examiner of 
Trade Marks refusing registration. Reversed. 

Robert D. Kummel, of Los Angeles, California for applicant. 
Lreeps, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
word MANNA for feed for farm animals and fowl. Use is claimed since 
August 31, 1950. Registration has been refused on the ground of likelihood 
of confusion, mistake or deception with MANAMAR, issued on May 21, 1935 
for stock and poultry feeds. Applicant has appealed from this decision. 

This applicant owns Registration No. 302,619 covering CALF MANNA 
(cALF disclaimed) for mixed calf food issued on April 25, 1933, prior to 
the cited reference. 

The examiner, in making his determination, stated that applicant’s 
mark is ‘‘practically identical to the first and major portion of registrant’s 
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mark.’’ I am unable to follow the reasoning which leads to a conclusion 
that any portion of the single word MANAMAR is its major portion. The 
commercial impression of a mark is created by the whole mark (Beckwith 
v. Commissioner of Patents, 252 U.C. 538; 1920), and the dissecting of a 
mark into its components—particularly the breaking of a single word into 
its arbitrary syllables—for purposes of determining likelihood of confusion, 
mistake or deception seems to violate the well-established rule that marks 
must be considered in their entireties. Synchromatic Corp. v. Eureka 
Williams, 81 USPQ 434, (89 TMR 571) (C.A. 7, 1949); Valpo v. Solis 
Entrialgo y Compania, 82 USPQ 182, (39 TMR 699) (C.C.P.A., 1949) ; 
Apollo Shirt Co. v. Enro Shirt Co., Inc., 76 USPQ 329, (38 TMR 314, 317) 
(C.C.P.A., 1948) ; Gaby, Inc. v. Irene Blake Cosmetics, Inc., 76 USPQ 603, 
(38 TMR 450) (C.C.P.A., 1948) ; Atlantic Seafood Packers v. Florida Fruit 
Canners, 77 USPQ 96, (88 TMR 553) (C.C.P.A., 1948) ; Sprague Products 
Co. v. Wilkor Products, Inc., 99 USPQ 255, (Com’r., 1953). 

MANNA and MANAMAR do not look alike, nor do they sound alike. 
MANNA has a familiar and well-known connotation as applied to food 
(whether for human or animal consumption), whereas MANAMAR has no real 
significance other than that of indicating origin with the cited registrant. 
It is my opinion that confusion, deception or mistake is not likely to result 
from contemporaneous registration of the two marks. 


The decision of the Examiner of Trade Marks is reversed. 


EX PARTE INTERNATIONAL STAPLE AND 
MACHINE COMPANY 


Commissioner of Patents - November 30, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY 
Test of application under section 2(f) is whether the evidence submitted is 
sufficient to support claim of secondary meaning or distinctiveness. Evidence shows 
that an ANVIL is a common element of stapling devices and consequently RETRACTABLE 
ANVIL cannot be registered for hand and power operated stapling machines since 
evidence fails to show it has become distinctive. 


Appeal from Examiner of Trade-Marks. 

Application by International Staple and Machine Company, Serial No. 
571,729 filed January 6, 1949. Applicant appeals from decision of 
Examiner of Trade-Marks refusing registration. Affirmed. 

Potts & Brune, of Philadelphia, Pa. for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register on the Principal Register, with 
evidence submitted under the provisions of Section 2(f), the term rETRAC- 
TABLE ANVIL for hand and power operated stapling machines. Use is 
claimed since June, 1940. The Examiner of Trade Marks has refused regis- 
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tration on the ground that ‘‘the alleged mark is merely an expression so 
generically descriptive of a feature of the goods as to be incapable of indi- 
eating origin.’’ Applicant has appealed from this refusal. 

The determination to be made in cases of this kind is not whether a 
word or term is capable of distinguishing, but whether the evidence sub- 
mitted, in view of the nature of the word or term, is sufficient to support a 
claim of secondary meaning, or distinctiveness. In this case, it is not 
sufficient to support such a claim. 

The application is signed by Werner Schafroth, Chief Executive Officer 
of applicant corporation. The various papers and documents filed in the 
ease make reference to, and claim ownership by this applicant of, Patent 
No. 2,080,634, granted to Werner Schafroth on May 18, 1937, covering a 
stapling device, and Patent No. 2,234,808, granted to Werner Schafroth on 
March 11, 1941, covering a stapling machine. The former refers to ‘‘ pene- 
trating members being formed with a crescent shaped anvil surface’’; and 
the latter refers innumerable times to ‘‘penetrating anvil.’’ There is no 
doubt that an ‘‘anvil’’ is a common element of stapling devices. (Patents 
Nos. 2,646,567, 2,633,571, 2,619,637, 2,599,998, 2,548,827, 2,535,482, 
2,511,944, 2,511,003, 2,486,500, 2,427,873, 2,384,554, 2,351,557, 2,351,042, 
2,331,252, and numerous others. ) 

In addition to the two patents which are identified and claimed by 


applicant, the records of the Patent Office reveal the following four addi- 
tional patents granted to Werner Schafroth: No. 2,469,054 (May 3, 1949) 
for a stapling machine which provides ‘‘mechanical means for actuating 
staple clinching anvils through an are of about 100 degrees, holding them 
in the extreme or clinching position, and then returning the anvils to their 
original position * * * ’’; No. 2,469,055 (May 3, 1949) for a stapling ma- 
chine having ‘‘rotary piercing anvils’’; No. 2,470,727 (May 17, 1949) for 


ce 


an anvil clinching staple machine which provides ‘‘mechanical means for 
driving staples through flaps or ends of closed cartons and actuate staple 
clinching anvils to pierce the material, clinch the inner ends of the staples 
and then withdraw the anvils leaving the staples in place’’; and No. 
2,488,940 (November 22, 1949) for a staple machine having retractable 
clinching anvils in which it is stated, among other things, that ‘‘The present 
invention relates to stapling machines and is conceived primarily with a 
stapling machine of the retractable anvil type,’’ and ‘‘The anvils are sub- 
sequently withdrawn and this type of stapling machine has heretofore 
become known as a retractable anvil stapling machine.’’ The term ‘‘retrac- 
table anvil’’ is used in the specifications and claims of this last mentioned 
patent in at least a dozen place to describe the machine. 

Exhibits filed in support of the application show a number of descrip- 
tive uses of the term, such as, ‘‘featuring the RETRACTABLE ANVIL’’; ‘‘The 
retractable anvil stapler which closes filled cartons from the outside’’; 
drawings of the anvil with explanatory material which includes ‘‘ This final 


SS SS 
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view shows the staple completely clinched and the anvils retracted’’; 
‘‘International Stapling Machines exclusively feature the patented prin- 
ciple of the retractable anvil’’; ‘‘The Retractable Anvil was invented, per- 
fected, and incorporated in machines, especially designed for its use by 
Werner Schafroth * * * ’’; ‘‘International’s engineers are ready to solve 
your individual packaging problems by building the retractable anvil into 
stapling machines’’; ‘‘The anvils are retracted, leaving a neat and perfect 
clinch inside the carton’’; and others. Several of the models pictured in 
the exhibits obviously include the mechanism covered by Patent No. 
2,488,940 for a staple machine having retractable clinching anvils. The 
evidence submitted leads to but one conclusion, namely, the term RETRAC- 
TABLE ANVIL has not acquired a secondary meaning, i.e., it has not become 
distinctive. 

The decision of the Examiner of Trade Marks is affirmed and registra- 
tion is refused. 


EX PARTE MINNEAPOLIS-HONEYWELL REGULATOR 
COMPANY (assignee of THE BROWN INSTRUMENT 
COMPANY ) 


Commissioner of Patents - December 1, 1953 


TraDE-Mark Act or 1946—DeEscrRIPTIVE TERMS 
Where application is made to register the term PHOTO-ELECTRODE SYSTEM 
(SYSTEM disclaimed) for unitary safety control apparatus using photoelectric cell 
such use does not make the word PHOTO merely descriptive of the system and since 
no electrodes are used in the system ELECTRODE is not descriptive of the goods but 
is somewhat misdescriptive but not deceptively so. However, where evidence indi- 
cates term has been used descriptively to indicate the control system featuring the 
photoelectric detecting unit as distinguished from the flame electrode system, and 
not to indicate origin, the term is not registrable. 
TRADE-MARK AcT oF 1946—REGISTRABILITY—IN GENERAL 
While more than one trade-mark can be used in connection with the same 
goods, it is a question of fact whether the marks are so used as to indicate origin. 


Appeal from Examiner of Trade-Marks. 

Application by Minneapolis-Honeywell Regulator Company (assignee 
of The Brown Instrument Company), Serial No. 521,720 filed May 2, 1947. 
Applicant appeals from decision of Examiner of Trade-Marks refusing 
registration. Affirmed. 

Arthur H. Swanson, of Philadelphia, Pa. for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
term PHOTO-ELECTRODE SYSTEM (SYSTEM disclaimed) for unitary safety 
control apparatus for controlling fuel supply to fuel burners distinguished 
by a light radiation responsive detecting unit and an electrically operated 
relay for electrically operating a fuel valve. Use is claimed since Septem- 
ber 11, 1946. Registration has been refused on the ground that: ‘‘ Appli- 
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eant’s product has a photo electric cell. Therefore the term PHOTO is merely 
descriptive of the goods. The product also contains electrodes. Therefore 
the term ELECTRODE is merely descriptive of the goods.’’ 


It is true that the system utilizes a photoelectric cell, but that fact 
does not, in and of itself, make the word PHOTO merely descriptive of the 
system. It is highly suggestive of the fact that the system functions by 
means of photoelectric detection, but the word PHOTO is not deemed to be 
merely descriptive of the goods. 


It is not true that the system contains electrodes. The arguments 
advanced by applicant, and the catalog describing this and other items 
manufactured by applicant, make it quite clear that no electrode is re- 
quired for operation of the system, thus providing advantages in certain 
types of operations which, by their nature, do not lend themselves to a 
flame electrode system. ELECTRODE is not deemed to be merely descriptive 
of the goods. It may be somewhat misdescriptive, but not deceptively so. 


The mark sought to be registered, however, is neither PHOTO nor ELEC- 
TRODE, but PHOTO-ELECTRODE SYSTEM and even if each word, standing alone, 
were descriptive, it does not necessarily follow that they could not be com- 
bined into a mark which is not merely descriptive. The term PHoTO- 
ELECTRODE SYSTEM is not deemed to be merely descriptive of the goods. 


A second question, and one fundamental in character, arises from an 
examination of the application file. It concerns not the nature of the term 
PHOTO-ELECTRODE SYSTEM, but the nature of the use of the term. Applicant 
manufactures and sells numerous automatic control systems, some of which 
are identified by the registered trade mark pRoTecToaLo. Reference is 
made in applicant’s catalog to at least three of these, namely, ‘‘ Protectoglo 
Flame-Electrode System,’’ ‘‘Protectoglo Photo-Electrode System,’’ and 
‘*Protectoglo Safety Circuit.’’ The specimen filed with application shows 
**Protectoglo Combustion Safeguard Photo-Electrode System.’’ There is 
nothing in the record here to show that this applicant has used the term 
PHOTO-ELECTRODE SYSTEM to indicate origin. The record indicates that the 
term has been used only to denote the control system featuring the photo- 
electric detecting unit and to differentiate it from the flame electrode system 
which requires an electrode projecting into the flame, thus making the 
flame a part of an electrical circuit. In other words, even though the term 
is not merely descriptive of the goods, this applicant’s use of it has been 
merely to describe the goods. 


Applicant contends that it is a second mark for the item—PROTECTOGLO 
being the other—and that there is no objection to having more than one 
trade mark for the same goods. That there is no objection to having more 
than one mark for the same goods is well established. As Judge Learned 
Hand said in Loonen v. Dietch, 189 F. 487, 492, ‘‘In principle there is no 
possible ground for refusing to recognize any number of trade marks which 
are really such.’’ Mr. Nims, in his work entitled ‘‘ Unfair Competition and 
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Trade Marks,’’ (Third Edition, p. 513) stated in connection with this point: 
‘*It is almost entirely a question of the character of the use to which the 
name is put.’’ Whether a mark is so used as to accomplish the purpose of 
indicating origin as a question of fact (Nims, supra) ; and the only facts 
here upon which a conclusion can be based lead away from a finding that 
PHOTO-ELECTRODE SYSTEM is so used as to accomplish that purpose. 


The refusal of the Examiner of Trade Marks to register is affirmed, 
but for the foregoing reasons. 


AYRES v. BYMART, INC. (by change of name, 
BYMART-TINTAIR, INC.) 


No. 30914 - Commissioner of Patents - December 15, 1953 


TRADE-Mark AcT or 1946—TITLE—ASSIGNMENT 
Although opposer was assigned mark and good will of business in 1927 he is 
not in position to oppose since registration expired in 1945 and opposer, as 
employee, has compounded product for another company which bottles and sells 
to a third which transfers product to a fourth which labels and sells it to trade. 
Since opposer neither makes nor sells TINTO RAPID he cannot contest applicant’s right 
to register. 
TRADE-MaRK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Since TINTO RAPID and TINTAIR do not look or sound alike nor have same 
significance deception, confusion or mistake of purchasers not likely and applicant 
is entitled to registration of TINTAIR. 


Opposition proceeding by Ayres v. Bymart, Inc. (by change of name, 
Bymart Tintair, Inc.), Serial No. 596,557, April 29, 1950. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. 


Affirmed. 


Morgan, Finnegan & Durham, of New York, N. Y. for opposer-appellee. 
Hughes, Hubbard & Reed, of New York, N. Y. for applicant-appellant. 


LeeEps, Assistant Commissioner. 


Application has been filed to register on the Principal Register the 
word TINTAIR for home hair coloring. Use is claimed since April 15, 1950. 
Opposer claims ownership of TINTO RAPID as a mark for hair dye and asserts 
continued use by himself and predecessors since 1925. The Examiner of 
Interferences dismissed the opposition, and opposer has appealed. 


The mark TINTO RAPID was registered by Tinto Corporation on Septem- 
ber 15, 1925 (Reg. No. 203,164), and when this opposer attempted to renew 
the registration in 1945, renewal was refused on the ground that title 
appeared to be vested in the registrant. The registration therefore expired 
as of September 15, 1945. 

The testimony shows that opposer was employed by Tinto Corporation 
in 1925 and, as an employee, he compounded the TINTO RAPID hair dye for 
the corporation; on June 18, 1927, Tinto Corporation entered into a ten- 
year exclusive sales contract with Chaney Distributing Corporation for the 
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entire output of TINTO RAPID hair dye; on October 18, 1927, the trade mark 
TINTO RAPID, the good will of the business in connection with which the 
mark was used, and the sales contract with Chaney Distributing Corpora- 
tion were assigned from Tinto Corporation to opposer; from 1927 to 1930 
opposer compounded the dye and sold it to Chaney; from 1930 to 1941 
opposer was employed by Inecto Corporation and he compounded the dye 
for that corporation which sold it to Chaney; in the autumn of 1941 
opposer was employed by Ralph L. Evans Associates after Inecto Corpora- 
tion had been succeeded by Sales Affiliates and Evans Chemeties, Inc., the 
former succeeding to the sales operations and the latter succeeding to the 
production operations; during the time opposer was employed by Ralph L. 
Evans Associates, Sales Affiliates distributed the TINTO RAPID dye to Chaney ; 
from 1945 opposer has been employed by Evans Research and Development 
Corporation, a successor to certain phases of the operations of Ralph L. 
Evans Associates, where he compounds the dye, Evans Chemeties, Inc., 
bottles it and sells it to Sales Affiliates which sells it to Chaney Distributing 
Corporation; opposer has no contractual relationship with any of these 
companies with respect to the sale of the hair dye, nor does he share in the 
profits therefrom ; the labels on the bottles have, since 1927, shown only the 
name of Chaney Distributing Corporation, identified as distributor ; Chaney 
Distributing Corporation is in the same office and operated by the same 


partners who own and operate a dental laboratory known as ‘‘ Metropolitan 
Dental Laboratory’’; sales of TINTO RAPID dye are by mail order, primarily 
to individuals; the products has not been advertised since 1925 or 1926; 
total sales by Chaney for 1950, 1951 and the first five months of 1952 
amounted to 305 bottles ; and this opposer has never sold any of the product 
to the trade. 


The record does not show clearly who does own the rights in TINTO 
RAPID, but it is clearly apparent that this opposer does not own such rights. 
Opposer, as an employee of one company, compounds the product for a 
second company, which bottles and sells it to a third company which, in 
turn, sells it to a fourth company, which places its name on the bottle and 
sells it to the trade. This opposer neither ‘‘makes’’ nor ‘‘sells’’ the product 
and he is, therefore, without standing to contest applicant’s right to regis- 
ter. Revere Paint Co. v. 20th Century Chemical Co., 66 USPQ 65 (C.C.P.A., 
1945), (35 TMR 143). 

Even if opposer had established his right to oppose, the opposition 
should be dismissed on the ground that the marks TINTO RAPID and TINTAIR 
do not look alike, do not sound alike, and do not have the same significance. 
Under such circumstances, confusion, mistake or deception of purchasers 
is not likely to result from contemporaneous use of the marks; and the 
applicant is therefore entitled to registration. 

The decision of the Examiner of Interferences is affirmed. 
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ESSO STANDARD OIL COMPANY v. 
UNIVERSAL MOTOR OILS.CO., INC. 


No. 29196 - Commissioner of Patents - December 15, 1953 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Composite mark composed of rectangle and DEZOL is not confusingly similar 
to DIOL both marks being used on lubricants and motor oils since they do not 
look or sound alike and OL is widely used by oil companies in marks for oil products. 


Opposition proceeding by Esso Standard Oil Company v. Universal 
Motor Oils Co., Inc., Serial No. 566,816, filed October 11, 1948. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Jewett, Mead & Browne and James Atkins, of Washington, D. C. for 
opposer-appellee. 


Munson H. Lane, of Washington, D. C. for applicant-appellant. 
LeEeEps, Assistant Commissioner. 


Registration on the principal register is sought for a composite mark 
comprising a rectangle upon which appears the word DEZou. Below this 
word appear OILOY MOTOR OIL and A UNIVERSAL PRODUCT. MOTOR OIL and 
PRODUCT are disclaimed. Use is claimed since July 27, 1937. 


Registration is opposed by the owner of the trade mark DI0L, registered 
on November 22, 1927 (renewed), with use claimed since June 11, 1927. 


The Examiner of Interferences sustained the opposition and denied 
registration. This is an appeal from his decision. 


The marks of both parties are used on lubricants and motor oils. 


There seems to be some question regarding opposer’s first use, but the 
documentary evidence shows use in 1927, and the oral testimony shows that 
the mark was first used ‘‘prominently’’ in 1934. Sales are made in the 
Caribbean area, in South America and in about half the States of the 
United States. It does not appear from the record that opposer’s product 
has been widely advertised. 

Applicant’s established date of first use in commerce is 1932, and the 
testimony and exhibits show sales on a relatively large scale in at least 
nineteen States, thirteen of which are the same as those in which opposer’s 
product is distributed. There has been a considerable amount of advertis- 
ing of applicant’s product sold under its mark. 


It appears that for some time prior to the institution of this opposition, 
applicant purchased some products from one of opposer’s subsidiaries, but 
the record does not clearly disclose that either party knew of the other’s 
use of its mark prior to the filing of the present application in 1948. 


Opposer contends that its mark is susceptible of a pronunciation 
(DEEOL) which is practically indistinguishable from applicant’s DEZo.L 
(citing Continental Coffee Company, Inc. v. Continental Foods, Inc., 91 
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USPQ 271, (42 TMR 68) (Com’r., 1951) ; and that essentially applicant’s 
mark gives the appearance of being made up of the letters pe and ou with 
a paraphed character disposed between the pairs of letters, such character 
being construed by applicant as being the letter ‘‘Z’’. There is no doubt 
in my mind that the letter is ‘‘Z’’. Thus, we have opposer’s word pio. and 
applicant’s composite mark featuring the word pEZou. They do not look 
alike, and, in my opinion, they are not likely to be given a pronunciation 
which will result in confusion, mistake, or deception of purchasers. As for 
significance, the presence of oL in the marks suggests that they are oil 
products. 

It is common knowledge that ou is widely used by oil companies in their 
trade marks for oil products. Applicant’s mark suggests a lubricant for 
diesel engines or motors, but the record shows that sales of applicant’s 
product are not limited to use in diesels, and that only a small percent of 
the purchasers buy it for use in automotive vehicles equipped with diesel 
motors. Aside from the suggestiveness of oL in opposer’s mark, it has no 
significance other than to indicate origin in opposer. There is, therefore, 
no common meaning of the marks which is likely, in my opinion, to result 
in confusion, mistake, or deception of purchasers. 

The decision of the Examiner of Interferences is reversed, and the 
applicant is entitled to the registration sought. 


JEWEL TEA CO., INC. v. WETALENE LABORATORIES, INC. 


No. 31401 - Commissioner of Patents - December 15, 1953 
TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Compound mark should be considered in entirety and not dissected for purpose 
of comparison and hence ONLY-WUN is not confusingly similar to WON since they 
neither look or sound alike nor have a common significance. 

Opposition proceeding by Jewel Tea Co. v. Wetalene Laboratories, Inc. 
Serial No. 615,593 filed June 22, 1951. Applicant appeals from decision of 
Examiner of Interferences sustaining opposition. Reversed. 

R. D. Sturtevant and R. W. Williamson, of Barrington, Illinois and John 

W. Unger for opposer-appellee. 

Herschel C. Omohundro, of Columbus, Ohio for applicant-appellant. 
LeEeps, Assistant Commissioner. 

Registration on the Principal Register is sought for the compound 
word ONLY-wuw for detergents used in automatic washing machines. Use 
is claimed since February 22, 1951. 

Registration is opposed by the owner of the unregistered mark won 
used on a detergent. 

The Examiner of Interferences sustained the opposition and refused 
registration. This is an appeal from that decision. 

The case was submitted on stipulated facts in lieu of testimony. These 
facts show: opposer has used its mark won on a detergent since December 
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8, 1948 ; the trade mark won identifies and distinguishes opposer’s product ; 
WON detergent is distributed only on home delivery routes established 
and maintained by opposer; each home delivery route is operated by a 
company-employed salesman who calls on his customers in their homes at 
approximately the same time of day every two weeks; each salesman is 
furnished with a distinctive delivery truck which customers associate with 
opposer ; the route salesmen sell many food products and items for general 
household use, including won detergent; and the products of opposer are 
advertised by means of a sales program distributed to customers. 


Applicant has used its mark ONLY-wUN to identify its detergent since 
December, 1950; prior to adoption, a search of the Patent Office records was 
made to determine whether the same or a similar mark had been registered 
for use on the same or similar goods; more than $17,000.00 has been spent 
in advertising locally and nationally the product sold under the mark; 
and sales are made to jobbers for distribution outside the State of Ohio in 
which applicant is located, and in Ohio sales are made to chain stores, super 
markets and independent retailers. 

It is undisputed that opposer has first use of its mark and that the 
goods are substantially the same—at least they are detergent cleansing 
agents intended for the same purpose. 

The only question is whether the applicant’s mark so resembles op- 
poser’s as to be likely, when applied to its goods, to cause confusion, mis- 
take, or deception of purchasers. The examiner answered the question in 
the affirmative and reasoned as follows: 

‘‘It appears to the examiner that the part onLY of applicant’s 
mark has little, if any, trade mark significance, and that the dominant 
part of the mark, that is the part that may be thought by purchasers 
to designate origin of the goods, is the part wun. With that thought 
in mind, and considering the marks as a whole, it is believed that the 
marks are confusingly similar.”’ 

I am unable to follow such reasoning. In the compound word ONLY- 
WUN it is not seen how wuN can be considered the dominant part of the 
mark; nor is there any explanation as to why it is believed that wuUN may 
be thought by purchasers to designate origin of the goods. As was said in 
Ex parte Blum’s, 99 USPQ 344, (44 TMR 335) (Com’r. 1953) such a hold- 
ing is believed to be improper where a unitary term has a well-known and 
familiar connotation. To hold that WUN in ONLY-wUN dominates ONLY 
amounts to a dissection of the mark for purposes of comparison, and such 
dissection destroys the significance of the mark as a whole. 

The marks WON and ONLY-WUN do not look alike; they do not sound 
alike; and they do not have similar significance. In my opinion, there is 
no likelihood of confusion, mistake or deception of purchasers if the marks 
are contemporaneously used, and applicant is therefore entitled to the 
registration sought. 

The decision of the Examiner of Interferences is reversed. 





Was, 


Vol. 44 T. M. R. EX PARTE PILLSBURY MILLS, INC. 


EX PARTE PILLSBURY MILLS, INC. 


Commissioner of Patents - December 15, 1953 


TRADE-MARK ACT OF 1946—CoNSTRUCTION—SECTION 2(f) 

Where applicant seeks to register under section 2(f) composite mark con- 
sisting of Pillsbury ‘‘barrelhead’’ design with BEST BAKERS PATENT and xxxx, the 
words BAKERS and PATENT being disclaimed apart from mark, the test is whether 
evidence is sufficient to show that the mark identifies applicant’s goods and dis- 
tinguishes them from those of others since Examiner refused registration unless 
BEST BAKERS PATENT was disclaimed. 

Affidavits from members of trade show that phrase BEST BAKERS PATENT has 
been used exclusively by applicant for over half a century and serves to indicate 
origin and overcomes proof that words individually have generic or trade significance 
and would be incapable of registration alone. 

Test is one of fact and not of law and opinion as to ‘‘capability of distin- 
guishing’’ may not be substituted for evidence showing distinctiveness. 
Application by Pillsbury Mills, Inc. for registration of trade mark 

Serial No. 546,239, filed January 5, 1948. Applicant appeals from decision 
of Examiner of Trade-Marks refusing registration. Reversed. 
George W. Porter, of Minneapolis, Minnesota and Robert U. Geib, Jr. of 


Washington, D. C. for applicant. 
LeeEps, Assistant Commissioner. 

Application has been filed to register on the Principal Register a com- 
posite mark comprising the familiar Pillsbury ‘‘barrelhead’’ design in 
which the word PILLSBURY’s is arcuately displayed within the upper 
perimeter of the double-dotted circle; the words BEST BAKERS are arcuately 
displayed beneath the word PILLsBURY’s; the word PATENT in large block 
letters with a line design of a diamond appearing at the center portion of 
each letter extended across the diameter of the ‘‘barrelhead’’; the letters 
Xxxx appear beneath the word PATENT, and a small fanciful design 
appears beneath the four X’s. No claim is made to the word BAKERS apart 
from the mark as shown, and no claim is made to the word PATENT apart 
from the mark as shown, except when written with a diamond arranged in 
each letter thereof as shown in the drawing. 


Exclusive and continuous use of the mark on wheat flour is claimed 
since March 4, 1895. Evidence of distinctiveness or secondary meaning has 
been submitted under the provisions of Section 2(f) of the Trade Mark Act 
of 1946. The question to be determined is whether the evidence is sufficient 
to convince a reasonable person that the mark identifies the applicant’s 
goods and distinguishes them from those of others. The Examiner of Trade 
Marks has refused registration on the ground that the applicant has not 
complied with the examiner’s requirement that the unitary expression BEST 
BAKERS PATENT be disclaimed, such requirement being based on the finding 
that the expression is incapable of distinguishing; and that the claim of 
exclusive use appears to be negatived by a registration in which the words 
BEST PATENT, disclaimed, appear. This is an appeal from the refusal to 
register. 
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A mark identical with that sought to be registered here was twice reg- 
istered for flour by Pillsbury-Washburn Flour Mills Company, Limited, a 
predecessor of applicant, on November 3, 1896, under the Trade Mark Act 
of 1881 (Reg. Nos. 29,096 and 29,097). These registrations expired. Sub- 
stantially the same mark as that sought to be registered here was registered 
by a predecessor of this applicant on September 26, 1922, under the Trade 
Mark Act of 1920 (Reg. No. 159,638). This registration expired six months 
from the effective date of the Trade Mark Act of 1946 [Sece. 46(b)]. One 
of applicant’s predecessors registered PILLSBURY’S BEST xxxx and design 
enclosed within a double-dotted circle for wheat flour on October 20, 1885 
(Reg. No. 12,677) ; a second registration of the same mark as that disclosed 
in the foregoing registration was registered by a predecessor on October 
20, 1885 (No. 12,697); and one of applicant’s predecessors registered 
PILLSBURY’S BEST xxxx enclosed within a double-dotted circle on August 29, 
1905 (Reg. No. 45,928). These registrations have expired. 

Registration of PILLSBURY’S XXxx PATENT and design enclosed within a 
double-dotted circle was obtained by a predecessor of applicant on June 8, 
1915 (Reg. No. 104,646), renewed in 1935, and published by this applicant 
on June 29, 1948, under the provisions of Section 12(¢) of the Trade Mark 
Act of 1946. A predecessor of applicant obtained registration of PILLs- 
BURY’S BEST xxxx enclosed within a double-dotted circle on August 19, 1919 


(Reg. No. 126,336), and this registration was renewed in 1939 by a prede- 
cessor. Applicant now owns this mark and its registration. These two 
registrations were issued prior to the decision of the Supreme Court in 
Beckwith v. Commissioner of Patents, 252 U.S. 538, and they were there- 
fore issued without disclaimer. 


This application and the prior registrations of the same mark recite 
use on flour since March 4, 1895—more than a half century—but applicant 
does not rely on long use alone to establish secondary meaning. The evi- 
dence shows that the flour sold under the mark under consideration is a 
flour milled for and sold to the bakery trade; its channels of distribution 
are through warehouses and wholesalers of bakery supplies to the bakery 
users; during the past five years sales under the mark involved here have 
been in excess of 350,000 ewt. (35,000,000 pounds) annually; exhibits 
disclose advertising of the mark in trade periodicals since May 10, 1895; 
numerous invoices and a price list show the phrase BEST BAKERS PATENT as 
the identifying words for billing and listing; affidavits of the owners or 
operators of ten bakeries in as many States recite that PILLSBURY’s BEST 
BAKERS PATENT and BEST BAKERS PATENT identify flour milled by Pillsbury 
Mills; twenty-five wholesalers of flour from thirteen States have given 
affidavits reciting that they distribute and sell many different brands of 
flour and that they have always considered BEST BAKERS PATENT as a brand 
of flour of Pillsbury Mills; an affidavit of the head of the Products Control 
Division of The W. E. Long Company, consultants and laboratory analysts 





Vol. 44 T. M. R. EX PARTE PILLSBURY MILLS, INC. 461 


for independent bakers, states that in rendering their services that com- 
pany analyzes and otherwise tests hundreds of different flours each month, 
and BEST BAKERS PATENT is used to identify the bakery flour milled and 
sold by Pillsbury Mills; sample reports of The W. E. Long Company 
attached to the aforementioned affidavit show the identification of the Pills- 
bury Mills flour as BEST BAKERS PATENT; and affidavits of four employees 
of applicant recite that during their experience with applicant Company— 
varying from 18 years to 35 years—bakers, jobbers and brokers identify 
the flour involved here as BEST BAKERS PATENT and use the term to distin- 
guish the Pillsbury flour from the flour of others. It is noted that the 
affidavits filed in this case are not of the ‘‘carbon copy’’ variety; but they 


are, for the most part, written on the letterheads of the affiant’s Company, 
sometimes in longhand, and are expressed in language which carries con- 
viction and which indicates that the mark for which registration is sought 
truly indicates origin in the applicant. 


“ec 


It appears that the term ‘‘patent flour’’ is one commonly used in the 
trade to indicate a blending of the best mill streams (purified middlings). 
The word ‘‘bakers’’’ as applied to flour indicates that it is a flour for 
institutional use, that is, for bakeries. The word ‘‘best’’ is the superlative 
of good, that is, having good qualities in the highest degree. It also appears 
that Registration No. 203,965 (expired) issued for flour in 1925, covering 
‘‘Northern’’ and design, includes the words BAKERS PATENT, disclaimed, 
and Registration No. 537,951 issued for flour in 1951, covering SUN FLOWER 
and design, includes the words BEST PATENT disclaimed. Reference was 
made by the examiner to an advertisement for Topper flour in which the 
words BAKERS SHORT PATENT appears. On the basis of these facts, he held 
the composite mark to be unregistrable without a disclaimer of the unitary 
expression BEST BAKERS PATENT since BAKER’S is a term commonly used in 
the designation of flour; PATENT is generic of flour; and BEST is in and of 
itself devoid of trade mark significance. In addition, he held that ‘‘the 
words BEST BAKERS PATENT refer merely to the product of the applicant and 
are incapable of indicating origin.’’ The evidence submitted by applicant 
and analyzed herein was disposed of by the examiner with the statement 
that ‘‘such evidence can be given little weight, since a generic name, being 
completely incapable of distinguishing the goods of one manufacturer from 
those of another, cannot become distinctive and cannot serve as a trade 
mark.’’ 


The determination to be made is whether or not the mark sought to be 
registered has become distinctive. In making this determination the use or 
registration by others of BEST PATENT, BAKER’S SHORT PATENT and BAKER’S 
PATENT should not be permitted to outweigh the evidence showing long use 
and recognition of the phrase BEST BAKERS PATENT. That these words sep- 
arately might not constitute a valid trade mark is not controlling, since the 
phrase BEST BAKERS PATENT appears from the record to have been used 
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exclusively by this applicant for more than half a century and serves to 
indicate origin in the applicant. It is not ‘‘unregistrable matter’’ within 
the meaning of Section 6 of the Trade Mark Act of 1946. 


The question of distinctiveness, or secondary meaning, is one of fact 
and not of law; and one’s opinion as to ‘‘capability of distinguishing’’ may 
not be substituted for the evidence showing distinctiveness. 

No matter what the original weakness of the mark, or any portion of 
it, may have been, the evidence here is convincing that the mark sought to 
be registered does, in fact, identify applicant’s goods and distinguish them 
from those of others. The composite mark is registrable as one which has 
become distinctive as applied to applicant’s goods, and disclaimer of the 
unitary expression BEST BAKERS PATENT is not required. 


The decision of the Examiner of Trade Marks is reversed; and the 
applicant is entitled to registration. 


NETZKY (SUSQUEHANNA WAIST COMPANY, assignee, 
substituted) v. GEO. A. SHAHEEN CO., LTD. 


No. 31364 - Commissioner of Patents - December 16, 1953 


TRADE-MaRK ACT OF 1946—REGISTRABILITY 
Where marks do not look or sound alike and only have slight similarity of 
significance registration will be permitted. SURF ’n SAND is not confusingly similar 
to SHIP ’N SHORE. 


Opposition proceeding by William Netzky (Susquehanna Waist Com- 
pany, assignee, substituted) v. Geo. A. Shaheen Co., Ltd., Serial No. 615,087, 
filed June 12, 1951. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 


George K. Helbert, of Philadelphia, Pennsylvania for opposer-appellee. 
Beekman Aitken, of New York, N. Y. for applicant-appellant. 
LEEpDs, Assistant Commissioner. 

Registration on the principal register is sought for sURF ’n SAND used 
on dresses, swim suits, blouses and skirts, men’s, boys’ and girls’ wear, 
namely, shirts, outer shorts and robes, since February 8, 1947. Opposition 
has been filed by the owner of the trade mark sHIP ’N sHORE (Reg. No. 
371,501) registered on September 26, 1939, for ladies sportswear, outer 
garments, namely, shorts, skirts and shirts; and registered a second time 
(Reg. No. 506,309) on February 1, 1949, for the same items plus slacks and 
blouses. The Examiner of Interferences held that confusion, mistake, or 
deception of purchasers was unlikely and dismissed the opposition. Op- 
poser has appealed. 


A stipulation of facts has been submitted in lieu of testimony. There 
is no question but that opposer has priority of use of its mark; opposer’s 
sales under its mark in 1951—the year in which the involved application 
was filed—were in excess of one million dollars; expenditures in advertising 
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opposer’s product in 1951 exceeded $250,000, and the media included 
magazines, with national circulation, radio, television and direct mail; 
exhibits suow that opposer sells ladies’ and girls’ blouses, shorts, and shirts; 
applicant’s goods are of the Honolulu variety and made of light Hawaiian 
crepe prints; exhibits show that applicant sells dresses of the casual and 
informal type, stoles, boleros, Bali breeches, sarongs, Bali jackets, Bali 
shorts and Hawaiian and Samoan tapas. 

Applicant’s mark sURF ’n SAND is displayed in a stylized script; and 
opposer’s mark SHIP ’N SHORE is displayed in a fanciful irregular type of 
block letters. 

The only question presented is whether applicant’s mark so resembles 
opposer’s mark as to be likely, when applied to the involved goods, to cause 
confusion, mistake, or deception of purchasers. There is no resemblance in 
appearance or sound. As applied to the respective goods, each mark prob- 
ably suggests sportswear or vacation apparel. In this regard, there is a 
somewhat similar significance; but in the absence of even remote resem- 
blance in sound and appearance, it is not believed that this similarity alone 
is sufficent to form the basis for refusing registration to this applicant. 

Each mark, in my opinion, suggests a separate source identity; and 
resolving in favor of the opposer any doubt which may exist, I do not 
believe the commercial impressions created by the marks are such as to be 
likely to mislead the purchasing public into the belief that the goods of the 
parties emanate from the same source. 


The decision of the Examiner of Interferences is affirmed. 


LIST OF OTHER TRADE-MARK ARTICLES AND LEGAL NOTES* 


LEGAL NOTES 

American Automobile Association v. Spiegel. 

Lanham Act—Federal Law of Unfair Competition. (George Washington Law 
Review, v. 22, no. 3, January 1954, pp. 367-371). 

Consolidated Cosmetics v. Neilson Chemical Co. 

Unfair Competition—Infringing Use of Trade Marks—Use of Similar Trade 
Marks on Dissimiliar Products. (Notre Dame Lawyer v. 29, no. 1, Fall, 1953, 
pp. 132-135). 

Ross-Whitney Corp. v. Smith Kline & French Laboratories 
Protection against Trademark Infringement after Expiration of Drug Patent 
given by Preliminary Injunction. (Univ. of Pennsylvania Law Review, v. 102, 
no. 3, January 1954, pp. 419-24). 

Springfield Fire & Marine Insurance Co. v. Founders’ Fire & Marine Insurance Co. 
Service Marks—Protection under the Lanham Trade-Mark Act of 1946. (The 
George Washington Law Review, v. 22, no. 3, January 1954, pp. 375-378). 

Veatch v. Wagner 
Unfair Competition—Radio Station’s Piracy of News from Newspaper. (New 
York University Law Review, v. 29, no. 1, January 1954, pp. 226-228). 


* Copies of these legal notes are available in the Association’s library. 
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i i in bo céebeehdegeewnd eccesse Brown, Jackson, Boettcher & Dienner 
i cciceeccads 6ebpaessecnncesabeneen Gravely, Lieder, Woodruff & Dees 
ES EER EER ce ee me Berney Wilkinson, Huxley, Byron & Hume 
EE ME adcdtbedaccasveccenecesens Cooper, Byrne, Dunham, Keith & Dearborn 
Es sy orca nauicenss scan abeeeweul Munn, Liddy, Nathanson & March 
CN Mss chen ccdesnesvees dana Ghabhon swale sa kibae ae McKercher & Link 
 nddbed bed ahenndesssesbanenssnneendt The Coca-Cola Company 
i et Pheer ndsdaescoeebcotacesaesnerecereceuseces The Borden Company 
i 1 Si bisa Rebeddetdeds dobsebeaveeeesoauncenes United States Steel Co. 
I NEE 6 c6iis ok wak de aeetesadadeawd cadens osbeid twats Cadena Mock & Blum 
SE PN ‘ccmiinnahsadaddesecnegeessebaeseeausasaeeeaun Naylor & Lassagne 
i, i nd thabadesaeceeneehobeedseutesesesege Rogers and Woodson 
Sh Ph Mend sregicunnss6baeesiabdbeneeeceedenstheuketane Koenig & Pope 
EE Wl s Mig ino ee cceekwaeeees Beer, Richards, Lane, Haller & Buttenwieser 
ME 6. bnaesceneed6ends chddeudenseeseénecsades Johnson and Johnson 
Dh PE cnakicesdesantcbobeanhsoennsennedeotsenset Bates, Teare & McBean 
Stewart L. Whitman..............Nims, Martin, Halliday, Whitman & Williamson 
eX re re er er Fish, Richardson & Neave 
Percy E. Williamson........... ... Nims, Martin, Halliday, Whitman & Williamson 
ee 6, eee, Ce, . incest cacansnnesesea Eberhard Faber Pencil Company 
Joe E. Daniels, Co-Chairman............004 Alexander, Maltitz, Derenberg & Daniels 
Mrs. Lenore B. Stoughton, Chairman............cecceeeeeees Rogers, Hoge & Hills 
SE A, SIE ccciccdscbcthourenenesesen Automobile Manufacturers Association 
Ss ME, deasenectedescctatevsdescetecesss Union Bag & Paper C. —— 
cn chi debeenssccbngces vuenecscenseess pesemanees The Texas Company 
PE Es SR avo occesdsasccevsecscosscceveadessepen National Biscuit Company 
ES Sk Bs noo crses css pebereetceeweseresqe Standard Brands Incorporated 
DOE Ga, BI cncccsescucesccccccccessésccvevedesccecedeeoses Sterling Drug, Inc. 
PD Be Ess s$eecs seneesacgscecncesedtonnecsnguieoosueages Philco Corporation 
es MINS 6404-04 scnnboennsd0wnsececeutéescdgeebewesnes Koppers Company, Inc. 
EE CE 666 cnerdgidnekedabes sep aceeences Wilkinson, Huxley, Byron & Hume 
ash natashss cde abdancevionvesets Seenaebenaeees Sherwin-Williams Co. 
is cca ce aessnbinnpvesseiaesecsnba The Procter & Gamble Company 
g's C0 edadetonsae tees ckwen Munn, Liddy, Nathanson & March 
ook cc ox Caches do sou deondarean Munn, Liddy, Nathanson & March 
RE te RL « swine beneendieesedene ss ereeecebabnanne Bristol-Myers Company 
EE i PN 6 9. es 0cesuasteawesGineiddeeeeseres California Packing Corporation 
tt Mi cccccds dukahededeebssdecebbatersiebieateee Wise, Corlett & Canfield 
i I Ds cc uk debra neswebesd oben bacene bones American Oil Company 
DEE DIED sos 60a vcadecthdess cebediocéecnborsccedeceivens Lorentz & Stamler 
ES is ss bd idea tageneeneedihetha deebaneeeannnhe Thomson & Thomson 
Se ts Phan a uaeathebess 6edlaens ocnebbbesnaddrls peducned Shell Oil Company 
Stewart W. Richards, Chairman....... Beer, Richards, Lane, Haller & Buttenwieser 
2s 2) ccepdbcdnandenseoebudeces cqaecddsdene vega Philco Corporation 
i Pe, <i. cdc neeipeenedhpeddeectvenes éeeegacens Johnson and Johnson 
ie I on 00 0c pnseececpneccedetceceesebestege The Quaker Oats Company 
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